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4 Procedure in Civil Courts

4.1 PARTIES TO LITIGATION

The position is the same in Hong Kong as in England as regards the
parties to litigation.

4.2 SERVICE OF PROCEEDINGS

4.2.1 Service in the jurisdiction

Service can be effected by personal delivery of the writ, sending a copy of
the writ by registered post or inserting through the defendant’s letter box
if there is one. In the latter two cases, service is deemed to take place
seven days after sending or insertion respectively.

4.2.2 Service out of the jurisdiction

The writ may be served out of the jurisdiction either with the leave of the
court or automatically without leave.

Service out of the jurisdiction without leave
Service out of the jurisdiction without leave is permissible only provided
that each claim made by the writ is a claim which by virtue of any written
law the High Court of Hong Kong has power to hear and determine,
notwithstanding that the person against whom the claim is made is not
within the jurisdiction of the court or that the wrongful act, neglect or
default giving rise to the claim did not take place within its jurisdiction.

Service out of the jurisdiction with leave
The circumstances in which leave is appropriate is governed by RHC
Ord.11 r.1. If leave is required, an ex parte application must be filed with
an affidavit in support and it may take up to one month for the appli-
cation to be granted by the court.

Service of writ in China
The writ must be served through the judicial authorities of China in the
manner prescribed in the RHC Ord.11, r.5A.
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4.3 PRE-TRIAL PROCEDURE

As previously stated, there are no divisions in the High Court of Hong
Kong and references to the Chancery Division in the chapter on
England and Wales are not applicable.

4.3.1 Starting the action

Starting the action is the same as in England except that the current
filing fee for a writ is HK $1,045 (approximately US $134) (see E&W:
4.3.1).

4.3.2 Pleadings

Following service of the Writ, there will be service of a series of formal
documents called Pleadings, which set out each party’s case with suf-
ficient particularity. All Pleadings must contain a Statement of Truth
confirming the truth of all factual matters contained in the Pleading.
The Statement of Truth can be signed by or on behalf of the Plaintiff
himself or by the legal representatives. If the legal representatives sign on
their clients’ behalf, they will require to be satisfied that the client has an
honest belief in the truth of the statements made. If later found to be
false, the Plaintiff may be penalised by contempt of court proceedings.
Usually the Pleadings are drafted by counsel and may consist of some or
all of the following documents.

Statement of Claim
If the Statement of Claim has not already been served with the Writ, it
has to be filed at court and served within 14 days after the Defendant
gives notice of intention to defend. Where a Plaintiff makes allegations
of infringement, the Plaintiff must serve the Particulars of Infringement
with the Statement of Claim.

Defence
The Defence is filed at court within 28 days after the service of the
Statement of Claim or after the time limit (i.e. 14 days) for acknowl-
edging service of the Writ and must include an explanation of why the
claim is denied. A simple denial will not suffice. If there is any
Counterclaim (for example, revocation), it is also usually served with the
Defence. In a patent infringement action, a defendant must serve the
Defence and Counterclaim plus Grounds of Invalidity, if any.
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Reply
The Reply is filed at court and served (together with any Defence to a
Counterclaim, if appropriate) within 28 days after the service of the
Defence. It is not normally necessary to serve a Reply as it is assumed
that the Plaintiff denies the Defendant’s allegations. However, it will
occasionally be to the Plaintiff ’s advantage to specifically plead a Reply.
If the Defence contains a Counterclaim by the Defendant, the Reply will
include a Defence to the Counterclaim. The Defendant then has the
opportunity of serving a Reply to the Defence to Counterclaim, if so
advised.

Admissions
A party may admit any claim in writing, either in a Pleading or in a letter.
A Notice to Admit Facts may be served at any time but not later than 21
days after the cause or matter is set down for trial (but see E&W
10.1.3(c) for special procedure in patent actions).

There are some points to note about Pleadings:–

(1) Parties can object to a Pleading and apply to strike it out, in whole
or in part. This is usually on the grounds that it discloses no cause
of action (or defence).

(2) The time limits for filing and serving Pleadings can be extended by
an application to the court.

(3) Default of service of a Pleading entitles a party either (in the case
of a Defendant) to apply to strike out the action or (in the case of
the Plaintiff) to obtain summary judgment.

(4) Pleadings can be amended once at any time before the close of
Pleadings or with the permission of the court. The amendment
must be verified by a Statement of Truth.

4.3.3 Discovery

Discovery is the same as in England (see E&W: 4.3.4).

4.3.4 Case Management

Each party is required to file timetabling questionnaire within 28 days of
closing of Pleadings (i.e. at the expiration of 14 days after service of the
Reply or Defence to Counterclaim or if no Reply/Defence to Counter-
claim is filed, at the expiration of 28 days after service of the Defence).
The questionnaire will enable the Court to give directions relating to
management of the case and to fix a timetable for the steps to be taken.
The parties are expected to comply with these directions and timetables
and the Court will not likely grant an application for time extension.
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The parties should try to agree on the directions and steps to be taken
and file a consent summons. If no agreement can be made, the Plaintiff
must take out a case management summons. Upon receiving the
questionnaires, the Court may also give case management directions
without a hearing or call for a hearing. If the Plaintiff fails to file the
questionnaire or take out a case management summons, the Defendant
may take out a case management summons or apply for an order to
dismiss the action.

The Court will give great weight to agreed directions and time limits
put forward by the parties. The Court will also fix the date for a Case
Management Conference and for this Conference, the parties have to
file a Listing Questionnaire not less than 7 days before the Conference.
There will then be a pre-trial review before the trial judge at least 8 weeks
before the trial begins.

4.3.5 Court fees and costs

The procedure as regards court fees and costs is the same as in England,
(see E&W: 4.3.5).

4.3.6 Sanctioned Offers and Sanctioned Payments

After commencement of action, a Plaintiff may offer to settle by way of a
sanctioned offer and a Defendant may offer to settle by way of a sanc-
tioned offer or a sanctioned payment or both. Parties are encouraged to
settle by providing financial incentives. Offers to settle which, if not
accepted, may lead to adverse consequences in monetary terms. If a
Plaintiff fails to obtain a judgment better than the sanctioned payment
or offer, the court may disallow all or part of any interest payable and
order that the Defendant is entitled to his costs on the indemnity basis
after the last date on which the payment or offer could have been
accepted without leave and interest on such costs up to 10% above
judgment rate. If the judgment against a Defendant is more advan-
tageous to the Plaintiff than the proposals contained in the Plaintiff’s
sanctioned offer, the court may order interest on any sum awarded to the
Plaintiff up to 10 per cent above judgment rate and that the Plaintiff is
entitled to his costs on the indemnity basis after the last day on which the
offer could have been accepted without leave and interest on such costs
up to 10 per cent above judgment rate.

4.3 HONG KONG
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4.3.7 Security for costs

The procedure in relation to security for costs is the same as in England
(see E&W: 4.3.8).

4.3.8 Stopping the action

The procedure as regards stopping the action is the same as in England
(see E&W: 4.3.9). Following settlement, usually either the action is
discontinued or a consent order is made. In the latter case, the form-
alities can be completed within a short time period, often less than a
week, and costs for solicitors’ fees vary depending on the time required.
Court fees in the amount of HK $1,045 (approximately US $134) are
required if the consent order involves the granting of injunction(s).

4.4 PROCEDURE AT TRIAL

The procedure at trial is the same as in England (see E&W: 4.4).

4.5 APPEAL PROCEDURE

4.5.1 Right to appeal

Appeal to the Court of Appeal is as of right, except for interlocutory or
judgment of the Court of First Instance in any Civil cause or matter.

The deadlines for lodging an appeal are:

I cases requiring leave to appeal under s.14AA or s.14(3)(e) or (f) of
the High Court Ordinance: 7 days

I winding-up bankruptcy: 28 days;

I other cases: 28 days.

4.5.2 Stays pending appeal

The position as regards stays pending appeal is the same as in England
(see E&W: 4.5.2).

4.5.3 Procedure on appeals

The hearing takes place with transcripts of the evidence from the court
below. No witnesses are called and no further evidence is admitted.
Appeal to the Court of Appeal will take around 6–12 months to be
heard, depending on the estimated length of the appeal hearing.

4.5THE PROCEDURE IN CIVIL COURTS
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Further appeal may still be made to the Court of Final Appeal with
leave. This is governed by the Hong Kong Court of Final Appeal
Ordinance c.484 and the Hong Kong Court of Final Appeal Rules.
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10 Special Aspects of
Intellectual Property Litigation

10.1 PATENTS

10.1.1 Parties

The position as regards parties is the same as in England (see E&W:
10.1.1).

10.1.2 Practice

The position as regards threat actions is the same as in England (see
E&W: 10.1.2) save that s.89 of the Hong Kong Patents Ordinance sti-
pulates threat actions may not be brought as regards threat of pro-
ceedings for an infringement alleged to consist of making a product for
putting on the market or of using a process.

10.1.3 Procedure

High Court
As stated, there are no patent courts in Hong Kong and all patent
actions are initiated in the High Court (see 3.2). An outline of the
timetable of a patent action is as follows:

I issue and serve writ 14 days

I acknowledgement of service 14 days

I statement of claim with particulars of infringement 28 days

I defence with counterclaim and particulars of objection 28 days

I exchange list of documents 14 days

I timetabling questionnaire 14 days

I case management summons

The court hearing a summons for case management will give such
directions as are sought by the parties. Usually included are directions
for:

I the service of further pleadings or particulars;

I discovery of documents;

I service of interrogatories and of answers thereto;
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I taking of expert evidence;

I making of experiments, tests, inspection of reports and submitting
experimental proof;

I and otherwise as the court thinks necessary or expedient for the
purpose of defining and limiting the issues to be tried.

When the case is ready for trial, the parties attend a pre-trial review
hearing and thereafter have the case set down for trial. Depending on the
estimated length of the trial, it may take between four and ten months
for trial dates to be allocated.

Apart from the timetable, which may differ slightly from that appli-
cable in England, the other aspects of procedure discussed in the
chapter on England and Wales (see E&W: 10.1.3) apply, with the fol-
lowing exceptions.

(1) There is no rule dealing with serving a notice of experiments.

(2) There is no provision for simplified trial in Hong Kong.

(3) As in England, it is not common for interlocutory injunctions to be
granted in patent actions, because of the complexity of such
actions. The most common practice is the issuing of an order that
the defendant do keep proper accounts and records of his dealings
with the infringing products to facilitate assessment of damages or
account of profits in the future.

(4) It is not clear whether ‘‘Brupat’’, ‘‘Earth Closet’’ or ‘‘Scott Payne’’
orders are available in Hong Kong.

10.1.4 Compulsory licences

Under s.64 of the Patents Ordinance, any party may apply to the court
for the grant of a compulsory licence after the expiration of three years
from the date of grant of a standard patent on the grounds that the
patent is not being sufficiently worked in Hong Kong, the applicant has
made reasonable efforts to obtain authorisation on reasonable com-
mercial terms and conditions and that such efforts have not been suc-
cessful within a reasonable period of time, the proprietor will be
reasonably compensated, and no person working or developing the
invention in Hong Kong will be unduly prejudiced. In the absence of an
agreement between the parties, the terms of such licence would be set by
the court as it thinks fit.

HK/66
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1 Intellectual Property Rights
Protected and their Statutory

Basis

This section provides an outline guide to intellectual property in Israel.
It does not deal in detail with the law and subsistence of individual
intellectual property rights. By its nature, it cannot be comprehensive.
The reader is recommended to refer for more detail to 8.1–8.4 and
10.1–10.6.

Most intellectual property rights in Israel are based on statute. Some
aspects of intellectual property rights or related rights are protected by
common law.

Israel is a party to the following multinational conventions: the Berne
Convention (Brussels text (substantive); Stockholm text (adminis-
trative)); Convention Establishing the World Intellectual Property
Organization; Geneva Convention, 1971 regarding the Protection of
Phonograms; International Convention for the Protection of New
Varieties of Plants (UPOV, Geneva text, 1991); Lisbon Agreement
(Stockholm text); Madrid Agreement for the prevention of false indi-
cation of source (Lisbon text); Nice Arrangement (Stockholm text);
Paris Convention (Stockholm text); Strasbourg Union; the Universal
Copyright Convention (Geneva text); Patent Cooperation Treaty
(PCT) 1994; Budapest Convention; Trade Related Intellectual Prop-
erty Rights (TRIPS) 1994; Treaty on Certain Questions Concerning the
Protection of Literary and Artistic Works (Geneva, 1996); and Treaty
for the Protection of the Rights of Performers and Producers of Pho-
nograms (Geneva, 1996). The Convenions are not self-executory, and
rights are granted only on the basis of domestic legislation, which may be
enacted to implement Israel’s undertaking under the said Conventions.

1.1 PATENTS

1.1.1 Legislation

The law is goverened by statute, the Patents Law, 1967. There is also
secondary legislation in the form of the Patents (Office Practice, Rules
of Procedure, Documents and Fees) Regulations, 1968.
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1.1.2 Grant

Patents are granted for inventions, whether products or processes, in
any technological field which are new, non-obvious and susceptible of
industrial use. Patents will not be granted for computer programs as
such, nor for a method of therapeutic treatment of the human body or
for new varieties of plants or animals, except microbiological organisms
not derived from nature. According to a decision rendered by the
Registrar of Patents, patents will not be granted also for business
methods and software-based business methods. However, a patent may
be granted for a ‘‘hybrid’’ invention relating to a business method based
on a computer system (hardware and software, where the software
forms an integral part of the overall physical system), where the heart of
the invention lies in the work of the technical system (rather than the
business method).

Patents are granted by the Patent Office, based on examination. A
modified examination procedure now allows for an abbreviated exam-
ination of an application, where a corresponding application abroad has
been granted by an approved examining authority, such as the European
Patent Office (EPO) or the US Patent Office. It is worth noting, how-
ever, that in a recent district court decision, the court opined that the
presumption of validity of a patent granted based on such abbreviated
examination procedure is weaker when compared to a patent granted
based on full examination. Israel can be designated in a Patent Coop-
eration Treaty (PCT) application.

1.1.3 Term

Generally, patents are granted for 20 years from the date of filing.
Patents of addition are granted for the period remaining in the main
patent and do not have to add an inventive step beyond the inventive
step of the main patent.

Extension order
Under the 1998 Amendment to the Patents Law and the 2006
Amendment (‘‘the 2006 Amendment’’) (the 2006 Amendment having
entered into force January 3, 2006) (collectively, ‘‘the Amendments’’),
the Registrar is empowered to extend the term of certain patents for an
additional term not exceeding five years beyond the 20-year period.
There are other limitations on the period of extension as well.

According to the Amendments, such extension order may be granted
only with respect to ‘‘Basic Patents’’. In general, a Basic Patent is a
patent (whether for a product or a process), protecting either a phar-
maceutical product, a substance (which is an active ingredient in a
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pharmaceutical product) (both terms are also defined in the 1998
Amendment), a process for the manufacture of such substance or
product or the use thereof, or medical equipment for which licensing is
required in Israel.
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3 Legal Professions

3.1 INTRODUCTION

Both advocates (qualified lawyers) and patent attorneys are involved in
intellectual property litigation. The profession in Israel is unified and
not divided between barristers and solicitors.

Foreign lawyers are not entitled to appear in the Israeli courts or at the
Patent Office (save with special permission, which is hardly ever given,
and not relevant to intellectual property cases). Foreign lawyers are
theoretically entitled to appear before an Israeli arbitrator where one of
the parties to the arbitration is a foreigner. A recent amendment to the
law will, once it enters into effect, permit foreign lawyers to provide
certain legal services in Israel. To do so, foreign lawyers will be required
to meet certain conditions, which include registration with the Israeli
Bar, undergoing an examination in legal ethics, and providing a security
in the form of a guarantee, an insurance certificate or a deposit. Foreign
lawyers who meet the required conditions will be permitted to provide
certain legal services in Israel which include: advising on, and providing
a legal opinion with respect to, the laws of the country in which they are
admitted to practise law, or with respect to international law (both of
which shall, for the purpose of this section, be referred to as ‘‘Foreign
Law’’); preparing legal documents which are subject to Foreign Law, as
well as representing a client in negotiations relating to the preparation of
such documents; and appearing in an arbitration which is subject to
Foreign Law. In addition, foreign legal firms will be allowed, under
certain circumstances, to operate a branch in Israel. Note: the said
amendment to the law will not become effective until February 23,
2010, or until an order regulating the securities required from foreign
lawyers is issued, whichever is later.

A party to proceedings has a right to represent himself before the
court or the Patent Office, and he does not have to instruct a lawyer or
patent attorney to represent him. A company may represent itself via
one of its authorised organs. However, this practice is rarely used.

3.2 ROLES OF PROFESSIONALS IN LITIGATION

Patent attorneys (also referred to as patent agents) are not attorneys or
lawyers and are not limited in handling applications in the Patent Office,
with respect to patents, designs and trade marks, including appearing
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before the registrar. Advocacy rights in court are, however, limited. A
patent attorney may, by leave of the court, have the right to plead in
court, as to any matter relating to an invention or a patent and not being
a point of law, provided that the advocate of that party is present at the
time. This advocacy right is hardly ever exercised.

In practice, in patent litigation, the team would normally comprise
both an advocate and a patent attorney. The patent attorney will usually
assist with the scientific aspects of the case, including the search for, and
interpretation of, prior art documents. A patent attorney may be
involved in copyright cases focusing on technical works (computer
programs or engineering drawings), but is usually not involved in trade
mark litigation (other than in the Patent Office).

3.3 QUALIFICATIONS AND REGULATION

There are no legal restrictions on advocates in handling intellectual
property cases, either in court or at the Patent Office. Thus, intellectual
property lawyers are part of the general litigation process. However, in
practice, a small group of lawyers specialises in the intellectual property
field. Some lawyers handle only intellectual property matters, in small
boutique firms. Others practise intellectual property (and, possibly,
other fields of law) within the framework of large general practice firms.

3.4 FEES

With respect to fees, in intellectual property litigation (other than
prosecution in the Patent Office), both advocates and patent attorneys
normally charge on an hourly rate: US $200–US $400 per advocate and
US $150–US $250 per patent attorney (hourly rates could vary
according to seniority. There may, of course, be exceptions). In civil
cases contingency fees are permitted, but are not customary in intel-
lectual property matters.

3.2 ISRAEL
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13 Arbitration and Alternative
Dispute Resolution

13.1 INTRODUCTION

Arbitration proceedings have become relatively common, particularly
since the mid-1990s when the courts began encouraging such pro-
ceedings more than in the past.

13.2 ARBITRATION

13.2.1 Commencement

Arbitration proceedings are started in two ways:

(1) There is a written agreement between parties to refer to arbitration
a dispute which has arisen between them or which may arise
between them in the future, whether an arbitrator is named in the
agreement or not.

(2) A civil court decides, with the consent of the parties, to refer a
matter, or part thereof, which is heard before the court, to
arbitration.

The provisions of the Arbitration Law 1968 apply to arbitrations which
are started in any of the ways described above, save for one exception
regarding the competent court (see 13.2.15).

13.2.2 Matters that can be arbitrated

A matter or conflict which may be legally settled by an agreement
between the parties can be the subject-matter of an arbitration. In any
case, the effect of the award is limited to the parties and it does not have
in rem effect.

Applying the above to intellectual property, it is doubtful whether
validity may be arbitrated. It is also doubtful whether infringement can
be the subject-matter of arbitration, where the defendant raises argu-
ments concerning the validity of the right. Thus, the traditional areas of
intellectual property referred to arbitration are: licensing disputes; dis-
putes regarding the amount of royalties or the amount of damages;
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infringement of non-competition clauses; and confidentiality under-
takings.

13.2.3 The arbitration agreement

As mentioned above, the arbitration agreement should be in writing.
Such an agreement shall be deemed to include the provisions set out in
the Schedule to the Arbitration Law (‘‘the First Schedule’’) unless a
contrary intention is implied from the agreement. If the parties agree in
the arbitration agreement that the arbitral award shall be appealable
before an appellate arbitrator, the provisions set out in the Second
Schedule of the Arbitration Law will also apply, and the provisions of the
First Schedule will then apply only to the extent that they do not con-
tradict the provisions of the Second Schedule. However, the parties may
agree otherwise.

13.2.4 The arbitrator

The arbitrator is usually chosen by the parties. The parties can agree
that the arbitrator shall be appointed by a third party. Where the parties
fail to agree on the appointment of the arbitrator and/or an arbitrator has
not been appointed under agreement, the court may, on application by a
party, appoint an arbitrator.

In general, the arbitrator chosen would have the relevant knowledge
to deal with the dispute. In intellectual property cases, the arbitrators are
often retired Supreme Court justices or district court judges.

Where the arbitrator breaches his fiduciary duty to the parties, the
arbitrator could be removed and the injured party shall be entitled, inter
alia, to compensation from the arbitrator payable for a breach of con-
tract.

13.2.5 Confidentiality

Arbitration is more confidential than litigation. The confidentiality in
arbitration has no direct statutory basis. However, it is well-established
custom that arbitration is confidential. Hence, publishing or revealing
information or documents from the arbitration might be considered
mala fide behaviour. Because of that advantage, arbitration may be the
best solution where confidentiality of, for example, trade secrets is
concerned.

13.2 ISRAEL
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13.2.6 Substantive law and rules of evidence

The First Schedule provides (in case it is not agreed otherwise) that the
arbitrator shall act in such manner as appears to him most efficient to
enable a just and speedy determination of the dispute, and shall give the
award to the best of his judgment in accordance with the material before
him. It further provides that the arbitrator shall not be bound by the
substantive law, the rules of evidence or the rules of procedure applying
in the courts.

As a rule, parties tend to agree that the arbitrator shall be bound by
the substantive law (particularly in intellectual property matters), but
not by the evidence or procedural law. However, arbitrators still tend to
follow, in general, the rules of procedure which apply in court.

Unless the parties agree otherwise the arbitrator must issue a rea-
soned decision.

13.2.7 Timetable

Arbitration is usually faster than litigation. The parties can limit the
period of the arbitration as a whole or the period to give the award. The
First Schedule provides that the arbitrator shall make the award within
three months from the date of commencement of the arbitration, or the
date on which he was called upon by a party, in writing, to deal with the
dispute, whichever is the earlier, provided that the arbitrator may extend
the period for an additional three months. This term is very often
extended. The Second Schedule further provides that, where an arbitral
award is appealed before an appellate arbitrator, the latter shall render
his decision within two months from the conclusion of the appeal pro-
ceeding.

13.2.8 Effect of an award

The arbitral award cannot be executed as a court judgment. It needs to
be affirmed by the court first. By default there is no appeal on the arbitral
award, either on questions of fact or on points of law, but the unsuc-
cessful party to the arbitration may apply to set the award aside in
exceptional circumstances (such as that the party was not given an
appropriate opportunity to argue his case; the arbitrator did not decide
the issue he was supposed to; the award is contrary to public policy; the
arbitration agreement was not valid, and so on). However, subject to
certain conditions, the parties may agree that the arbitral award be
appealable through either of the following routes:

(1) Right of appeal before an appellate arbitrator. If the parties agree
upon such right of appeal, the arbitrator must give a reasoned
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decision. In addition, as mentioned above, the provisions set out in
the Second Schedule of the Arbitration Law will apply by default
(these provisions relate, e.g. to the timeframe for filing the appeal
and a counter-appeal; the timeframe for filing the respondent’s
reply to the appeal, and the appellant’s counter-reply; the duty to
make a record of the arbitration hearings, in the form of transcripts
or in any other manner agreed upon by the parties in the
arbitration agreement, etc.). Under this route, the unsuccessful
party’s right to apply to set aside the award will be extremely
limited.

(2) Appeal before the court, subject to leave. This route can be available
only if the parties agree that the arbitrator shall be bound by the
substantive law. In addition, if the parties agree to make this route
available, a transcript of the arbitration hearings must be made,
and the arbitrator must give a reasoned decision. Leave to appeal
may be sought only if there has been a fundamental error in the
application of the law by the arbitrator, which might lead to a
miscarriage of justice. If an appeal is filed with the court, the court
will not entertain an application to set aside the award.

13.2.9 Discovery

The Schedule provides that the arbitrator may direct the parties to
answer interrogatories, to disclose and produce documents and to do
any other thing connected with the conduct of the arbitration, as a court
might do in an action brought before it. However, in practice, discovery
proceedings in an arbitration are less exhaustive than those in the courts.

13.2.10 Interlocutory relief

It is doubtful whether interlocutory relief is available in arbitration
proceedings. Moreover, even if an arbitrator is empowered to grant
interlocutory relief, the enforcement of such relief, if the counter-party
does not comply therewith, is problematic.

The court has, with respect to arbitration, the same powers to grant
relief, including interlocutory relief, as it has in respect of an action
brought before it.

The arbitrator is not entitled, unless otherwise agreed, to hold any
session or to grant any relief in the absence of a party. Thus, when a
party seeks to receive ex parte interlocutory relief, his only opportunity
is usually to file an application with the court. The same applies when
the interlocutory relief is sought prior to the appointment of an arbi-
trator.
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13.2.11 Costs

Arbitration proceedings are not necessarily less expensive than liti-
gation. In general, arbitration will be more expensive where the value of
the claim cannot be evaluated or is relatively low.

Usually, the arbitrator charges his fees on an hourly basis.
Attorneys’ fees are the same as in court (see 3.4).

13.2.12 Evidence in arbitration

An arbitrator has the same powers as the court to summon witnesses to
give evidence or produce documents. Evidence can be given orally, in
writing or be physical (see 6.2–6.5).

13.2.13 Ancillary powers of the court

The court has ancillary powers with regard to arbitration matters, such
as: taking evidence out of the jurisdiction or immediately, issuing
interlocutory relief, imposing sanctions against a witness refusing to
testify in the arbitration, and so on.

13.2.14 Stay of proceedings in court

When an action is brought before the court in a dispute which it had
been agreed to refer to arbitration, and a party to the arbitration
agreement applies for a stay of proceedings in the action, the court shall
stay the proceedings, provided that the applicant has been and still is
willing to do all that is required for the commencement and continuance
of the arbitration.

The court shall also exercise its above-mentioned power to stay the
proceedings before it, where the action which was brought before the
court relates to a dispute which it had been agreed to refer to arbitration,
and an international convention—to which Israel is a party—applies to
the arbitration and such convention includes a provision regarding the
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1 Intellectual Property Rights
Protected and their Statutory

Basis

This chapter provides an outline guide to the law and subsistence of
individual intellectual property rights in The Netherlands.

1.1 PATENTS

1.1.1 Legislation

The law is governed by statute: the Dutch Patents Act 1995 (Rijksoc-
trooiwet 1995), which came into force on April 1, 1995.

The (old) Dutch Patents Act 1910 (Rijksoctrooiwet 1910) is no longer
in force.

1.1.2 Grant

Patents are granted for novel, non-obvious (inventive) and industrially
applicable inventions, either products or processes. Patents are granted
either through the Dutch Patents Office (Octrooicentrum Nederland), in
the case of a Dutch national patent, or through the European Patent
Office (EPO), designating The Netherlands, in the case of a European
patent.

Under the Dutch Patents Act 1995, a Dutch national patent appli-
cation will not be examined by the Dutch Patents Office for compliance
with the substantive requirements for patentability enumerated above.
Although these substantive requirements remain in force, the Dutch
Patents Office will no longer examine national applications, but will
simply ‘register’ the application and grant the patent as a matter of
course. The Dutch doctrine has coined the term ‘registration patent’ to
describe national patents granted under the 1995 Act. After submitting
the national patent application, the applicant should within 13 months
from the date of filing, request examination of the state of the art. The
results of the examination will be sent to the applicant after approxi-
mately nine months. As a general rule, the national (20-year) patent will
be granted 18 months after the application is filed. The possibility of
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obtaining a national six-year patent’ (petit patent) has been abolished as
of 5 June 2008.

There are certain exceptions to patentability, notably for computer
programs and plants or animal varieties or essentially biological pro-
cesses for the production of plants or animals and the products thereof.

1.1.3 Term

A patentee has the monopoly on the use of his invention for 20 years
from the date of the application, in the case of a European patent and in
the case of a Dutch national patent granted or applied for under the
Dutch Patents Act 1995.

1.1.4 Infringement

There are the following infringements of patents:

(1) It is a direct infringement of a product patent to make, use (other
than for private or experimental purposes), put on to the market,
dispose of, resell, hire out, deliver, as well as offer, import or stock
a patented product for the aforementioned purposes—Dutch
Patents Act 1995, art.53.

(2) It is a direct infringement of a process patent to make, use (other
than for private or experimental purposes), put on to the market,
dispose of, resell, hire out, deliver, as well as offer, import, or stock
the product obtained directly by using the patented process, or to
otherwise use the patented process in The Netherlands—Dutch
Patents Act 1995, art.53.

(3) It is an indirect or contributory infringement to supply essential
elements of the invention and/or essential means for exploiting the
invention, such as machine parts or components, other than the
supply of commonly available parts or components, provided that
the person supplying such elements and/or means knows or
should reasonably have known that such elements and/or means
are both suitable and destined for putting the invention into effect
in The Netherlands—Dutch Patents Act 1995, art.73.

(4) Infringement is assessed by reference to the claims of the patent.

The Dutch Patents Act 1995, Art.53(2) provides pursuant to art.69 of
the European Patent Convention 1978 and the Protocol on its
interpretation, that infringement is assessed by the contents of the
claims of the patent, whereby the description and the drawings serve to
interpret the claims of the patent. The Netherlands Supreme Court has
determined in its decision of November 12, 2004 in Impro v Liko
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(Published in NJ 2004/674) that the determination of infringement of a
patent involves three questions:

(1) does the allegedly infringing product fall within the (strict and
straightforward) literal wording of the claims (literal infringement
under the strict literal wording of the claims);

(2) does the allegedly infringing product fall within the meaning that
the reasonable skilled man would attribute to the wording of the
claims, taking into account the essence of the invention protected
by the patent to avoid literalism and to give the claims the meaning
which a reasonable skilled man would think that the patentee must
have intended (literal infringement in view of the sensible meaning
attributed to the wording of the claims);

(3) does the allegedly infringing product fall within the scope of
protection of the patent under the doctrine of equivalence
(equivalent infringement)?

1.1.5 Remedies

The following civil remedies are available to a patentee:

I injunction;

I damages/account of profits;

I delivery-up/destruction of the infringing products;

I (reasonable) costs;

I nullification and claiming entitlement to the patent; and

I ‘‘moratorium’’.

These remedies are discussed in more detail at 8.1–8.4.
The Dutch Patents Act 1995, art.70(4) provides that damages may be

claimed as well as the profits derived from the patent infringement:

‘‘Besides a claim for damages, the proprietor of a patent may claim
that the defendant be ordered to surrender any profits derived from
the infringements and to give an accounting of such profits; if the
Court determines however, that the circumstances of the case do
not justify such an order, it may order the defendant to pay
damages. In appropriate cases, the Court may set the damages as a
lump sum.’’

This represents a change from the regime under the (old) Dutch
Patents Act 1910, which provided, in art.43(3), that damages may be
claimed instead of the profits derived from the infringement. The Dutch
Supreme Court in its decision of April 14, 2000 in HBS/Danestyle (N.J.
2000/489) decided that the application of a similar provision in the
Dutch Copyright Act can not lead to ‘‘punitive damages’’. Where
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damages consisting of a reasonable royalty or lost profits are claimed,
these can not be cumulated with the profits derived from the infringe-
ment. The highest of these different individual amounts can then only
be claimed as damages.

There is a restriction on the claiming of damages, in that they may
only be claimed from a person who performed infringing acts in the
knowledge that he has no right to do so—Dutch Patents Act 1995,
art.70(3). This article further provides that a person shall in any case be
deemed to have had the requisite knowledge if the infringement was
committed after the expiry of 30 days following the service of a writ
claiming the infringement. Therefore, a defendant shall in any case be
liable for damages after the expiry of 30 days following the service of a
writ claiming the infringement. Nevertheless, the Provisions Judge of
the District Court and the Court of Appeals of The Hague (the only
courts authorised to hear patent cases) held in the past that even without
service of such a writ the defendant may still be deemed to knowingly
infringe the patent, based on the circumstances of the case.

Article 70(3) of the Dutch Patents Act 1995 provides that damages
may be claimed from infringers that knowingly committed the
infringement. This article has however been superseded by the TRIPS
Agreement, which came into force in The Netherlands on January 1,
1996. The Supreme Court has considered that art.45(1) of the TRIPS
Agreement has direct effect, and pursuance to this article the decisive
element therefore is whether the defendant has ‘‘knowingly, or with
reasonable grounds to know, engaged in infringing activity’’ (Supreme
Court December 19, 2003, BIE 2005/78, Roche/Primus).

1.1.6 Defences

The following defences are usually raised against infringement claims:

(a) denial of infringement;

(b) invalidity of the patent:

I prior use/anticipation;

I not a patentable invention/‘‘obviousness’’;

I non-disclosure/‘‘sufficiency’’;

I inappropriate amendment.

The defence of invalidity is nearly always raised, and the validity of the
patent in question should therefore be weighed in any decision to liti-
gate.

The Provisions Judge of the District Court of The Hague and the
Court of Appeals of The Hague have held that an injunction for patent
infringement will not be issued in preliminary relief-proceedings if there
is a ‘‘serious, non-negligible chance’’ that the patent in point will be
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revoked in opposition proceedings before the European Patent Office or
in proceedings on the merits.

1.1.7 References

Nederlandsch Octrooibureau New Dutch Patents Act, Legislation in
Translation Series, 5 (Kluwer, 1995).

1.2 SECOND TIER PROTECTION (UTILITY
MODELS)

There is no legislation providing specific second tier protection for
utility models in The Netherlands.

A draft proposal for a Utility Models Act was submitted in 1986 but
was withdrawn after the submission of the proposal for the Dutch
Patents Act 1995. It was generally felt that there was no specific need for
a Utility Models Act. Thus, utility models are not likely to be separately
protected in the near future.

1.3 REGISTERED DESIGNS

1.3.1 Legislation

Registered designs are governed by the (new) Benelux Treaty for Intel-
lectual Property (Beneluxverdrag inzake de intellectuele eigendom), which
came into force on September 1, 2006, replacing the Uniform Benelux
Designs Act1975(Eenvormige Beneluxwet inzakeTekeningen enModellen).
The Community Designs Regulation (Council Regulation 6/2002) on
Community Designs also applies in the Netherlands. This Act protects
‘‘decorative designs’’ (a term comparable with the German Gesch-
macksmuster).

1.3.2 Grant

The Benelux Treaty for Intellectual Property provides for protection by
registration and thus a uniform design system for the Benelux countries.
Under the Benelux Treaty for Intellectual Property protection can be
obtained for the novel outer appearance (‘‘get-up’’) of a useful article,
except where such outer appearance is necessary for the ‘‘technical
effect’’ of the article concerned.

The Benelux Treaty for Intellectual Property only provides for a
protection of ornamental designs; not for industrial designs or utility
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models. As indicated above, Dutch law does not provide for a special
protection of utility models.

Applications for design protection must be submitted to the Benelux
Office for Intellectual Property in The Hague. Because of the require-
ment of novelty, the application must be submitted before the products
are put on to the market.

The Benelux Office for Intellectual Property in The Hague does not
examine whether the material requirements for design protection (such
as novelty and utilitarian function) have in fact been met; the only test
applied is whether the application is not contrary to public order or
morality. The design is then registered in the Design Register. The
design is simply dated and in force as of the date of filing with the
Benelux Office for Intellectual Property. Because the Benelux Office for
Intellectual Property does not examine whether the material require-
ments for design protection have been complied with, Dutch courts
must decide in litigation whether the design registration confers valid
design rights to the registration owner. The registered design under the
Community Designs Regulation has been available since April 1, 2003.
Applicants for registered community designs must apply to the Office
for Harmonisation in the Internal Market (OHIM) in Alicante, Spain.

1.3.3 Term

Under the Benelux Treaty for Intellectual Property, registered designs
are protected for five years from the date of filing with four consecutive
renewal periods of five years each. Thus, the total term of design pro-
tection is usually 25 years. The Community Designs Regulation also
provides protection for up to 25 years.

When the design protection term has expired, the registration owner
can still rely on the general law of unfair competition in order to prevent
(slavish) imitations of his design.

1.3.4 Infringement

Under the Benelux Treaty for Intellectual Property art.3.16, it is an
infringement of the rights in a registered design to use a product in
which the design is used or to which the design has been applied, and
which design is identical as the registered design or which gives a similar
impression to the informed user. Especially making, offering, bringing
to the market, selling, delivering, hiring out, importing, exporting,
exhibiting, using and having in stock for any of those purposes, is con-
sidered to be an unlawful use of the design.
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1.3.5 Remedies

The usual remedies for design infringement are:

I injunction;

I damages/account of profits;

I delivery-up/destruction of the infringing designs;

I (reasonable) costs.

These remedies are discussed in more detail at 8.1–8.4.
There is a restriction in relation to remedies in that the Benelux Treaty

for Intellectual Property art.3.17, provides that damages can only be
claimed for infringing activities which take place after the design pro-
tection application has been officially published by the Benelux Office
for Intellectual Property or, before such publication, if the infringer was
aware of the design application.

1.3.6 Defences

The defendant has the following defences against a claim for infringe-
ment:

I the registration is invalid (i.e. lacks novelty);

I denial of infringement; and

I improper registration of the design or model.

1.4 UNREGISTERED DESIGNS

Since March 6, 2002, unregistered designs are protected under the
Community Design Regulation. Protection lasts for a period of three
years, starting from the date that the design was first made available to
the public within the Community. An unregistered community design
gives the owner the right to forbid the same actions as he can forbid on
the basis of a registered community design, but only in the event that the
design is copied (or if a design is derived from it).

Under the Benelux Treaty for Intellectual Property unregistered
designs cannot be protected, but the owner of such designs can rely on
for instance copyright protection or on the general law of unfair com-
petition to prevent (slavish) imitations of the design.
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1.5 COPYRIGHT

1.5.1 Legislation

Copyright is governed by statute, the Dutch Copyrights Act of 1912
(Auteurswet 1912). The Netherlands is also signatory to several inter-
national conventions, including the Berne Convention 1886, whereby
(in general) it recognises works created by foreign nationals.

1.5.2 Grant

Copyright is the right of the author of an original literary, scientific or
artistic work, musical work, sound recording, film and broadcast pro-
gramme. The Copyrights Act 1912 art.10, sets out a non-exhaustive list
of examples of copyrightable ‘‘works’’, such as graphic works, buildings,
photographs, sculptures and works of artistic craftsmanship, as well as
computer software.

A copyright arises by the mere creation of the work. No formalities,
such as registration or a ‘‘copyright notice’’, are required. The only test
for copyrightability is originality. Copyright can only subsist in original
works. Dutch courts do not require a high degree of originality, however.
Literary merit and aesthetic merit are irrelevant. As long as the work has
been expressed and is original, it is eligible for copyright protection.

The Copyrights Act 1912 art.10, also provides for a unique ‘‘pseudo-
copyright’’, a special protection of non-original written materials against
(literal) copying.

1.5.3 Term

Copyright subsists during the life of the author and for 70 years after his
death. The owner of copyright is generally the author, unless the author
is in full-time employment, when it is the employer. Should the author
be a corporation copyright subsists for 70 years following the year in
which the work was first published.

Until July 1, 1995, the term was 50 years, and there are transitional
provisions governing works which came back into copyright at that date.

1.5.4 Infringement

Any publication or multiplication of a work constitutes infringement.
The scope of copyright protection is quite broad. Multiplication is not
limited to slavish copying. Copying need only be ‘‘substantial’’ and not
exact in order to be deemed infringing. There are, however, certain
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permitted acts, such as reporting current events, criticism and review,
citation, own use or use for educational purposes.

The Copyright Act 1912 art.31, provides that any wilful copyright
infringement constitutes a criminal offence.

1.5.5 Remedies

The following civil remedies are available to a copyright holder:

I injunction;

I damages/account of profits;

I delivery-up/destruction; and

I (reasonable) costs.

These remedies are discussed in more detail at 8.1–8.4.

1.5.6 Defences

The following defences are usually raised:

I lack of originality/lack of copyrightability;

I no title; and

I denial of infringement (in substantial part).

1.5.7 Moral rights

The Copyright Act 1912 art.25, confers the following moral rights on
the author:

(1) The author has the right to restrain false attribution of authorship
of the work, as well as the right to have his name mentioned as the
author of the work concerned.

(2) The author has the right to restrain the modification and/or any
mutilation or (other) derogatory treatment of the work.

Even if the author has assigned his copyright (in the form of subsidiary
‘‘exploitation rights’’), the original author can still enforce his moral
rights, unless such moral rights have been waived. The author of the
work can only waive his right to restrain false attribution of authorship of
the work and his right to restrain the modification of the work. The right
to restrain mutilation or any (other) derogatory treatment of the work
cannot be waived.

1.5.8 Databases

On February 26, 1996, the European Council adopted the EU Directive
96/9 concerning the legal protection of databases, which has been
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implemented in the Dutch Database Act. This has introduced two levels
of protection for databases under Dutch law:

(a) full copyright protection to the extent that the selection or
arrangement of the contents of the database reflect the ‘‘author’s
own intellectual creation’’; and

(b) a 15-year ‘‘unfair extraction right’’, providing protection for the
contents of the databases lacking such creativity.

1.5.9 Neighbouring rights

The Netherlands awards statutory neighbouring rights to performers
and the producers of sound and audio-visual recordings as well as
broadcasters in the Neighbouring Rights Act 1993 (Wet op de Naburige
Rechten), as amended by the Act of December 21, 1995, enacted pur-
suant to the Rome Convention 1961 and the Geneva Convention 1971.
The Neighbouring Rights Act follows the Copyrights Act 1912 in many
of its provisions.

1.6 REGISTERED TRADE MARKS

1.6.1 Legislation

Trade mark rights in The Netherlands are governed by statute, the
Benelux Treaty for Intellectual Property (Benelux Verdrag inzake de
Intellectuele Eigendom), which came in to force on September 1, 2006,
replacing the Uniform Benelux Trade Marks Act (Eenvormige Bene-
luxwet op de merken). The Community Trade Mark Regulation (Council
Regulation 40/94) on Community Trade Marks) also applies in the
Netherlands.

1.6.2 Grant

Trade mark rights may be registered for a mark capable of distinguishing
the goods or services made available under that specific mark. The
Benelux Court of Justice has made several important decisions on the
question of whether a trade mark can and may distinguish goods or
services. The court’s attitude to distinctiveness is quite liberal. Only
purely descriptive signs cannot serve as trade marks. The European
Court of Justice has also in the last few years rendered important
decisions regarding the interpretation of EC Directive 89/104, which
therefore also apply to the Benelux Treaty for Intellectual Property, such
as the decision of September 20, 2001 in Baby Dry (case C 383/99)
regarding when a mark is not descriptive, the decision of June 18, 2002
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in Philips/Remington (C299/99) regarding a sign consisting exclusively of
the shape of a product the essential features of which are only attribu-
table to the technical result, when a sign can be represented graphically,
the decisions of February 12, 2004 in Biomild (C265-00) and Post-
kantoor (C363-99) regarding the use of words which are descriptive of
characteristics of the goods and services concerned, the decision of
September 20, 2007 in Benneton/G-star (C371/06) regarding the shape
of a product that gives substantial value and the Adidas decisions
regarding a situation in which the public views a sign purely as a dec-
oration (C408/01 and C102/07).

The Benelux Office for Intellectual Property examines whether the
material requirements for trade mark protection (such as the distinc-
tiveness of the trade mark) have been complied with.

An applicant may submit a trade mark application to the Benelux
Office for Intellectual Property in The Hague (in the case of a Benelux
trade mark), or by an international application under the Madrid
Convention 1891 (in the case of an international trade mark, with the
Benelux as a designated territory), or through the Community Trade
Mark (CTM) procedure by submitting a CTM trade mark application
with the European Trade Marks Office in Alicante (in the case of a
Community Trade Mark). Applicants for registered community trade
marks under the Community Trade Mark Regulation must apply to the
Office for Harmonisation in the Internal Market (OHIM) in Alicante,
Spain.

1.6.3 Term

The initial term of protection is 10 years from the date of filing, with
indefinite consecutive renewal periods of 10 years. Therefore, the term
of protection is indefinite, as long as the trade mark registration is
renewed in time, and as long as the renewal fees are paid.

1.6.4 Infringement

The Benelux Treaty for Intellectual Property provides that infringement
takes place, if a person uses in the course of trade:

(a) an identical sign on identical goods or services to those for which
the trade mark has been registered;

(b) an identical sign on goods or services similar to those for which the
trade mark has been registered;

(c) a similar sign on goods or services which are identical or similar to
those for which the trade mark is registered;

(d) an identical or similar sign on other goods or services than those
for which the trade mark has been registered;
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(e) any other use of an identical or similar sign, which is detrimental to
the registered trade mark.

The criterion for trade mark infringement in The Netherlands has
always been likelihood of association and not likelihood of confusion.
Following the decision of the European Court of Justice of November
11, 1997 in Puma/Sabel (case C-251/95), Dutch Courts have conse-
quently changed this criterion to likelihood of confusion.

Under the Benelux Treaty for Intellectual Property art.4.8, and the
Dutch Penal Code art.337, trade mark infringement is also a criminal
offence.

1.6.5 Remedies

The following civil remedies are available:

I injunction;

I damages/account of profits;

I delivery-up/destruction; and

I (reasonable) costs.

These remedies are discussed in more detail at 8.1–8.4.
The Benelux Treaty for Intellectual Property art.2.2.1 provides that a

plaintiff can claim profits together with or instead of damages, but that
the courts may deny this claim for profits if there was no bad faith on the
part of the infringer if such a claim would be unreasonable, given the
circumstances of the case.

1.6.6 Defences

The following defences are usually raised in trade mark litigation:

I no valid trade mark (lack of distinctiveness);

I denial of infringement;

I no damage to the trade mark (in the use of an identical or similar
sign on goods or services other than those for which the trade mark
has been registered).

1.7 UNREGISTERED TRADE MARKS

1.7.1 Legislation

There is no statutory right. Unregistered trade marks are only protected
by means of the general law of unfair competition, especially in relation
to ‘‘passing-off’’.
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1.7.2 Infringement

The plaintiff must establish that he has goodwill in his mark, his ‘‘trade
dress’’ or packaging, that the defendant has made his misrepresenta-
tions, that these cause confusion to the public, and that he has suffered
damages.

1.7.3 Remedies

The following civil remedies are available:

I injunction;

I damages/account of profits;

I delivery-up/destruction; and

I (reasonable) costs.

These remedies are discussed in more detail at 8.1–8.4.

1.8 CONFIDENTIAL INFORMATION AND TRADE
SECRETS

1.8.1 Legislation

There is no statutory right. Confidential information and trade secrets
are protected under the general law of unfair competition.

1.8.2 Term

The term is indefinite (as long as the confidential information is still
confidential and as long as the trade secrets are not publicly available).

1.8.3 Remedies

The following civil remedies are available:

I injunction;

I damages/account of profits;

I delivery-up/destruction; and

I (reasonable) costs.

1.8.4 Defences

The following defences are usually raised:

1.8IP RIGHTS PROTECTED AND STATUTORY BASIS

Int. Intellectual Prop. Lit. R.24: July 2009 NETH/31



I the information is not confidential (has become part of the public
domain);

I no breach; and

I consent/waiver.

1.9 PLANT VARIETY

1.9.1 Legislation

Plant breeders’ rights are governed by the Act on Sowing Seeds and
Plant Varieties 2005 (Zaaizaad- en Plantgoed Wet). The Netherlands is
party to the International Convention of the International Union for the
Protection of New Variety of Plants (UPOV) the UPOV Convention
1991. Consequently, plant breeders’ rights will also be granted to resi-
dents of other countries which are signatory to the UPOV Convention
1991.

1.9.2 Grant

A plant variety will be protected if it is novel, distinguishable, sufficiently
homogenous and stable. Registration is required. A breeder’s right can
only be granted upon an application for registration. The application
should be submitted to the Council for Breeder’s Rights (Raad voor het
Kwekersrecht). The application should contain a clear description of the
variety, as well as a specification of the characteristics through which the
variety can be distinguished from other varieties. A proposal for a name
for the variety, as well as a sufficient quantity of breeder’s materials for
research purposes must be submitted along with the application. If the
breeder’s right is granted, the plant variety will be registered with the
Dutch Plant Varieties Register (Nederlands Rassenregister).

1.9.3 Term

The term of protection ranges from 15 to 25 years, and in some cases 30
years (for specific plant varieties to be appointed by the government).

1.9.4 Infringement

Under the Act on Sowing Seeds and Plant Varieties 2005, art.57, it is an
infringement to produce, put on the market, export, import or to stock
the plant variety for trade purposes.
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1.9.5 Remedies

The following remedies are available:

I injunction;

I damages/account of profits;

I delivery-up/destruction of the infringing goods; and

I (reasonable) costs.

1.9.6 Defences

The following defences are usually raised against infringement claims:

I denial of infringement;

I request for nullification of the registration; and

I claiming (part of) the breeder’s right.

1.10 INTEGRATED CIRCUIT TOPOGRAPHY

1.10.1 Legislation

Rights are governed by the Act on Original Topographies of Semicon-
ductors which has been in force since 1987 and which is based both on
the American Semiconductor Chip Protection Act 1984 and on the EU
Directive 87/54 of December 16, 1986.

1.10.2 Grant

A topography is protected if it is original. The exclusive right to a
topography arises at the moment of creation. However, the exclusivity
will expire if the topography was not registered within two years after the
exploitation of the topography.

In order to register a topography an application must be filed in
writing with the Office of Industrial Property (Bureau voor de Industriële
Eigendom). The application should contain the name, address and
residence of the applicant; name, address and residence of the designer
(if not the same as the applicant); an indication of the topography; the
date of first exploitation and a specimen of the topography (if already
exploited); as well as annexes containing designs or pictures of the
topography. The applicant may indicate which parts of the above-
mentioned designs or pictures contain business secrets, which are not to
be disclosed.
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1.10.3 Term

The exclusive right expires after a period of 10 years following the year in
which the application for registration has been submitted.

1.10.4 Infringement

If the topography is registered the proprietor has the following exclusive
rights:

I to copy the topography;

I to create a semiconductor with an integrated topography;

I to exploit, offer, stock or import a specimen of the topography or a
semiconductor with an integrated topography.

The copying of the topography in order to analyse the topography (i.e.
reverse engineering) or for educational purposes is not deemed infrin-
ging.

1.10.5 Remedies

The following remedies are available:

I injunction;

I damages/account of profits;

I delivery-up/destruction of the infringing topography; and

I (reasonable) costs.

1.10.6 Defences

The following defences may be raised:

I denial of infringement;

I request for nullification of the registration;

I use for educational purposes/reverse engineering; and

I good faith (where the defendant is the mere acquirer of the
infringing topography).

1.11 UNFAIR COMPETITION LAW

There is no unfair competition law as such in The Netherlands. Plain-
tiffs must rely on the general provisions contained in Dutch Civil Code,
art.6:162 (the general tort provision), and on the general doctrine of
‘‘passing-off’’ and ‘‘misappropriation’’. In addition, the Civil Code
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contains specific provisions on misleading and comparative advertising
(arts 6:194–6).

A self-regulatory body—the Advertising Code Committee (Reclame
Code Commissie)—has drafted its own rules on misleading advertising in
the Dutch Advertising Code (De Nederlandse Reclame Code). Private
persons as well as corporations may file complaints with the Advertising
Code Committee.

1.12 OTHER RIGHTS

1.12.1 Trade names

Legislation
Trade names are protected by statute, the Trade Names Act of 1921
(Handelsnaamwet).
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2 The Court System

In the Netherlands there are four different types of civil courts: Kan-
tongerechten (Cantonal Courts), Arrondissementsrechtbanken (District
Courts), Gerechtshoven (Courts of Appeals) and the Hoge Raad
(Supreme Court).

Both cantonal courts and district courts are courts of first instance.
Representation by a counsel who is a member of the Dutch Bar is

mandatory before the district court, the Court of appeals and the
Supreme Court.

The procedures before the civil courts are laid down in the Code of
Civil Procedure (Wetboek van Burgerlijke Rechtsvordering)and the Act on
Judicial Organisations (Wet op de Rechterlijke Organisatie), as well as in
the specific regulations of the different courts with regard to docket
sessions.

2.1 COURTS OF FIRST INSTANCE

2.1.1 Cantonal Section (Sectie Kanton) of the District Court

The cantonal section of the District Court have first instance jurisdic-
tion over small claims up to 15,000 (although a legislative proposal to
increase this amount is pending), and over specific matters, i.e. labour
agency, rent and certain disputes connected with leases, irrespective of
the amount involved.

Intellectual property matters are usually brought before the district
court. However, all matters concerning the unlawful use of trade names
can also be brought before the cantonal section of the District Court
(Dutch Trade Names Act 1921 art.6).

2.1.2 District courts (Arrondissementsrechtbanken)

In most cases the district court (not the cantonal section) is the court of
first instance.

The district court also hears appeals from judgments of the cantonal
section court.

Under the Dutch Patents Act 1995 art.80, the district court of The
Hague has exclusive jurisdiction in the first instance for actions in
respect of patents.

Preliminary relief proceedings (Kort Geding) may be brought before
the Provisions Judge of the district court. These preliminary proceedings
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can be initiated without delay and can lead to a prompt decision. Most
intellectual property actions are brought in preliminary relief proceed-
ings before the Provisions Judge of the district court. In urgent situa-
tions, especially in the event that irreparable damage would occur for the
owner of the intellectual property right, an injunction may be ordered
against the infringer without the infringer being heard (an ex parte
injunction), on the basis of art.1019e(1) Dutch Code of Civil Procedure.
Some district courts (including the district court of The Hague) accept
protective letters from potential defendants, in which it is argued that
and why a possible ex parte request should be rejected or a hearing
should be scheduled.

The preliminary relief procedure is discussed in more detail at 7.1.1.

2.2 COURTS OF APPEAL

Appeals from decisions of a district court are heard in one of the five
courts of appeal (Gerechtshoven). An appeal is a statutory right and
should be lodged within three months from the day of the judgment in
proceedings on the merits and within four weeks from the day of judg-
ment in preliminary relief proceedings. The appeal may involve a full
retrial of the subject-matter, including re-examination of witnesses and
the taking of new evidence.

2.2.1 Supreme Court

The Supreme Court in The Hague (Hoge Raad) is the highest court in
The Netherlands.

The Supreme Court does not deal with points of fact, but exclusively
with points of law and the legal reasoning behind the judgment in
appeal.

Attorneys from The Hague Court district are exclusively competent
to bring civil cases before the Supreme Court.

2.3 OTHER COURTS OR TRIBUNALS

The Netherlands do not maintain a system of separate commercial
courts. However, the ordinary courts do have different chambers for
particular commercial matters such as taxation.

Furthermore, there are many private bodies for the settlement of
disputes, by way of alternative dispute resolution (ADR), arbitration
and the like (see also 13.2, 13.3). Commercial arbitration has a long
tradition in The Netherlands. Many branches of industry have their own
permanent arbitration tribunal.
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There is also a growing number of private complaint boards for
consumer complaints such as the Advertising Code Committee
(Reclame Code Commissie) and the Medicines Advertising Committee
(Stichting Code Geneesmiddelenreclane) (see also 1.11).

2.3THE COURT SYSTEM
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3 Legal Professions

3.1 INTRODUCTION

Intellectual property litigation in The Netherlands is prosecuted by a
legal team involving attorneys at law, registered patents attorneys and/or
registered trade mark attorneys.

It should be noted that there is no ‘‘split profession’’ (barristers and
solicitors) in The Netherlands. A Dutch attorney (advocaat) specialising
in intellectual property is both barrister and solicitor in that he not only
advises clients and drafts agreements and the like, but also litigates
before all civil courts, with the possible exception of the Supreme Court.

A Dutch advocaat therefore has both litigation rights (i.e. he prepares
the case for trial) and advocate rights (i.e. he presents the case orally to
the court) before any civil court and in any matter.

3.2 ROLES OF PROFESSIONALS IN LITIGATION

The advocaat handles the day-to-day conduct of the case, the tactics to
be used and the substantive law involved, arranges for the gathering of
facts and evidence, and deals with the documents required in the liti-
gation.

Patent attorneys and trade mark attorneys usually concentrate on the
issues concerning validity and infringement, such as the search for, and
the interpretation of, prior art documents and the like.

Under the Dutch Patents Act 1995 art.82, patent attorneys also have
limited litigation rights.

3.3 QUALIFICATIONS AND REGULATION

A Dutch advocaat must be admitted to the Dutch Bar Association
(Nederlandse Orde van Advocaten).

A Dutch advocaat has litigation rights and advocate rights before any
civil court in The Netherlands.

In civil matters, the advocaat has litigation rights and advocacy rights
before the Dutch Supreme Court in cassation proceedings, but only if
he is domiciled within the district of The Hague and admitted to the Bar
of the district of The Hague. Furthermore, a specialist cassation
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attorney, admitted to the Bar in The Hague, handles the cassation
proceedings.

3.4 FEES

An advocaat normally charges on an hourly basis, the rate varying from
300 EUROS to 500 EUROS per hour.
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4 The Procedure in Civil
Courts

This chapter outlines the procedure in the court of first instance in
(routine) proceedings on the merits and short-term proceedings on the
merits, as well as the procedure in the Court of Appeals (see Appendix
4A for a summary of the timetable for short-term proceedings on the
merits).

The procedure in preliminary relief proceedings (Kort Geding) is
described at 7.1.1 (see Appendix 4B for a summary of the timetable for
preliminary relief proceedings).

Special procedures for intellectual property litigation relating par-
ticularly to patents are described at 10.1.

Some general comments must be made before the procedure in civil
courts is described:

(1) Dutch law does not provide for a jury trial. Trials are bench trials
only.

(2) More importantly, Dutch law and (more specifically) the Dutch
Code of Civil Procedure do not provide for a ‘trial’ as this term is
understood in the United States and the United Kingdom. In The
Netherlands, judgment is rendered on the briefs, which are filed
during the docket sessions of the court, and (if requested) after a
limited and quite brief hearing of oral arguments. Litigation is not
concluded by a ‘trial’ in which the entire case is dealt with.

(3) Dutch law does not provide for pre-trial discovery. Dutch law does
not have a system of discovery such as that practised in the United
States and the United Kingdom. It is basically up to the adversary
to decide whether and, if so, which documents shall be submitted.
However, the possibilities for enforcing and securing receipt of
documents in the possession of the adversary in intellectual
property cases have improved after the implementation of the
Enforcement Directive (2004/48/EC), introducing the
attachment for the preservation of evidence in Dutch law (arts
1019b–d Dutch Code of Civil Procedure) and expanding the
possibilities to obtain (specific) documents relating to an alleged
infringement (art.1019a Dutch Code of Civil Procedure).
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4.1 PARTIES TO LITIGATION

4.1.1 Plaintiff

Generally, the plaintiff to the action is the owner of the intellectual
property right involved, its exclusive licensee and/or the entity suffering
damages as a result of the infringement. Proceedings can also be
initiated by another party (for instance a licensee) on behalf of an
intellectual property owner under a power of attorney (Supreme Court
June 26, 1985, NJ 1986/307).

Most intellectual property laws contain specific provisions with
regard to the litigation rights of exclusive licensees:

(1) The patent-licensee can join the patentee in a suit brought by the
patentee to claim damages and/or the profits derived from the
infringement with the consent of the patentee (Dutch Patents Act
1995 art.70(5)).

(2) The licensee can claim damages together with and instead of the
design rights holder (Benelux Treaty on Intellectual Property art
3.17(5) and 3.26(4). Furthermore, the design right licensee can
also attach and revindicate infringing products and/or the means
for the manufacture of such infringing products after the consent
from the design right holder (art.3.26(5)).

(3) The trade mark licensee can claim damages and/or the infringer’s
profits together with and instead of the trade mark owner after
consent from the trade mark owner Benelux Treaty on Intellectual
Property arts 2.21(5) and 2.32(4) and (5). Furthermore, the trade
mark licensee can also attach and revindicate infringing products
and/or the means for the manufacture of such infringing products
after the consent from the trade mark owner (art.2.32(6)).

(4) Under the Dutch Copyrights Act 1912 art.27A, the copyright
licensee can join the copyright owner in a suit brought by the
copyright owner to claim damages and/or the infringer’s profit and
can attach or revindicate infringing products and/or the means for
the manufacture of such infringing products.

4.1.2 Defendant

Defendants are the entity directly infringing the intellectual property
right and/or the entities involved in indirect and/or contributory
infringement of the intellectual property right.

Such contributory infringers can be:
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(a) a company director personally, in cases where the position and
influence of the director within the company is such that the
corporate veil can be ‘pierced’;

(b) the parties involved in aiding and abetting infringement, if they
have a ‘common design’ with the infringer to facilitate
infringement. There are examples of intellectual property
judgments where this argument has been used to sue, for example,
parent companies and subsidiaries.

Dutch courts cannot, of their own discretion, join parties to an action. If
one wants to join a party in the action, a specific application to add or
join a party during the action must be submitted to the court and the
court has to decide on this application.

4.2 SERVICE OF PROCEEDINGS

The civil action is commenced by service of the writ of summons on
defendants. In The Netherlands, the writ must be served by a bailiff.
Hand delivery of the writ of summons is not necessary. The writ may be
left at the address or the registered office of the defendant. Furthermore,
when bringing an action against a registered company, the writ does not
need to be served on the managing director of the company. The writ
may be left with an employee that happens to be present in the registered
office of the company at the time of serving the writ.

4.2.1 Service out of the jurisdiction

Service out of the jurisdiction is governed by the Hague Convention of
1954 or the Hague Convention of 1965, depending on where the
defendant is domiciled.

If the defendant is domiciled in a country that is not a contracting
state to the Hague Convention of 1954 and/or the Hague Convention of
1965, the writ is served pursuant to art.4(8) of the Dutch Code of Civil
Procedure, i.e. the writ is served by delivering the writ to the district
attorney’s office of the district court where the action will be brought.

Usually, service out of the jurisdiction takes two to four months.
Should a plaintiff wish to obtain a final judgment more quickly, a request
for expedient service may be filed with the provisions judge of the dis-
trict court prior to service of the writ. If this request is granted, a court
order will be issued specifying the date that the writ must be served and
the date when the writ may be entered into the court dockets. This court
order must be served on the defendant together with the writ.

4.2THE PROCEDURE IN CIVIL COURTS
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4.3 PRE-TRIAL PROCEDURES

This is not applicable in The Netherlands, since as already mentioned
there is no ‘‘trial’’ as this term is known in the United States and the
United Kingdom. However, the general procedure in the court of first
instance is described below (see 4.4.1).

4.4 PROCEDURE AT TRIAL

As stated above this is not applicable in The Netherlands (see 4.4.1).

4.4.1 Procedure in the court of first instance

The general course of the procedure in the court of first instance is
described below. This procedure relates specifically to that of the district
courts, the forum before which almost all intellectual property actions
are brought, but is almost identical to that of the cantonal courts.

Proceeding on the merits
The course of a routine proceeding on the merits is as follows:

(1) The action is commenced by the service of the writ of summons on
the defendants.

(2) The civil action is subsequently entered into the court dockets. A
docket no. is assigned.

(3) The defendants then file their answer to the writ of summons
through the statement of defence. This may entail a counterclaim
(cross-complaint) as part of the answer to the statement of claims.

(4) After the statement of defence has been filed, Dutch courts may
set a date for personal appearance of the parties to the litigation
before the court to obtain further information and to investigate
and evaluate the possibilities of a settlement. This is not, however,
common procedure in intellectual property, especially patent
cases.

(5) The plaintiffs then file their statement of reply. If there is a
counterclaim, the statement of defence to this counterclaim must
be filed at the same time.

(6) The defendants file their rejoinder, together with the statement of
reply to the counterclaim, if applicable.

(7) If there is a counterclaim, the plaintiffs then may file their
rejoinder to the counterclaim.

(8) Subsequently, the parties to the lawsuit may submit a request to
the court to set a date for the hearing of oral arguments. Such
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request shall always be granted, unless the Court finds that parties
have had sufficient possibility to orally set forth the arguments and
facts of the case before the Court, in an earlier personal
appearance of the parties before the Court. Oral arguments have,
however, become increasingly uncommon. Furthermore, even if a
hearing on oral arguments does take place, the oral arguments are
of a limited nature and usually do not take more than half a day.

(9) After the last rejoinder has been submitted (and if there has been a
hearing of oral arguments immediately after the arguments), the
parties to the litigation present the complete file to the court and
request that judgment be rendered.

(10) Subsequently, judgment is rendered. This can be either an
interlocutory judgment or a final judgment:

(a) an interlocutory judgment usually specifies further evidence
that must be submitted;

(b) a final judgment states the findings of facts and the
conclusions of law and specifies the final remedies that are
awarded. These remedies are discussed at 8.1–8.4. Where
damages are awarded, the accrued legal interest shall also be
awarded (if so requested). A final judgment also specifies the
costs of the suit, to be reimbursed to the plaintiffs. These costs
include filing fees and ‘attorney’s fees’. If so requested in the
writ, the final judgment is directly enforceable
notwithstanding appeal. Stays of the judgment pending
appeal can be requested in preliminary relief proceedings
but are usually never granted.

(11) The judgment is enforced by being served on the defendant by the
bailiff.

Accelerated proceedings on the merits in patent cases
Proceedings on the merits usually takes about 18 months. Plaintiffs
seeking final relief in a patent case more quickly may seek the permission
of the provisions judge of the district court to bring an action in a so-
called accelerated proceeding on the merits. If the request is granted, the
provisions judge of the district court issues a court order, specifying the
date that the writ must be served and the date that the writ must be
entered into the court dockets. The court order must be served together
with the writ. The timetable of this proceeding is set out in diagram form
in Appendix 4A.

The course of these proceedings are the same as the regular pro-
ceeding on the merits, with one important exception. The proceeding
only entails a writ of summons by the plaintiffs and a statement of
defence by the defendants. No reply and/or rejoinder are or may be filed.
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Of course, defendants may file a counterclaim in their statement of
defence and plaintiffs may respond to this counterclaim in their state-
ment of defence in the counterclaim.

In accelerated proceedings on the merits, the Court sets a time
schedule for serving the writ of summons, for the filing of pleadings and
a date for the hearing. After this hearing, judgment will be rendered.
Final judgment is usually given in about 12 months from the start of
proceedings.

4.4.2 Exchange of briefs and oral arguments

Briefs must be submitted at the docket sessions of the court. Briefs are
exchanged by submitting three copies: two copies for the counsel of the
opposing party and one copy for the court.

During oral arguments, the party who requested the oral arguments
may usually argue their case first, followed by the opposing party. After
the oral arguments, copies of the pleading notes are left with the court,
and a further copy of the pleading notes are exchanged with counsel for
the opposing party.

4.4.3 Witness statements and expert statements

Witness statements and expert statements may be submitted, simply by
attaching such statements as annexes to the briefs. There are no specific
formalities with regard to the structure and contents of such statements
(see 6.3 for further details).

4.4.4 Payment into court

In The Netherlands, there is no payment into court procedure as there is
in the United Kingdom.

4.4.5 Security for costs and/or damages

Dutch law does not provide for the possibility of an application for a
grant of stay of enforceability pending appeal. If so requested in the writ
of summons, the judgment shall be automatically declared directly
enforceable notwithstanding appeal. This can have serious conse-
quences for the defendant.

The plaintiff who has enforced a judgment in the first instance, which
is subsequently overturned on appeal, has to compensate the defendant
for the damages incurred as a result of such enforcement. Sometimes,
however, these damages can be huge and the enforcement of the judg-
ment in the first instance can cause irreparable harm. In these circum-
stances it is possible for the court to declare the judgment directly
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enforceable, on condition that a bond be posed as security for damages
(if so requested).

Furthermore, if a foreign plaintiff summons a defendant before a
Dutch court, then the defendant may request a security for the costs of
suit (cautio judicatum solvi). The court will determine the amount of the
security, together with the order thereof. No security, bond or deposit of
any kind, however, may be required from residents of a contracting state
to the Hague Convention on International Access to Justice of 1980.

4.4.6 Stopping the action

The plaintiff may withdraw from proceedings as long as the defendant
has not yet filed its defence. The withdrawal cancels the claim. However,
it does not change the legal relationship between the parties to the
litigation. It is often possible for the plaintiff to start the action again, at
any time after the withdrawal. On withdrawal, the plaintiff is liable for
the cost of the proceedings.

4.4.7 Court fees and costs

Other than the costs of the writ and the filing fees for the briefs and the
like, there are no court fees.

In the Netherlands, a final judgment shall specify the costs of suit, to
be reimbursed to the party in whose favour the court has ruled. Such
costs shall be the court fees and attorney’s fees.

4.5 APPEAL PROCEDURE

The losing party can lodge an appeal with the Court of Appeals within
three months after entry of the judgment (in proceedings on the merits
and accelerated proceedings on the merits) and four weeks after entry of
the judgment (in preliminary relief proceedings).

The appeal should be lodged through service of a writ of summons on
the appellees. Subsequently, the appellants file their statement of grie-
vances setting forth their objections to the judgment in the first instance
and the reasons and the law upon which they rely in seeking a reversal of
the judgment in the first instance. There are no specific time limits for
the appellants to file their statement of grievances. Sometimes, appeals
drag on for years without the appellants submitting their statement of
grievances. It should be noted that Dutch appellate courts do hear
further evidence and that such evidence may be submitted on appeal for
the first time, e.g. in or attached to the statement of grievances.

The appellees then file their statement of answer. There are no
specific time limits for filing this. The Statement may also entail a
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statement of grievances setting forth the appellees’ objections to those
aspects of the judgment that are unfavourable to the appellees and the
reasons and the law upon which the appellees rely in seeking a reversal of
those aspects.

If applicable, the appellants may subsequently file a separate state-
ment of answer countering the objections raised in the appellees’
statement of grievances.

If requested, the Court of Appeals shall set a date for a hearing of oral
arguments. Such a hearing is more common in appeals than in the
procedure in the first instance. However, as in the first instance, the oral
arguments usually do not take more than half a day. Subsequently,
judgment on appeal is rendered, affirming or reversing the judgment in
the first instance.

4.5.1 Cassation

As a last resort, Dutch law provides for the possibility of lodging an
appeal in cassation with the Dutch Supreme Court, the Hoge Raad, but
only on points of law, not on issues of fact.

4.5 THE NETHERLANDS
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5 Fact Finding

In The Netherlands, evidence is simply presented or submitted in the
briefs and by attaching affidavits, documentary evidence and exhibits to
the briefs.

Furthermore, Dutch law does not have a system of discovery such as
that in the United States and the United Kingdom. The Dutch Code of
Civil Procedure does not provide for (pre-trial) discovery as such. This
implies that there are few opportunities under Dutch law to enforce or
secure receipt of documents in the possession of the adversary. In liti-
gation, for instance, there is no opportunity to file a request for discovery
of documents and other possible evidence in his possession. Never-
theless, there are some legal instruments under Dutch law that come
close to discovery. These legal instruments will be discussed in the fol-
lowing sections.

5.1 BEFORE COMMENCEMENT OF PROCEEDINGS

5.1.1 Making inquiries before initiating litigation

When contemplating litigation, it is important to ensure that sufficient
evidence is obtained to substantiate any claim of infringement. Where
the action is based only on hearsay, the claims will usually be denied on
the basis that infringement could not be established. Only in exceptional
circumstances have injunctions been issued when actual infringement
could not be established. In these exceptional circumstances, injunc-
tions have been issued if there is a clear and present danger of
infringement. Nevertheless, establishing infringement is a key issue.
Sometimes, it is necessary to arrange for an independent trap purchase
through an inquiry agent. It is important to ensure that the inquiry agent
does not go too far in obtaining evidence. In The Netherlands, there is
case law indicating that information that is obtained unlawfully under
certain conditions may not be used in a civil law suit.

5.1.2 Discovery of documents

As indicated above, Dutch law does not have a system of pre-trial
discovery such as that practised in the United States and the United
Kingdom. However, the Dutch Code of Civil Procedure contains
several provisions that enable a plaintiff to obtain, from prospective
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defendants and/or third parties, inspection and/or production of some
specifically described documents in which the plaintiff has a legitimate
interest. Furthermore, the Dutch Code of Civil Procedure provides for
a provisional hearing of witnesses or experts to obtain sworn witness or
expert statements from prospective defendants and/or third parties.
These legal instruments can be used either before proceedings are
commenced or after commencement of proceedings. These legal
instruments are discussed below.

Delivery of (specific) documents
The Dutch Code of Civil Procedure, art.843A provides that anyone
who has a lawful interest in documents concerning the legal relationship
to which he or his legal predecessors are party may, at its own expense,
demand inspection, copy of, or an extract from, such documents from
the person who has such documents at his disposal or in his custody.
Article 1019a Dutch Code of Civil Procedure explicitly provides that
art.843A is always applicable in the event of (alleged) intellectual
property infringement. If this demand is refused, a writ may be served
for a court order to deliver the documents in question. Such a writ may
be served either before or after commencement of proceedings. It
should however be noted that art.843A only provides for the delivery of
specific documents that have been clearly described by the requester;
art.843A does not provide an opportunity for a request of delivery of
unspecified documents.

The Dutch Code of Civil Procedure, art.843B, provides that anyone
who has lost a document which may serve as proof of infringement may
require a person who has this document at his disposal to provide—to
the extent required—the opportunity to inspect, or make a copy of, or
extract from, such document. If so required, the court shall decide on
the manner in which inspection is to be arranged or copies or extracts are
to be produced. In the case of a refusal, a writ may be served to obtain a
court order, either before or after commencement of proceedings. The
Dutch Code of Civil Procedure art.1019b–d provide that provisional
measures for the preservation of evidence can be requested, if it is suf-
ficiently plausible that an infringement has occurred (or a threat thereto
exists). Examples of such provisional measures are conservatory
attachment, detailed description and sampling of the infringing goods,
materials and apparatus for the production thereof and documents
relating to the infringement. These measures can be taken without the
other party being heard, in the event that any delay would lead to irre-
parable damage for the owner of the intellectual property right, or in the
event of a threat of embezzlement or disappearance of evidence.

Measures for the preservation of evidence are primarily intended for
the preservation of evidence. Such measures may also be taken in the
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Netherlands in the situation that a court of another EU country is
competent to hear the case on the merits (Provisions Judge of the Dis-
trict Court of Arnhem, June 1, 2007, IER 2007/94, Synthon/Astellas).
Permission to take such measures does not imply that any attached
goods may also be examined by the owner of the intellectual property
right. Whether the attached goods may be examined by the owner of the
intellectual property right is to be decided by the court in proceedings on
the merits (Provisions Judge of the District Court of Arnhem, June 1,
2007, IER 2007/94, Synthon/Astellas; District Court of Amsterdam,
April 2, 2008, B9 5943, Meissen/Deko).

Witness and expert statements
The Dutch Code of Civil Procedure provides for the filing of a request
for the provisional hearing of witnesses or experts. This request can be
filed either before or after commencement of proceedings. These wit-
nesses may be the prospective defendant or the plaintiff, or third parties.
The examination of witnesses or experts is done primarily by a delegated
judge, appointed by the court. Attorneys have limited opportunity for
direct examination and cross-examination of witnesses or experts. The
delegated judge prepares a deposition transcript of the witnesses’ or
experts’ statements. No complete transcript is prepared and there is no
court reporter present during the examination.

5.2 AFTER COMMENCEMENT OF PROCEEDINGS

With the exception of the two legal instruments, for the production of
documents and the provisional hearing of witnesses, described above,
there are hardly any possibilities of obtaining documents or witness
statements after commencement of proceedings.

Dutch courts may, however, decide to order the personal appearance
of the parties to the litigation before the court, after the statement of
defence has been submitted. In such circumstances, Dutch courts
sometimes—in exceptional circumstances—issue an order to produce
any document relevant to the action and/or a specified document pur-
suant to the court’s discretionary power as laid down in the Dutch Code
of Civil Procedure art.22. The Court can be requested to make use of
this discretionary power (although such a request is rarely granted). The
Court can order such a production of documents during any stage of the
proceedings. Parties can refuse to do so if they have important reasons
for this. The Court will decide whether the refusal is justified and may
draw its own conclusion as to this.

5.2FACT FINDING
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5.3 PRESERVATION OF EVIDENCE

As of May 1, 2007, art.1019b–d provide that provisional measures for
the preservation of evidence can be requested, if it is sufficiently plau-
sible that an infringement has occurred (or a threat thereto exists).
Examples of such provisional measures are conservatory attachment,
detailed description and sampling of the infringing goods, materials and
apparatus for the production thereof and document relating to the
infringement. These measures can be taken without the other party
being heard, in the event that any delay would lead to irreparable
damage for the owner of the intellectual property right, or in the event of
a threat of embezzlement or disappearance of evidence.

5.3.1 Attachments

Attachments are the most important means of preserving evidence
under Dutch law. Dutch courts are extremely liberal in permitting
recourse to attachments. Briefly, attachments are of three types:

(a) attachments before entry of the judgment to secure the final relief
sought by plaintiffs (conservatory attachments); and

(b) attachments after entry of the judgment to enforce the final
judgment by attaching certain of the defendants’ properties or
assets until the judgment has been satisfied (attachments in
execution);

(c) attachments for the preservation of evidence.

The cost of such attachments is usually limited (usually between 1,000
EUROS and 2,000 EUROS).

Conservatory attachments are a means of protecting the plaintiff’s
rights. Such attachments are possible even though the plaintiff does not
have an enforceable title. The possibility for a prospective plaintiff to
seize infringing products is explicitly provided in the Dutch Copyrights
Act 1912 art.28, the Benelux Treaty on Intellectual Property art.2.22
(trade marks) and 3.18 (designs) and the Dutch Patents Act 1995
art.70(6).

Attachments for the preservation of evidence are in principle solely
intended for preservation of the evidence; it does not serve the purpose of
providing the plaintiff with (additional) evidence to be handed to a
depositary. If the plaintiff wishes to investigate the evidence that has
been preserved by the attachment, it will have to claim this on the basis
of Dutch Code of Civil Procedure, art.843a in proceedings on the merits
(in which the other party is being heard).
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5.3.2 Description or sampling of infringing goods

As explained under 5.3.1, attachments for the preservation of evidence
are in principle solely intended for preservation of the evidence. A pro-
spective plaintiff can however request the court permission to instruct a
bailiff to inspect infringing goods and/or documents relating to the
infringement and to provide a description of the infringing goods and/or
documents relating to the infringement (Dutch Code of Civil Procedure
art.1019b). This description however should be limited to a description
of what the bailiff has found examined, so that the goods and/or docu-
ments are identifiable at a later stage in the proceedings. In most cases, a
prospective plaintiff will combine a request for preservation of evidence
with a request for description of infringing goods.

A prospective plaintiff can also request the court permission to
instruct a bailiff to sample infringing goods (Dutch Code of Civil Pro-
cedure art.1019b). It is expected that courts will be more reluctant to
allow the sampling of infringing goods, but they may allow it in the event
that sampling is necessary for description of the goods. In other cases,
possibly the samples will need to be handed to a depositary. In pro-
ceedings on the merits (and in exceptional circumstances also in pre-
liminary relief proceedings) access to the samples can be claimed.
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letter fails to appear, the court will, at the request of the interested party,
specify a date on which the witness may be subpoenaed to appear.

The examination of witnesses is done primarily by the delegated
judge. Attorneys have limited opportunity for direct examination and
cross-examination. The delegated judge prepares the deposition tran-
script of the witness statements, which must be signed by the witness for
approval. No complete transcript by a court reporter or the like is pre-
pared.

6.3 EXPERT WITNESSES

Experts’ reports may be submitted as annexes to the briefs filed during
litigation, either as official reports or as affidavits. Before proceedings
are commenced a plaintiff may also file a request for the provisional
hearing of experts. This is, however, not common procedure. Usually,
experts’ reports are simply submitted as annexes to the briefs. Experts’
reports are freely available as information and can be copied to other
jurisdictions.

The court will usually not limit the number of experts who may be
called by either party. Especially in patent litigation, the court some-
times renders an interlocutory judgment, indicating that an expert must
be appointed to give his expert opinion on a specific issue specified in the
judgment (although this does not occur very often).

The court may either directly appoint an expert itself or request that
the parties to the litigation suggest experts and try to agree on an expert
amongst themselves. After the expert has filed his report, the parties to
the litigation are usually given an opportunity to file a brief with their
comments on the report. After both parties have filed these briefs, the
court then renders a final judgment.

The expert’s report does not have to comply with any specific form-
alities as regards form or content.

6.4 DOCUMENTARY EVIDENCE

Documentary evidence is simply submitted as annexes to the briefs filed
during litigation. There are no specific rules of evidence and/or special
requirements for the content and form of documentary evidence.

6.5 AFFIDAVIT EVIDENCE

This is not relevant to procedure in The Netherlands.
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6.6 OBTAINING EVIDENCE FROM ABROAD

Obtaining evidence from abroad is for the most part governed by
Council Regulation (EC) 1206/2001 of May 28, 2001, The Hague
Convention 1970 and the specific procedure rules of the individual
countries. This is discussed in more detail at 11.2.

6.7 PRESENTATION AT TRIAL

This is not relevant to The Netherlands, because of the absence of trial
procedure (as already explained).

6.6 THE NETHERLANDS
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Appeal
The procedure in appeals is the same as the procedure in appeals for
judgments in proceedings on the merits, the only exception being that
the appeal must be lodged within four weeks after entry of the judgment.

In preliminary relief proceedings, however, before most appellate
courts it is possible to lodge an urgent appeal. In this procedure, the
objections to the judgment at first instance should either be included in
the writ or be filed at the same time that the writ is entered into the court
docket. This procedure leads to a more expedient judgment in appeals.

Kort Geding and procedure on the merits
Preliminary relief proceedings are not usually followed by proceedings
on the merits, as plaintiffs find preliminary injunctions in Kort Geding
sufficient. The fact that the parties to the litigation usually accept the
results of Kort Geding as a final judgment raises a number of questions.

First, preliminary relief proceedings are by their very nature ‘‘pro-
visional’’ and limited. In exceptional cases, preliminary relief is dis-
missed due to the complicated nature of a specific intellectual property
matters case. For example, in the preliminary relief proceedings in Vredo
v Veenhuis [N.J. 1993, 659], the Court of Appeals in The Hague dis-
missed an application for a preliminary injunction against infringement
of a European patent because it found the case too complicated and
because the defendant offered sufficient recourse for a future claim for
damages, should patent infringement be established in proceedings on
the merits. The Dutch Supreme Court, however, reversed this decision
in its judgment of June 4, 1993 [N.J. 1993, 659], inter alia on the basis of
the following consideration:

Vredo asked for protection against patent infringement. In these
types of cases, the interest of the Plaintiff in obtaining relief is
usually very urgent, because, on the one hand, the right for which
he asked protection has a limited duration (particularly if the
‘‘commercial duration’’ of such a right is also taken into account),
and, on the other hand, that right can only be protected in an
effective manner by an expedient injunction against further
infringement (in which connection it is relevant that the damages
caused by such infringement are often difficult to determine).

Nevertheless, in its judgment of September 12, 1996 in Hoffmann La
Roche v Organon Teknika [I.E.R. 1996, 48], the Court of Appeals in The
Hague held in an obiter dictum that the case (a complicated patent
matter) was too complicated to be decided in preliminary relief pro-
ceedings. The District Court ruled similarly on December 1, 2005 in
Heineken v Interbrew [BIE 2006, 26] (another complicated patent
matter).

7.1PRELIMINARY RELIEF, ETC
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7.1.2 The motion for provisional remedy

The Dutch Code of Civil Procedure art.223, provides for the filing of a
motion for a provisional remedy during a pending action. This could be
either a provisional injunction pending the outcome of an action, or the
provisional suspension of part of the judgment in the first instance
pending appeal. A motion for provisional relief can be submitted either
during a pending procedure on the merits or pending a Kort Geding
procedure.

Where a motion is filed for a provisional suspension of the judgment
in the first instance pending appeal, the test for awarding the motion is
that there is an ‘‘evident error’’ in the judgment in the first instance. The
harshness of this ‘‘evident error test’’ implies that motions for pro-
visional remedy pursuant to art.223 of the Dutch Code of Civil Pro-
cedure are not common pending appeal.

A motion for provisional remedy, however, may not in any way
prejudice the outcome of the main action.

7.2 EXPEDITED PROCEDURES

There are a number of other expedited procedures, the most important
of which is the attachment of infringing products.

7.2.1 Attachments

Introduction
Dutch law provides ample opportunities for seeking expedited relief
through recourse to attachments either before or after commencement
of proceedings. Dutch courts are extremely liberal in permitting
recourse to attachments.

Briefly, attachments come in three types:

(a) conservatory attachments—attachments before proceedings have
been commenced or before the final judgment; these are attached
to secure the final relief sought by plaintiffs;

(b) attachments in execution—attachments after the conclusion of
the proceedings to enforce a final judgment; here certain of the
defendant’s properties or assets are attached until the judgment
has been satisfied; and

(c) attachments for the preservation of evidence.

Conservatory attachments are a means of protecting the plaintiff’s
rights. Such attachments are possible even though the plaintiff does not
have an enforceable title.
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Attachments in execution are the last stage in the process of
enforcement and execution so as to give effect to the final judgment.

Attachments can also be used to preserve evidence in intellectual
property cases, usually in the form of a conservatory attachment.

In addition to having recourse to these attachments, a prospective
plaintiff, under the Dutch Copyrights Act 1912 art.28, the Benelux
Treaty on Intellectual Property art.2.22 (trade marks) and 3.18
(designs) and the Dutch Patents Act 1995 art.70(6), may seize infrin-
ging products.

Procedure for conservatory attachments
The procedure requires a request to be filed with the provisions judge of
the district court specifying the plaintiff ’s claims and the properties and
assets to be attached. The request is usually granted the same day if the
applicant’s claims seem prima facie valid and meritorious. This check
serves to prevent an attachment for a frivolous claim. The provisions
judge’s decision is ex parte, based entirely on the request, and without
notice to the adversary. However, in a few districts in The Netherlands,
defendants who expect that a request for an attachment will be filed may
request that a short hearing be held immediately after the request has
been filed so as to be able to respond briefly to the claims in the request.
Such hearings are rare.

Immediately after the request has been granted, the properties and
assets mentioned in the request can be attached. If the attachment is a
conservatory attachment, the writ for the main action should be served
within a couple of weeks after the attachment.

It should be noted that defendants have the opportunity of initiating
preliminary relief proceedings (Kort Geding described above) to lift the
attachment.

Procedure for attachments in execution
The procedure in attachments in execution is quite simple. The bailiff
simply serves a formal notice on the defendant that the properties and/or
assets mentioned in the formal notice are being attached, the bailiff
subsequently sets a date for a public judicial sale of such properties and
assets. The proceeds thereof will be used as a contribution to the
damages and/or costs that the defendant is required to pay to the
plaintiff. In contrast to the procedure in the case of a conservatory
attachment, no request needs to be submitted prior to the attachment.

Procedure for attachment of infringing products
The procedure to be followed for the attachment of infringing products,
pursuant to the Dutch Copyrights Act 1912 art.28, the Benelux Treaty
on Intellectual Property art.2.22 (trade marks) and 3.18 (designs) and
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the Dutch Patents Act 1995 art.70(6) is basically the same as that for a
conservatory attachment.

Procedure for attachment for the preservation of evidence
The procedure for attachment for the preservation of evidence is largely
identical to the procedure for conservatory attachments. A request
should be submitted with the provisions judge of the district court and
the provisions judge’s decision is usually ex parte. The attachment only
serves for preservation of evidence. Access to the evidence should be
claimed separately in inter partes proceedings before the district court on
the basis of Dutch Code of Civil Procedure, art.843a.

Provisions judges of some district courts (including the district court
of The Hague, the competent court in patent and community design
cases) accept protective letters from potential defendants, in which the
potential defendant argues that and why a possible request for attach-
ment for the preservation of evidence should be rejected, or a hearing
should take place before a decision is rendered.

7.3 ISSUE ESTOPPEL

The concept of issue estoppel is not applicable in the Netherlands. In
exceptional cases however, Dutch courts may grant an anti-suit
injunction against a party on the basis of general tort law and abuse of
(procedural) law (arts 6:162 and 3:13 of the Dutch Civil Code). Such an
anti-injunction may be granted in the event that a party repeatedly
initiates legal proceedings against another party, while the proceedings
may be considered certain to fail (Provisions Judge of the District Court
of The Hague, August 5, 2004, BIE 2005/60, Medinol/Cordis).

7.2 THE NETHERLANDS
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8 Final Remedies

This chapter provides an outline of the most common final remedies
available to a plaintiff.

8.1 FINANCIAL COMPENSATION

The owner of an intellectual property right can claim financial com-
pensation from an infringer either by compensation for the loss incurred
as a result of the infringement (damages) and/or by the infringer
accounting for his profits. The plaintiff can usually claim either damages
or an account of profits, and can make an election for one after the
infringer has given an accounting of his profits derived from the
infringement.

The Dutch Civil Code art.6:104, states the general rule in this
respect, and provides that ‘‘the Courts may, at the request of the
plaintiff, assess the damages incurred as a result of the infringement as
the amount of the profits derived from the infringement, or a part
thereof’’. Most Acts governing intellectual property matters contain
specific provisions with regard to damages and/or account of profits.

As indicated at 1.1.5, the Dutch Patents Act 1995 art.70(4) provides
that damages may be claimed as well as the profits derived from the
infringement. In appropriate cases, the Court may set the damages as a
lump sum.

The Dutch Copyrights Act 1912 art.27A provides that damages may
be claimed as well as the profits derived from the infringement.

The Dutch Neighbouring Rights Act 1993 art.16, finally, provides
that the plaintiff may claim damages, as well as the profits derived from
the infringement. In appropriate cases, the Court may set the damages
as a lump sum.

The Benelux Treaty on Intellectual Property arts 2.21 and 3.17,
provide with respect to trade marks and respectively, that a plaintiff can
claim profits as well as damages, but that the court may deny this claim
for profits if there was no bad faith on the part of the infringer or if such a
claim would be unreasonable, given the circumstances of the case. In
appropriate cases, the Court may see the damages as a lump sum.

The Dutch Supreme Court in its decision of April 14, 2000 in HBS/
Danestyle (N.J. 2000/489) decided that application of art.27A of the
Dutch Copyright Act can not lead to ‘‘punitive damages’’. Where
damages consisting of a reasonable royalty or lost profits are claimed,
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these can not be cumulated with the profits derived from the infringe-
ment. The highest of these different individual amounts can then only
be claimed as damages. It is generally considered that this rule also
applies for art.70(4) of the Dutch Patents Act 1995, and art.2.21 and
3.17 of the Benelux Treaty on Intellectual Property.

8.1.1 Damages

Although the right to claim damages is usually based on the general tort
provision contained in the Dutch Civil Code art.6:162, some Acts
governing intellectual property matters specifically provide for the
claiming of damages as well. These specific provisions sometimes pro-
vide for some restrictions on the claiming of damages, however.

The Dutch Patents Act 1995 art.70(3) provides that damages may
only be claimed from a person who performed infringing acts in the
knowledge that he had no right to do so. This issue is described in more
detail at 1.1.5.

Furthermore, the Benelux Treaty on Intellectual Property art.3.17
provides that damages can only be claimed for infringing activities,
which have taken place after the design application has been officially
published by the Benelux Office for Intellectual Property or, before such
publication, if the infringer was aware of the design application.

Moreover, damages can only be claimed if the infringer was at fault, or
did not comply with his due care obligations. In cases where the
infringer is a genuinely ‘‘innocent infringer’’, Dutch courts sometimes
refuse to award damages.

Under the Dutch Civil Code art.6:96, damages may consist of
incurred loss or lost profits. The assessment of damages is not always
simple. The main principles for assessing damages are as follows:

(1) Damages are compensatory only. As a general rule, damages must
only be awarded so as to put the plaintiff into the position he would
have been in if no infringement had taken place. No ‘‘punitive
damages’’ are awarded.

(2) According to the general rule in the Dutch Code of Civil
Procedure, art.177, the burden of proof is on the plaintiff to
prove that damages have in fact been incurred, and if so, which
damages, and that such damages are in fact the result of the
infringement.

(3) The Dutch Civil Code art.6:96, provides that Dutch courts may
make an estimate of the damages, where the court is unable to
make a precise calculation of the damages incurred.

(4) An alternative solution for the evidentiary difficulties connected
with a claim for compensation of lost profits can be a ‘‘reasonable

8.1 THE NETHERLANDS
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royalty’’. Some courts argue that the award of a reasonable royalty
(such as those awarded in the United States and in Germany)
might imply that damages are awarded even though no actual
damage has been incurred, and are hesitant in applying it.

(5) The owner of the intellectual property right is also entitled to
interest on the sums due, awarded from the date of the
infringement or the date of service of the writ of summons as
the case may be. The interest is the statutory legal interest, which
is, at the time of writing, around six per cent.

(6) The payment of damages to the owner of the intellectual property
right does not imply that the infringing products are free from
infringement, or that they may be distributed freely.

8.1.2 Account of profits

Most Acts governing intellectual property matters contain specific
provisions for the account of profits which can be claimed either as well
as or instead of damages. An audited account of the profits derived from
the infringement has to be disclosed by the infringer. If the plaintiff
cannot claim an account of profits as well as damages, but has to make
an election, the audited account has to be disclosed first, and the
plaintiff can subsequently make his choice.

As indicated above (8.1) in the absence of specific provisions in the
applicable Act, art.6:104 of the Dutch Civil Code provides a general
basis for an account of profits. As with damages, an account of profits
will usually only be awarded in cases where the infringer was at fault, or
did not comply with his due care obligations.

Where the infringer is a genuinely ‘‘innocent infringer’’, an account of
profits will not usually be awarded.

8.1.3 Interim payment

Although the making of an interim payment is not a common proce-
dure, Dutch courts sometimes award a certain amount of damages as
payable immediately, where there is ample evidence that a certain
minimum amount of damages should clearly be awarded.

A plaintiff may further initiate preliminary relief proceedings pending
the procedure on the merits to obtain an advance payment of damages
or account of profits. In that case, the plaintiff must establish that he has
an urgent interest in obtaining the advance payment.

8.1FINAL REMEDIES
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8.2 RESTRAINING ORDERS

Almost always, injunctions will be awarded restraining an infringer from
continuing his infringing activities. Such injunctions are always linked
with a penalty payable if the injunction is not complied with.

The legal basis for awarding injunctions is the Dutch Civil Code
art.3:296, which provides that a party, who is under an obligation vis-à-
vis another party to give, or do, or refrain from doing something, should
be ordered by the court to comply with this obligation. In its judgment of
December 15, 1995 in Procter & Gamble v Kimberly Clark [I.N.J. 1996,
509], the Dutch Supreme Court (Hoge Raad), held that the president of
the district court has a discretionary power in preliminary relief pro-
ceedings (Kort Geding) to refuse to grant an injunction in a particular
case on the sole ground that the president considers the interests of the
defendant in not imposing an injunction to outweigh the interests of the
plaintiff in obtaining the injunction. In other words, within the Kort
Geding procedure, the injunction constitutes an ‘‘equitable’’ remedy,
which is in the discretion of the Provisions Judge of the district court.
Nevertheless, the injunction is in practice rarely refused. In its judgment
of December 15, 1995 in Procter & Gamble v Kimberly Clark (see above),
the Hoge Raad further held that the injunction must be awarded within
the procedure on the merits, in case the plaintiff has established
infringement and the court subsequently finds for the plaintiff. In other
words, within the procedure on the merits, the injunction is not an
‘‘equitable’’ remedy in the discretion of the Court. The injunction is in
force until the plaintiff’s intellectual property right has expired. In
exceptional cases, lower courts in proceedings on the merits sometimes
deny an injunction, for instance in the event that the other party has
undertaken not to (further) infringe the IP right (see for instance Dis-
trict Court of The Hague, September 29, 1999, IER 2000/7, STC/
Wartner).

8.3 DELIVERY-UP OF INFRINGING MATERIAL

Infringing products can be ordered to be delivered up to the plaintiff or
destroyed by the defendant on condition that sufficient proof of the
destruction is submitted. The value of the products delivered up is not
set off against the damages or profits awarded.
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8.4 OTHER REMEDIES

8.4.1 Declaratory judgments

According to the Dutch Civil Code art.3:302, a declaratory judgment
can be rendered. This can entail a declaration of infringement, or a
declaration that the intellectual property right in question is valid, or
that a specific design registration or trade mark registration does not
confer valid design rights or trade mark rights on the registration owner.

Where a company is accused of infringement, and no action is
brought by the accusing party, the company can initiate a procedure on
the merits to obtain a declaratory judgment, comprising a declaration of
non-infringement.

As is discussed at 9.2, a declaratory judgment cannot be obtained in
preliminary relief proceedings.

8.4.2 Nullification/invalidation

In a procedure on the merits, the court may also annul specific intel-
lectual property rights and may order the registration owner to strike out
the registration in question.

8.4.3 Reasonable attorney’s Fees

As of May 1, 2007, a new provision (Dutch Code of Civil Procedure
art.1019h) on the costs of the proceedings entered into force in the
Netherlands, which provision is an implementation of art.14 of the
Enforcement Directive (Directive 2004/28/EC). Article 1019h of the
Dutch Code of Civil Procedure provides that the party that loses the
litigation may be ordered in the reasonable costs and other costs that
they other party has made. In practice, this means that a party can claim
its total costs from the other party (although a court may limit a costs
order to an amount it deems reasonable). The Courts have provided an
indication of what costs are generally considered reasonable (indicatie-
tarieven in IE-zaken). These costs range from 16,000 for simple pre-
liminary relief proceedings to 125,000 for complex proceedings on the
merits, although the Courts can deviate from this if a party argues that
such would be reasonable under the circumstances. The indications do
not apply to patent proceedings.

It should be noted that in proceedings that do not relate to intellectual
property, the old system as to costs still applies: no actually incurred
attorney’s fees can be recovered, but only a fixed statutory amount that
bears no relationship to the actual costs or attorney’s fees connected
with the lawsuit.
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In addition to the above, the Dutch Civil Code art.6:96 provides that
the reasonable costs in obtaining an out-of-court settlement, incurred
prior to initiating the procedure, can be claimed from the infringer.

8.4.4 ‘‘Moratorium’’

In patent cases, there is special remedy, the moratorium. In its judgment
of December 18, 1992 in ICI v Medicopharma [B.I.E. 1993/81], the
Dutch Supreme Court held that the application for a registration of a
generic pharmaceutical product and the production, use, delivery and/
or storage of the patented product in the context of the registration
application with the Dutch Board for the Registration of Pharmaceu-
ticals, prior to patent expiry, for distribution after patent expiry, con-
stitutes a direct patent infringement.

In order to prevent the generic company from profiting from such
infringement, the patentee must be put in the same position as he would
have been in if no infringement had taken place. In The Netherlands,
this is effected by issuing an injunction enjoining the generic company
from using the registration for a moratorium period of 14 months after
expiry of the patent. Such a moratorium prevents the generic company
from profiting from its infringing activities.

A moratorium of this type was issued in the judgment of October 21,
1992 of the president of the district court of The Hague in Merrell-Dow v
Pharbita (I.E.R. 1993, 16–17) and in the judgment of the president of
the district court of The Hague of October 13, 1993 in SKF/Generics, as
well as in the judgment of the Court of Appeals in The Hague of May 19,
1994 in SKF/Generics (I.E.R. 1995, 177).

The Dutch Supreme Court accepted the moratorium of 14 months in
its decision of September 20, 1995 in SKF/Generics (RvdW 1995, 190)
as a suitable measure to prevent unlawful profits being derived from the
patent infringement. However, the Supreme Court, under art.177 of the
Treaty of Rome (old), referred the issues of the admissibility of this
remedy under the EC treaty to the ECJ. In its decision of July 1997
(Case C-316/95) the ECJ basically held that the moratorium is
admissible under the EC treaty. An example of a moratorium is the
prohibition for a generic pharmaceutical company to include its generic
product in the G-standard (a letter sent out to inter alia pharmacists, in
which medicinal products are offered) for three months after expiry of
the patent (President of the District Court of The Hague, February 20,
1998, BIE 2000/102, Allen & Hanburys/Centrafarm).
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8.4.5 Miscellaneous

Various other remedies are described below:

(1) Recall order and rectification. The courts may order defendants to
request their customers to return infringing products delivered to
them, together with a letter specifying that the court has ruled that
the products delivered are in fact infringing the intellectual
property rights of the plaintiff.

(2) Customer list. So as to be able to verify if the defendant has
complied with the above recall order, the court may order that the
plaintiff, or plaintiff’s counsel, be provided with a customer list.

(3) Publication of judgment. In extreme cases, the court may also order
that an advertisement be published, specifying that the court has
ruled that the defendant has infringed the intellectual property
rights of plaintiff.
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9 Jurisdiction and
Enforcement

This chapter deals with the jurisdiction of Dutch courts over national
and foreign intellectual property rights and the enforcement of national
and foreign judgments. This chapter further provides an outline of the
Dutch practice of granting cross-border injunctions.

9.1 JURISDICTION OVER NATIONAL RIGHTS

9.1.1 Dutch intellectual property right, Dutch defendant and
infringement in The Netherlands

The jurisdiction of the district court in proceedings on the merits is
based on the domicile of one or more of the defendants. This provides
for a limited degree of ‘forum shopping’, given that a plaintiff can choose
the district court of the domicile of one of the defendants.

In preliminary relief proceedings, there are more possibilities of forum
shopping. The Dutch Code of Civil Procedure, art.254, implies that the
plaintiff has the option to select any one of the presidents of the 19
district courts in The Netherlands, in a case of infringement throughout
The Netherlands. It is clear that this leads to substantial forum shop-
ping. This option, however, does not exist in patent matters and cases
related to community designs: it is explicitly provided that the district
court and the Court of Appeals in The Hague have exclusive jurisdiction
in matters relating to patents and community designs.

9.1.2 Dutch intellectual property right, foreign defendant and
infringement in The Netherlands

Where the defendant is a foreign national, the jurisdiction of the district
court in The Netherlands in proceedings on the merits cannot be based
on the domicile of the defendant. However, where the plaintiff is
domiciled in The Netherlands, jurisdiction can be based on the domicile
of the plaintiff pursuant to the Dutch Code of Civil Procedure art.109,
which provides that where the defendant has no domicile in The
Netherlands, jurisdiction can be based on the domicile of the plaintiff.

Where neither plaintiff nor defendant is domiciled in The
Netherlands, jurisdiction in proceedings on the merits for infringement
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in The Netherlands can be based on Regulation 44/2001. Regarding
jurisdiction and enforcement judgments in Civil and Commercial
Matters (‘‘the Brussels Regulations’’). This issue is described in more
detail at 9.2.

In preliminary relief proceedings, jurisdiction can be based on the
Dutch Code of Civil Procedure art.254, which provides that the plaintiff
has the option to select any one of the provisions judges of the 19 district
courts in The Netherlands in a case of infringement throughout The
Netherlands.

9.2 JURISDICTION OVER FOREIGN RIGHTS

Traditionally, intellectual property rights were treated as strictly
national and proceedings to enforce these rights were limited to the
national territory. However, the internationalisation and harmonisation
of intellectual property rights has changed this. The Netherlands played
a pioneering role in this matter. In the 1990s, Dutch case law has seen
the development of the cross-border injunction enjoining defendants
from infringing national and foreign intellectual property rights in The
Netherlands and abroad. On July 13, 2006 however, the European
Court of Justice limited the possibilities for cross-border injunctions in
its decisions GAT/LuK (C-4/03) and Roche/Primus (C-539/03). It was
expected that these decisions would end the Dutch cross-border prac-
tice once and for all, but Dutch courts have nevertheless continued to
grant cross-border injunctions, albeit only in more specific situations
and on a more limited scale.

9.2.1 The legal basis of Dutch cross-border relief

The history of Dutch cross-border relief started with the ruling in the
landmark decision of the Dutch Supreme Court of November 24, 1989
in Interlas v Lincoln (B.I.E. 1991, 23). This was a trade mark dispute
between the Lincoln Electric Company and the Dutch parallel importer
Interlas. One of the issues under consideration was whether a Dutch
court could extend an injunction for trade mark infringement to
Belgium and Luxembourg. In its decision, the Dutch Supreme Court
first referred to the general rule contained in the Dutch Civil Code
art.3:296, subs.1, that a party who is under an obligation to give, or do,
or refrain from doing something, should be ordered by the courts to
comply with this obligation. The Dutch Supreme Court then added:

‘‘In general, there is no reason for assuming that there is no place for
such a court order, just because it concerns an obligation—possibly
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an obligation under foreign law—which must be performed outside
the Netherlands.’’ [emphasis added]

It is clear that the Dutch Supreme Court gave a wide interpretation to
art.3:296, subs.1 of the Dutch Civil Code. In its decision, the Supreme
Court explained that a more limited view would in a time of increasing
international contacts lead to the undesirable result that a plaintiff,
injured by torts of an international character such as infringement of
intellectual property rights in a number of countries, would be forced to
turn to the national courts in all the countries involved. The position
taken by the Dutch courts was new at the time and in some ways
exceptional. As a general rule, the exceptional nature of the Dutch
practice of granting cross-border injunctions lies, not so much in the
way the courts establish jurisdiction, but instead, in their willingness to
treat ‘‘foreign activities’’ as acts which may be restrained.

9.2.2 Jurisdiction over EU or EFTA domiciled defendants

The jurisdiction of Dutch courts can be based on the Brussels Regu-
lation if the defendants are domiciled in a contracting state to the
Brussels Convention, or the 1988 Lugano Convention on Jurisdiction
and the Enforcement of Judgments (the Lugano Convention), if the
defendants are domiciled in a contracting state to the Lugano Con-
vention.

The relevant articles of the Brussels Regulation and Lugano Con-
vention are:

(1) Article 2. A defendant domiciled in a contracting state may be
sued in that state. This article sets forth the main principle of the
Brussels Regulation and Lugano Convention, that a defendant
should be sued in the contracting state in which he is domiciled.

(2) Article 5(3). In matters relating to tort (and infringement of
intellectual property rights) the defendant may further be sued in
the courts of the place where the harmful event, such as the
infringing activity, occurred. The ECJ provided a further choice of
forum in its interpretation of art.5(3) in its judgment in Bier v
Mines de Potasse d’Alsace of November 1976 (Case 21/76 [1976]
ECR 1735–1748). The court held that the ‘‘place where the
harmful event occurred’’ in art.5(3) was to be interpreted so as to
give the plaintiff an option to initiate proceedings either at the
place where the damage occurred or the place where the harmful
event giving rise to such damage occurred. In its judgment of
January 22, 1998 in Evans v Chiron, the Court of Appeals of The
Hague and in its judgment of May 20, 1998 in Baxter v Pharmacia,
the District Court of The Hague held that Dutch Courts cannot
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assume jurisdiction with regard to cross-border claims based on
art.5(3).

(3) Article 6(1). A plaintiff can also bring action in the courts of the
contracting state where any of the co-defendants is domiciled.
According to the decision of the ECJ of September 27, 1988 in
Kalfelis v Schröder (Case 189/87) there must be a connection
between the claims made against each of the defendants for
art.6(1) to be applicable, and an action should not be brought,
pursuant to this provision, solely with the object of ousting the
jurisdiction of the court of the state in which one of the defendants
is domiciled.

(4) Article 22(4), Brussels Regulation; art.16(4), Lugano
Convention. Where the exclusive jurisdiction provided by
art.22(4) applies, the plaintiff cannot bring an action in the
jurisdiction other than that stipulated by this article. Until the
decision of the European Court of Justice of July 13, 2006 in GAT/
LuK (C-4/03), art. 22(4) had only limited bearing on infringement
proceedings. Before the decision in GAT/LuK, it was decided in
several judgments in the Netherlands that the more or less
‘‘standard’’ defence of invalidity in infringement actions did not
lead to the applicability of art.22(4) (see, for example, President of
the District Court of The Hague, January 5, 1993 in Rhone Poulenc
Rorer/Prographarm (N.J. 1994/617) and Court of Appeals of The
Hague, April 23, 1998 in Expandable Grafts/Boston Scientific (N.J.
Kort 1998/58).

On July 13, 2007 however, the ECJ decided in GAT/LuK (C-4/
03) that all proceedings relating to the validity of a patent, whether
put forward by way of an action or a plea in objection, are to be
decided by the national court. In Sisvel/Sandisk (District Court of
The Hague, August 9, 2006, BIE 2007/56), the District Court, in
proceedings on the merits, followed this decision and considered
itself not competent to grant a cross-border injunction, as the
validity of the patent had been challenged. By decision of
November 30, 2007 (Roche/Primus, IER 2008/12), the Supreme
Court decided that, in case a validity objection is raised in
proceedings on the merits against a foreign part of a European
patent, the Court is (contrary to the decision in Sisvel/Sandisk)
competent to decide on the infringement issue, but may however
only do so if a decision is rendered by the competent foreign Court
on the validity of the foreign part of said European patent. The
patentee may request a stay of the proceedings, to await a decision
in foreign validity proceedings. If the patentee does not wish a stay,
then the Court will deny any injunction for the foreign part of the
European patent. The District Court of The Hague first applied
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this approach in Bettacare/H3 (February 27, 2008, docket number
07-41).

If no validity defence is raised, cross-border injunctions may be
issued in proceedings on the merits (District Court of The Hague,
November 15, 2006, BIE 2007/109, Comap/Korver).

The possibilities to obtain a cross-border injunction are broader
in preliminary relief proceedings. The first post-GAT/LuK cross-
border injunction was granted in preliminary relief proceedings in
Bettacare/H3 (Provisions Judge of the District Court of The
Hague, September 21, 2006, BIE 2006/91). The Provisions Judge
held that, if a defendant is domiciled in The Netherlands (in the
sense of art.2 of the Brussels Regulation, which was the case here),
a cross-border injunction may be rendered in preliminary relief
proceedings. The Provisions Judge argued that, in preliminary
relief proceedings, only a preliminary judgment in the form of an
assessment of the chances of an invalidity defence in a case on the
merits can be made, and not a final assessment, and that thus
preliminary relief proceedings are not covered by art.22(4) of the
Brussels Regulation. The Provisions Judge therefore considered
himself competent to grant a cross-border injunction. This was,
inter alia. Confirmed in the decision Van Kempen/Kuipers,
Provisions Judge of the District Court of The Hague, October
19, 2006 (BIE 2007/104).

(5) Article 24, Lugano Convention, art.31, Brussels Regulation.
Preliminary relief may be sought before any court, even if this
court does not have jurisdiction in proceedings on the merits.

It should be noted, in this respect, that most of the Dutch cross-
border injunctions were issued in preliminary relief proceedings,
but that the jurisdiction of Dutch courts has so far never been
(solely) based on art.24 (art.31). In so far as the jurisdiction of
Dutch Courts may not award cross-border injunctions, in view of
the ECJ judgment of March 7, 1995 in Fiona Shevill v Presse
Alliance SA (NJ 1996, 269) and the decision of the District Court
of The Hague of May 20, 1998 in Baxter v Pharmacia & Upjohn
(I.E.R. 1998, 31).

Article 6(1)—connection requirement
Until the ECJ decision Roche/Primus C-539/03) July 13, 2006, plaintiffs
usually relied on art.6(1) of the Brussels Regulation or Lugano Con-
vention to establish jurisdiction over foreign defendants. If there was at
least one distributor domiciled in The Netherlands, jurisdiction for this
defendant could be based on art.2 and one could join European co-
defendants under art.6(1). The relevant criterion was that a ‘‘connec-
tion’’ exists between the various claims. On April 23, 1998, however, the
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Court of Appeal of The Hague rendered judgment in Expandable Grafts/
Boston Scientific (NJ Kort 1998/58), and gave a rather strict interpret-
ation to art.6(1) and the connection requirement, stating that this could
be met whenever the different defendants are members of a group of
companies of which the Dutch co-defendant is the head office (or
‘‘spider in the web’’).

The cross-border ‘‘spider in the web’’ practice based on art.6(1)
seems however to have effectively ended in view of the ECJ decision
Roche/Primus C-539/03) of July 13, 2006. In this decision, the ECJ
decided that art.6(1) does not apply in European patent infringement
proceedings involving a number of companies established in various
European countries in respect of acts committed in one or more of those
countries, even where those companies (belonging to the same group)
have acted in an identical or similar manner in accordance with a
common policy elaborated by one of them).

Forum conveniens
It should be noted, that Dutch courts may not in any way apply the
doctrine of forum conveniens, wherever the Brussels or Lugano Con-
ventions are applicable.

9.2.3 Jurisdiction for non-EU or non-EFTA domiciled
defendants

Where defendants are non-EU domiciled or non-EFTA domiciled, as in
the case of US defendants, the jurisdiction of Dutch courts cannot be
based on the Brussels Regulation or Lugano Convention. In this case
the ‘‘general’’ Regulation jurisdiction provision of arts 99-109, and in
particular art.107, of the Dutch Code of Civil Procedure is usually
applied. Case law will have to clarify whether, after Roche/Primus (C-
539/03), it is still possible to tie a defendant as a co-defendant, in the
same way as previously under to art.6(1) of the Brussels Regulation or
Lugano Convention.

9.3 ENFORCEMENT OF NATIONAL JUDGMENTS

Once a plaintiff has obtained a favourable judgment against a defendant,
then it is up to the plaintiff to decide whether or not enforcement action
is taken. A judgment is enforced by having the judgment served by a
bailiff on the defendant. If the judgment, for instance, entails an
injunction linked with a penalty sum, the penalty sum is only payable if
and when the defendant does not comply with the injunction and the
judgment has been served.

9.2 THE NETHERLANDS

NETH/106 Int. Intellectual Prop. Lit. R.24: July 2009



A judgment for payment of money (damages, or an account of profits
or costs) may be enforced by having the judgment served on the
defendant by the bailiff and subsequently attaching the assets of the
defendant or, where the defendant is owed money by a third party,
initiating garnishee proceedings. The procedure to be followed for the
attachment of the assets of the defendant, which is in fact an attachment
and execution, is described at 7.2.1. The procedure to be followed in the
case of a garnishment on the money owed by the third party to the
defendant is more or less the same as the procedure to be followed in the
case of an attachment in execution.

If the plaintiff wishes to enforce an injunction, the plaintiff must again
first have the judgment served on the defendant by a bailiff. The
injunction contained in the judgment is usually always linked with a
penalty sum payable if the injunction is not complied with. Should it
become clear that the injunction has not been complied with, the pen-
alty sums are payable, and the plaintiff may then have a court bailiff
serve a notice of non-compliance and an order to pay the penalty sum on
the defendant. If the penalty sum has not been paid, the plaintiff can
again initiate attachment in execution or garnishee proceedings to
receive the penalty sum. Where the defendant feels that the penalty
sums are not payable, on the basis that the injunction has been complied
with, the defendant may initiate preliminary relief proceedings to lift the
attachment in execution or the garnishment.

9.3.1 Enforcement of Dutch cross-border judgments abroad

EU and EFTA defendants
The enforcement of cross-border judgements, in the case of defendants
in the EU and EFTA, is based on the Brussels Regulation or Lugano
Convention, (Lugano Convention art.26; Brussels Regulation, art.33),
which provides that every decision granted in a contracting state must be
recognised and enforced in another contracting state. The courts of the
receiving state are in fact forced to recognise and enforce the judgments
of the granting States.

Articles 27 and 28 of the Lugano Convention (Brussels Regulation,
Arts 33 and 34) set out the rules for refusal of recognition. Recognition
may be refused, inter alia, when it would be contrary to the public order
and/or public policy of the receiving state. This ‘‘public-order excep-
tion’’ can only be applied very narrowly and strictly, and it is hard to
envisage that there is any scope for the application of this exception in
international infringements suits, unless the court of the granting state
has neglected the basic procedural rights of defendants.

In its judgment of January 28, 1994, the Paris Court of Appeal con-
firmed the narrow and strict application of this exception by recognising
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an extra-territorial judgment of the president of the district court of The
Hague of August 17, 1992, enjoining a French defendant from infrin-
ging a French patent; this judgment, at the time of recognition in
France, was still under appeal in The Netherlands (Cour d’Appel de
Paris, January 28, (1994, B.I.E. 1994), III; Euro Sensory v Tieman).

Under art.27(2) of the Lugano Convention (Brussels Regulation
art.34(2)), provisional measures will not be recognised or enforced in
the courts of another contracting state if they were obtained ex parte (i.e.
without a defendant being heard in court). Thus, Anton Piller orders
and Mareva injunctions, which are obtained ex parte, could not be
enforced. However, a decision reached in the Dutch Kort Geding pro-
cedure, would be recognised and enforced (for as far as it is not an ex
parte procedure). A decision in Dutch preliminary relief proceedings
therefore should not incur serious enforcement problems.

Non-EU and non-EFTA defendants
Enforcement against non-EU and non-EFTA defendants cannot be
based on the Brussels or Lugano Conventions. Enforcement against
them depends on the existence of bilateral treaties or the relevant doc-
trine of (international) comity. No such bilateral treaty exists, for
example, between The Netherlands and the United States. This implies
that Dutch cross-border decisions cannot directly be enforced in the
United States. Nevertheless, if a US defendant has assets in The
Netherlands or does business in The Netherlands, or for instance has a
branch in The Netherlands, the injunction will make this US defendant
liable to pay penalty sums to the plaintiff, which can be executed in The
Netherlands by way of attachments, garnishments and the like.

9.4 ENFORCEMENT OF FOREIGN JUDGMENTS

Judgments of courts of contracting states to the Lugano Convention and
EU Member States under the Brussels Regulation are enforceable
under the rules of these conventions, more specifically arts 26–28 (arts
33-35), described above.

The enforcement of judgments of courts of countries that are not
party to the Lugano Convention or not an EU Member State depends
on the existence of bilateral treaties or the relevant doctrine of (inter-
national) comity.
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10 Special Aspects of
Intellectual Property Litigation

This chapter describes the special procedures relating to patent liti-
gation, as well as some special anti-counterfeiting procedures.

10.1 PATENTS

A special procedure applies in patent litigation: accelerated short-term
proceeding on the merits.

10.1.1 Accelerated short-term proceeding on the merits

The accelerated proceeding on the merits were introduced in 1996 on
an experimental basis, but are now the most common proceedings on
the merits in patent cases in The Netherlands. Plaintiffs nowadays rarely
opt for regular proceedings on the merits in patent cases. The procedure
is as follows.

A request must be submitted to the provisions judge of the district
court of The Hague for permission to bring an action in accelerated
proceedings on the merits. If the request is granted, a court order is
issued, which specifies not only the date that the writ must be served and
the date that the writ must be entered into the court dockets, but also the
date that the statement of defence and/or the possible statement of
defence in the cross-complaint must be submitted, as well as the date of
the hearing of oral arguments. As a general rule, the date of the hearing
of oral arguments will be approximately eight months after the date of
service of the writ. Judgment in this special procedure will usually be
given about ten months after service of the writ (see Appendix 10C for a
summary of the timetable for this procedure).

10.1.2 Experts

In patent cases relating to a national patent, Dutch courts usually
request the Dutch Patents Office to give an expert opinion on the val-
idity of the patent in question. In patent cases relating to a European
patent, such is usually not requested.
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10.2 TRADE MARKS (REGISTERED AND
UNREGISTERED)

There is no additional information on trade marks in The Netherlands.

10.3 COPYRIGHT/DESIGNS

There is no additional information on copyright in The Netherlands.

10.4 OTHER RIGHTS

There is no additional information on other rights in The Netherlands.

10.5 ANTI-COUNTERFEITING

In anti-counterfeiting matters, a formal request may be submitted to the
customs pursuant to 1383/2003 of July 22, 2003), inter alia, EC
Regulation which provides measures to prevent counterfeit products
being brought into circulation. It should be noted, however, that these
measures (which require the co-operation of the Customs and Excise
authorities) are less effective than civil procedures.

Another measure, also less effective than a civil procedure, is to lodge
a complaint with the Economic Control Service (Economische Controle
Dienst) concerning the distribution of counterfeit products, and to
request the Economic Control Service to investigate this matter further.

The foundation against counterfeiting (stichting namaakbestrijding) is
a foundation that investigates counterfeit products for its members.
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11 Power to Assist Courts in
Other Jurisdictions

11.1 LEGISLATION

The most relevant legislation for The Netherlands with respect to
assisting court in other jurisdictions is Council Regulation (EC) 1206/
2001 of May 28, 2001 on cooperation between the courts of the
Member States in the taking of evidence in civil or commercial matters.
Under this Regulation, the courts of Member States can request courts
in The Netherlands to take evidence or to take evidence directly in The
Netherlands (art.1(1a and 1b) Regulation 1206/2001). The evidence
has to be intended for use in legal proceedings, commence or contem-
plated (art.1(2) Regulation 1206/2001). The requested court shall
execute the request without delay and, at the latest, within 90 days of
receipt of the request (art.10(1) Regulation 1206/2001). Requests may
only be denied for reasons specifically provided in the Regulation (art.14
Regulation 1206/2001).

Also, the Netherlands is signatory to several international conventions
which contain provisions with regard to the power of Dutch courts to
assist courts in other jurisdictions. Council Regulation 1206/2001
however prevails over these international conventions in the event that
both courts are established in Member States.

The most important international convention in this respect is the
Hague Evidence Convention 1970. This convention applies between
The Netherlands and, inter alia, Argentina, Cyprus, Denmark, Finland,
France, Germany, Italy, Luxembourg, Norway, Portugal, Singapore,
Spain, Sweden, the United States and the United Kingdom. The
specific provisions governing the taking of evidence in The Netherlands,
for litigation abroad, enacted pursuant to the Hague Convention, are
contained in the 1980 Act implementing the Hague Evidence Con-
vention 1970 of 11 December 1980 (Stb 1980 No 653).

Furthermore, arts 8–16 of the Hague Civil Procedure Convention
1954 govern the taking of evidence in The Netherlands, for litigation in
(inter alia) Austria, Belgium, Japan, Switzerland, and Turkey. The
specific provisions governing the taking of evidence in The Netherlands,
enacted pursuant to the Hague Civil Procedure Convention 1954, are
contained in arts 6–14 of the 1958 Act implementing the Hague Civil
Procedure Convention 1954 (Stb. 1958 No 677).
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Finally, the rules on the taking of evidence in The Netherlands, for
litigation in Iceland, are governed by the Civil Procedure Convention of
1905. The specific provisions contained in this convention are basically
the same as arts 8–16 of the Hague Civil Procedure Convention 1954.

11.2 PROCEDURE AND EXECUTION

An application to a Dutch court for an order for the taking of evidence in
The Netherlands, for litigation abroad, must be submitted pursuant to a
formal request by a court or tribunal in the foreign jurisdiction. Such
formal requests shall specify the nature of the evidence required
(documentary evidence and/or an examination of witnesses or experts)
and the nature and subject-matter of the litigation for which the evi-
dence will be used.

The request must be submitted by means of a ‘Letter of Request’
pursuant to arts 1–14 of the Hague Evidence Convention 1970 (if
applicable) in accordance with the model for letters of request rec-
ommended for use in applying the Hague Evidence Convention 1970
entitled, ‘Request for International Judicial Assistance pursuant to the
Hague Convention of 18 March 1970 on the Taking of Evidence Abroad
in Civil or Commercial Matters’. Under the Hague Evidence Conven-
tion 1970 the Letter of Request must be submitted to the public pros-
ecutor of the district court of The Hague, who shall ascertain whether
the request complies with the provisions of the convention and shall
subsequently forward the letter to the cantonal court where the request
must be executed.

If the Hague Civil Procedure Convention 1954 is applicable, the
request must be submitted by means of a Letter Rogatory, pursuant to
arts 8–16 of the Hague Civil Procedure Convention 1954. The request
is ex parte and can be submitted to the cantonal court, which should,
within its jurisdiction, effect either an examination or other judicial acts.

Where an examination of witnesses or experts is requested, the
request shall be directed to the cantonal court where the witnesses or
experts, or the greatest number of them, are domiciled.

It is advisable for a Dutch attorney to prepare a written statement
summarising the litigation abroad and explaining why the evidence is
needed, and for this statement to be forwarded to the court/s that must
execute the request. The request will be executed, as far as possible,
within the time frame set out in the request. The date of the examination
of witnesses or experts shall be fixed after consultation with counsel of
the parties involved.

The request will be executed pursuant to the rules on the taking of
evidence in The Netherlands, especially the rules of the Dutch Code of
Civil Procedure. Thus, as explained at 5.1 there is no discovery as is
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known in the United States and the United Kingdom and cross-
examination of witnesses or experts, as known in the Untied States and
the United Kingdom, is generally not possible. This would normally
mean that there is a very limited leeway for attorneys to cross-examine
witnesses or experts. Nevertheless, if so requested, Dutch courts do
allow such cross-examination where it could be argued that this is
necessary for litigation abroad.

If the request relates to the examination of witnesses or experts, such
examination will be effected pursuant to the provisions of the Dutch
Code of Civil Procedure.

If the evidence is needed for litigation in, for instance, the United
States and/or the United Kingdom, it may be necessary for a court
reporter to be present to prepare a full transcript of the examination. A
request for a court reporter should be made before the examination.

If no request is made in advance, the court might decide to conduct
the examination of witnesses itself, without a complete transcript being
prepared and without a court reporter being present. Foreign attorneys
are usually present at the examination. During examination, the foreign
attorneys may submit objections to certain questions, which will be duly
noted in the transcript prepared by the court reporter. Dutch courts
will, however, not rule on such objections.

In practice, it is usually agreed that the foreign court submitting the
request should rule on the objections, and that answers to questions that
are ruled inadmissible be stricken from the transcript.

11.3 PRINCIPLES APPLIED BY THE COURT

There is no additional information under this heading.

11.4 DISCHARGE OF ORDER

Interested parties can submit an application to discharge an order for
examination. A witness or other interested parties may seek to have an
order discharged on grounds, inter alia, of privilege or of evidential or
procedural objections to the letter of request. The possibility of suc-
ceeding in having the order discharged is quite small.

11.4POWER TO ASSIST COURTS IN OTHER JURISDICTIONS
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13 Arbitration and Alternative
Dispute Resolution

13.1 INTRODUCTION

All the methods of alternative dispute resolution set out in Part A are
used to varying degrees in The Netherlands.

As indicated above (see 2.3), commercial arbitration has a long tra-
dition in The Netherlands. Many branches of industry have their own
permanent arbitration tribunal, and the Netherlands Arbitration Insti-
tute (Nederlands Arbitrage Instituut) has a strong foothold in The
Netherlands. In fact, most arbitration is carried out in accordance with
the rules of arbitration set forth by the Netherlands Arbitration Insti-
tute.

Alternative Dispute Resolution (ADR) is also gaining ground.
It should be noted, however, that intellectual property disputes are

not usually settled by arbitration and/or ADR.

13.2 ARBITRATION

Arbitration law is governed by statute, namely, arts 1020–76 of the
Dutch Code of Civil Procedure. Articles 1020–73 govern ‘domestic’
arbitration in The Netherlands, while arts 1074–6 govern international
arbitration outside The Netherlands.

13.2.1 ‘Domestic’ arbitration

The Dutch Code of Civil Procedure arts 1020–73, provide the parties to
the arbitration with an opportunity to structure the arbitration as
required. The emphasis is on both parties having autonomy. Some
restrictions do, however apply.

Non-arbitrable matters
The Dutch Code of Civil Procedure art.1020, provides that an arbi-
tration agreement may provide for dispute resolution by arbitration,
unless the dispute in question is not arbitrable. Examples of non-arbi-
trable matters include the validity of intellectual property rights
(patents, trade marks, design rights).

The issuing of compulsory licences is also non-arbitrable.
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Agreements in writing
According to the Dutch Code of Civil Procedure art.1021, arbitration
agreements must be in writing.

Preliminary relief proceedings
The Dutch Code of Civil Procedure art.1022, provides that the pro-
visions judge of the district court may always issue provisional measures
in preliminary relief proceedings (Kort Geding), notwithstanding an
arbitration agreement.

Other provisions
The Dutch Code of Civil Procedure arts 1020–73 make provisions for:

(1) Appointment and removal or arbitrators. The parties have a free
hand in the appointment of arbitrators. Nevertheless, where the
arbitrators are not appointed within two months after the
arbitration proceedings have been initiated, the president of the
district court may appoint arbitrator(s) at the request of one of the
parties to the arbitration proceedings (art.1027).

(2) Remedies. In addition to the remedies of damages, restitution
indemnity, rectification of documents or specific performances,
the arbitrator can also grant injunctions linked with a penalty sum,
and can further declare an arbitral award directly enforceable
notwithstanding appeal.

(3) The law to be applied to the arbitration. The arbitral tribunal
shall decide the dispute in accordance with the law chosen by the
parties to the arbitration (art.1054).

(4) Appeal. An appeal is only possible whenever this has been
agreed upon by the parties to the arbitration (art.1050). The
appeal should be lodged within three months after the arbitral
award has been submitted to the district court.

(5) Annulment of the arbitral award. There are (limited) grounds
for the annulment of the arbitral award (arts 1064-8).

13.2.2 International arbitration

The validity and enforceability of international arbitration agreements,
and the enforcement of foreign arbitral awards, are set out in arts 1074–6.

NETH/142 Int. Intellectual Prop. Lit. R.24: July 2009

13.2 THE NETHERLANDS



13.3.4 Mediation

In 1995, the Netherlands Mediation Institute Foundation (Stichting
Nederlands Mediation Instituut) drafted mediation rules (NMI Mediation
Reglement 1995) for dispute resolution by mediation. These rules have
been replaced by the NMI Mediation Reglement 2001. Although med-
iation is gaining ground, mediation is still fairly unusual in IP cases.

13.3ARBITRATION AND ADR
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14 Litigation Survey

14.1 Is there a specialist court in your country for hearing
intellectual property disputes? If so, what areas of IP law
have to be referred to this court (e.g. patents, trade
marks, copyright, etc.)?

Patent rights and community design rights are heard by a
specialist court, i.e. the District Court in the Hague (in the first
instance) and the Court of Appeals in the Hague (in the second
instance).

14.2 Who can sue (rights holder, exclusive licensee, non-
exclusive licensee)?

The rights holder can sue. In most cases the licensee has limited
rights to sue and/or may under certain circumstances only join
the rights holder in a law suit.

14.3 Does a licensee need to be registered to sue?

Formerly, yes, except for a licence acquired under copyrights.
However, most courts argue that non-registered licensees can
also sue.

14.4 Can a party be sued for contributory infringement?

Yes.

14.5 If criminal proceedings are available, what are the
sanctions?

Criminal proceedings are available in cases concerning copy-
rights, patents, (registered) designs, trade marks, plant variety
and trade names. The sanctions are usually monetary penalties or
imprisonment and seizure or destruction of infringing goods.
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14.6 Before and/or during proceedings will the court grant an
order for preservation and/or obtaining evidence?

Pre-trial discovery does not exist in The Netherlands. The only
(limited) exception is a permission for the provisional hearing of
witnesses or experts. Attachments for the preservation of evi-
dence may be requested.

14.7 Will a public prosecutor take any action for
infringement?

Yes, in cases where criminal proceedings are available (although
this is not common).

14.8 What is the average time from writ to trial?

A procedure on the merits before the district court usually takes
around 18 months, whereas an accelerated procedure on the
merits may lead to final judgment in 12 months. Preliminary
relief proceedings judgment is generally rendered in a few weeks.

14.9 What is the cost range from writ to trial?

From 6,000 EUROs for very simple cases to 150,000 EUROs for
more complicated and time-consuming matters.

14.10 Are costs recoverable from the losing party?

Yes. The costs of suit are specified in the final judgment and may
be recovered from the losing party. These costs shall be the fixed
court fees and attorney fees. Costs of experts and patent
attorneys are sometimes also recoverable.

14.11 Will an extra-territorial injunction be granted?

Yes, under circumstances.
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1 Intellectual Property Rights
Protected and their Statutory

Basis

This chapter provides an outline guide to intellectual property rights in
Scotland. It does not deal in detail with the law and subsistence of
individual intellectual property rights. The reader is directed to the
references at the end of each section of this chapter for further reading.

Scotland is a separate jurisdiction to England and Wales. It has its own
system of law and court procedure. However, although there are dif-
ferences in related areas, such as the law of personal bar and prescrip-
tion, the law governing the existence and infringement of intellectual
property rights is substantially the same in Scotland as in England and
Wales. This is principally because most intellectual property rights are
the subject of UK-wide legislation that does not distinguish between
Scotland and England for these purposes. Judgments of the House of
Lords interpreting and applying such legislation are binding in both
England and Scotland. While there is a growing body of Scottish first
instance and appeal court authorities dealing with intellectual property
rights, decisions of the English High Court and Court of Appeal are also
generally cited and of strong persuasive authority in Scottish intellectual
property proceedings, although such decisions are not strictly binding
on the Scottish courts. As intellectual property law becomes increas-
ingly harmonised across the European Union, decisions of the
European Court of Justice are key authorities in relation to harmonised
intellectual property rights, such as registered trade marks and designs.

See E&W: Appendix 1A for a table comparing the various different
intellectual property rights protected in the United Kingdom.

1.1 PATENTS

1.1.1 Legislation

As in England and Wales, the law on patents in Scotland is governed by
statute, principally, the Patents Act 1977.

Substantive differences exist between the legislation relating to
Scotland and England as regards the nature of patent rights as they fall
to be classified in property law and assignment/assignation of patents,
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based on the differences between the Scottish and English laws of
property. However, in Buchanan v Alba Diagnostics 2000 R.P.C. 367
(not doubted on this point on subsequent appeal), the Lord Ordinary
(first instance judge), held that these differences do not undermine the
usefulness of English decisions dealing with other aspects of UK patent
law (in that case, what amounted to an ‘‘improvement’’ of the patent in
suit).

1.1.2 Grant

Patents are granted on a UK-wide basis for novel, non-obvious and
industrially applicable non-exempt inventions, which can be either
products or processes. UK national patents are granted by the UK
Intellectual Property Office; patents effective in the United Kingdom
may also be granted via the European Patent Office, designating the
United Kingdom as one of the applicable territories. Certain exemp-
tions apply, as to which see E&W:1.1.2. Application procedures are also
outlined at E&W:1.1.2.

1.1.3 Term

As patents are granted on a UK-wide basis the term of a patent is the
same in Scotland as England, i.e. 20 years, see E&W:1.1.3. The sup-
plementary protection certificate regime is also applicable in Scotland,
pursuant to which protection for the physical and authorised embodi-
ment of a pharmaceutical or plant protection patent can be extended up
to a maximum of five years.

1.1.4 Infringement

The infringement provisions of the UK Patents Act 1977 deal separately
with three categories of ‘‘direct’’ infringement, namely infringement
relating to: products; processes; and the products of patented processes.

It is also an infringement in certain circumstances to supply essential
elements of the invention, such as machine parts or kits of components
for putting the invention into effect in the United Kingdom. This is
commonly known as ‘‘contributory infringement’’. See E&W:1.1.4 for
more detail.

As in England, infringement is assessed by reference to the claims of
the patent. The Scottish courts will adopt the same ‘‘purposive con-
struction’’ as the English courts in interpreting the patent claims. This is
in accordance with s.125 of the Patents Act 1977 art.69 of the European
Patent Convention and the Protocol on Interpretation of art.69. In
doing so, the Scottish courts will follow the principles set out by the

1.1 SCOTLAND

SCO/12 Int. Intellectual Prop. Lit. R.24: July 2009



House of Lords in Kirin-Amgen Inc v transkaryotic Therapies Inc (No 2)
[2005] R.P.C. 9.

There are exceptions to infringement, such as for research. However,
these exceptions are narrowly construed.

Proceedings can only be raised after the grant of the patent although
they can be raised in respect of acts carried out after publication of the
patent application.

1.1.5 Remedies

The patentee has available a number of remedies including:

(a) interim and permanent interdict (a restraining order, the Scottish
equivalent to the English prohibitory ‘‘injunction’’);

(b) damages or, at the pursuer’s option, an account of the defender’s
profits;

(c) delivery up/destruction of infringing products;

(d) judicial expenses (i.e. an award of costs);

(e) declarator (i.e. a judicial declaration) that the patent is valid and
has been infringed and/or a certificate of contested validity; and

(f) publication and dissemination of the judgment at the defender’s
expense.

These are discussed in more detail at SCO: 8.1–8.4 and at E&W: 8.1–
8.4.

Remedies for patent infringement in Scotland are subject to Intel-
lectual Property (Enforcement etc.) Regulations 2006 implementing
European harmonising Directive 2004/48/EC. The 2006 Regulations
include provisions on assessment of damages and orders for disclosure
of information on origin/distribution networks for infringing goods and
services.

1.1.6 Defences

There are a number of potential defences:

(1) Denial of infringement defences

(2) Invalidity. For example, on the basis that the patent:

(a) is not novel;

(b) discloses no inventive step;

(c) does not disclose the invention sufficiently clearly or
completely; or

(d) discloses matter extending beyond that disclosed in the
application for the patent.

1.1IP RIGHTS PROTECTED AND STATUTORY BASIS
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The validity of a patent is nearly always put in issue in
proceedings, typically with a counterclaim for revocation, and
this should be weighed in any decision to litigate. The Scottish
courts may also hear applications for revocation of a patent
even if no infringement action has been started.

(3) Statutory exceptions from infringement.

(4) Exhaustion of rights—see Part B.

(5) Prescriptive period has expired. ‘‘Prescription’’ is the Scots term
for the extinction of rights and obligations by the passage of time
and operates differently to ‘‘limitation’’ in England and Wales. In
particular, there is a statutory five-year period of prescription in
Scotland for delicts (torts) such as patent infringement; this
contrasts with the six-year limitation period in England and Wales.
In Scotland, an action must essentially be brought within five years
of the date of the acts alleged to constitute infringement. However,
as each act is a new infringement, this is usually not a problem for
long-term or ongoing infringements.

There is also the possibility of raising a counterclaim for unjustified
threats in appropriate circumstances (see SCO: 10.1.2) and a declara-
tion of non-infringement. There may also be limited defences available
for ‘‘innocent infringers’’ and where a patent is amended during the
course of proceedings. See E&W: 1.1.6.

1.1.7 References

CIPA Guide to the Patents Acts (6th edn, Sweet & Maxwell, 2009).
Terrell on the Law of Patents (16th edn, Sweet & Maxwell, 2006).
Encyclopaedia of U.K. & European Patent Law (Sweet & Maxwell, 1996).

1.2 SECOND TIER PROTECTION (UTILITY
MODELS)

Utility models are not available in Scotland or the rest of the United
Kingdom at present.

1.3 REGISTERED DESIGNS

1.3.1 Legislation

UK national registered designs are governed by UK-wide statute: the
Registered Designs Act 1949 as amended. UK registered designs law
has been brought into line with the new European Designs Directive

1.1 SCOTLAND
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(Directive 98/71). The overall harmonisation of designs law within the
Community also includes the introduction of a registered Community
Design, applied for and registered with effect across the European
Union at the Office for Harmonisation in the Internal Market in OHIM,
Alicante, Spain. The registered Community Design is discussed in Pt B,
but the requirements for its subsistence and infringement are broadly
similar to the new UK registered designs law. The registered Com-
munity Design can be enforced in designated ‘‘Community design
courts’’ of the EU Member States, which include the Court of Session in
Scotland.

1.3.2 Grant

National design registrations are granted on a UK-wide basis. In order
to be registered under the amended Registered Designs Act 1949, a
design must be both ‘‘new’’ and must have ‘‘individual character’’ when
compared to earlier designs that have been made available to the public
or registered/applied for. ‘‘Design’’ means the appearance of whole or
part of a product, resulting from the features of, in particular, the lines,
contours, colours, shape, texture or materials of a product or its orna-
mentation. A registered design may also be applied for in relation to
parts of a ‘‘complex product’’ (defined in the 1949 Act). There are
exceptions for certain functional and ‘‘must-fit’’ articles. Applications
for UK national registered designs are made on a UK-wide basis
through the UK Intellectual Property Office.

1.3.3 Term

The maximum term is 25 years, computed in five-year periods in respect
of which separate renewal fees must be paid.

1.3.4 Infringement

The test for infringement of a UK registered design is the same in
Scotland as in England, as are the exempted acts. The proprietor of a
UK registered design has the exclusive right to use that design and any
design that does not produce a ‘‘different overall impression’’ on the
informed user. A number of exemptions from infringement are avail-
able.

1.3.5 Remedies

The available remedies include:

1.3IP RIGHTS PROTECTED AND STATUTORY BASIS
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I interim or permanent interdict (a restraining order, the Scottish
equivalent to the English prohibitory ‘‘injunction’’);

I damages or, at the pursuer’s option, an account of the defender’s
profits;

I delivery up or destruction of infringing goods;

I judicial expenses (i.e. an award of costs);

I publication and dissemination of the judgment at the defender’s
expense.

See SCO: 8.1–8.4 and also E&W: 8.1–8.4 for more details.
Remedies are subject to the Intellectual Property (Enforcement etc.)
Regulations 2006, implementing European harmonising Directive
2004/48/EC, including provisions on assessment of damages and orders
for disclosure of information on origin/distribution networks for
infringing goods.

1.3.6 Defences

There are a number of potential defences, including :

I invalidity (including a possible counterclaim for revocation);

I a denial of infringement;

I exhaustion of rights—see Pt B;

I the prescriptive period (five years—see SCO: 1.1.6(5)) has
expired.

There is also the possibility of raising a counterclaim for unjustified
threats in appropriate circumstances (see SCO: 10.3.2) and also seeking
a declaration of non-infringement. ‘‘Innocence’’ may give a limited
defence to the award of financial remedies.

1.3.7 References

C. P. Tootal, Law of Industrial Design: Registered Designs, Copyright and
Design Right (CCH Editions, 1990).

A. Russel-Clarke, Copyright in Industrial Designs (7th edn, Sweet &
Maxwell, 2005).

C. Fellner, Industrial Design Law (Sweet & Maxwell, 1995).
Laddie, et al, The Modern Law of Copyright and Designs (3rd edn,

Butterworths, 2000)
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1.4 UNREGISTERED DESIGNS

1.4.1 Legislation

In Scotland as in England and Wales, the UK domestic unregistered
‘‘design right’’ was introduced by and is governed by UK statute, the
Copyright, Designs and Patents Act 1988 (‘‘CDPA 1988’’). Provisions
exist for the co-existence, but not the co-enforcement of UK unregis-
tered design right and copyright. This contrasts to the relationship
between copyright and other forms of design protection (UK registered
designs (above) and the registered and unregistered Community
Design, discussed in Pt B), which can co-exist and be simultaneously
enforced along with copyright. Unlike the position in relation to regis-
tered designs, there are important substantive differences between the
UK domestic unregistered design right and the new unregistered
Community Design.

1.4.2 Subsistence

Design right subsists in the original design of any aspect of the internal
or external configuration of the whole or part of an article, and may be
functional or artistic. The right does not arise until the design has been
reduced to material form which may be either the article itself or some
two-dimensional representation of it (a ‘‘design document’’). Excep-
tions exist for ‘‘must fit’’ and ‘‘must match’’ elements and for surface
decoration.

Entitlement to the right is complicated and depends on the nationality
of the designer, the nationality of any person who commissioned the
design or employed the designer, or the nationality of the person who
first markets the design and the country in which such marketing takes
place. In so far as qualification depends on nationality, it is essentially
restricted to:

I EC nationals; and/or

I nationals of countries which provide reciprocal protection. The
list of countries that do so changes periodically. Notably it does
not include the USA or Japan.

UK unregistered design right arises automatically and no formalities or
registration are required. Integrated circuit topography is also covered
by this legislation subject to certain specific regulations referred to at
SCO: 1.10 below.

1.4.3 Term

Once the design right has arisen it lasts for the lesser of:
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I 15 years from the end of the calendar year of the creation of the
design document or the first making of an article to the design,
whichever occurred first; or

I if articles made to the design are sold or available for hire within
five years from the end of that year, for 10 years from the end of the
calendar year in which such sale or hire first occurred.

However, licences as of right are available in the last five years of the
term. In the absence of agreement by the parties, terms are settled by the
comptroller of patents in quasi-judicial proceedings.

1.4.4 Infringement

The infringements are as follows.

(1) It is a ‘‘primary’’ infringement of a design right to reproduce the
design by making:

(a) articles to the design;

(b) a design document recording the design to enable such
articles to be made;

for a commercial purpose in the UK.
Making an article to the design means copying the design so as to

produce articles that are the same as or substantially similar to the
design. Copying is an essential component; hence, UK unregistered
design right is not an absolute monopoly right. However, in Scotland as
in England copying may be inferred in appropriate circumstances. For
example, copying was inferred (and not disputed) in UVG Ambulances
Limited v Auto Conversions Limited and Another (Outer House, May
2000, [2000] E.C.D.R. 479) by reason inter alia of the fact that the
defender’s product incorporated even non-functional elements of the
design in which UK unregistered design right was claimed.

(2) Design right is also infringed by a person who deals in infringing
goods, by importing, possessing, letting, hiring or selling, if he
knows or has reason to believe that the goods are infringing
articles. This is called ‘‘secondary’’ infringement.

1.4.5 Remedies

The available remedies may include:

I interim and permanent interdict (a restraining order, the Scottish
equivalent to the English prohibitory ‘‘injunction’’);

I delivery up/destruction of infringing articles;

I damages or, at the pursuer’s option, an account of the defender’s
profits; and
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I judicial expenses (i.e. an award of costs); and

I publication and dissemination of the judgment at the defender’s
expense.

As in England, a successful pursuer may also seek additional damages
for flagrant infringements. The availability of damages as a remedy
generally will be affected if the defender can show (in relation to a
primary infringement) that he did not know and had no reason to believe
that design right subsisted in the design to which the action relates or (in
relation to a secondary infringement) that the impugned goods were
innocently acquired. See SCO: 8.1–8.4 and E&W: 8.1–8.4 for more
details.

Remedies are subject to the Intellectual Property (Enforcement etc.)
Regulations 2006, implementing European harmonising Directive
2004/48/EC including provisions on assessment of damages and orders
for disclosure of information on origin/distribution networks for
infringing goods.

1.4.6 Defences

Available remedies may include:

I no design right in fact subsists/there is no infringement;

I entitlement to a licence of right: if a licence of right is available,
then the owner’s rights against an infringer who undertakes to take
such a licence of right are limited;

I prescription (in Scotland, the relevant period is five years—see
SCO: 1.1.6(5) above).

There is also the possibility of raising a counterclaim for unjustified
threats (see SCO: 10.3.2). ‘‘Innocence’’ may also provide a limited
defence to an award of financial remedies.

1.4.7 References

C. P. Tootal, Law of Industrial Designs: Registered Designs, Copyright and
Design Right (CCH editions, 1990).

A. Russel-Clarke, Copyright in Industrial Designs (7th edn, Sweet &
Maxwell, 2005).

C. Fellner, Industrial Design Law (Sweet & Maxwell, 1995).
Laddie, et al., The Modern Law of Copyright and Designs (3rd edn,

Butterworths, 2000)
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1.5 COPYRIGHT

1.5.1 Legislation

Copyright law in Scotland is governed by UK statute, the Copyright
Designs and Patents Act 1988 (CDPA 1988) as amended. The United
Kingdom is a signatory to several international conventions whereby (in
general) it recognises works created by foreign nationals.

1.5.2 Subsistence

Copyright is the right of the originator of original literary, dramatic,
artistic or musical works, sound recordings, films, broadcasts and
published editions, or successor in title, to control the reproduction of
the work.

Copyright arises as of right if the relevant criteria are fulfilled and no
registration is required. The requirement of originality is low.

Literary works includes a table or compilation (including a database
in appropriate cases) and computer programs. Literary merit is irrel-
evant. Artistic works are not dependent on aesthetic merit. The defi-
nition of artistic work includes graphic works, works of architecture in
the form of buildings or models of buildings, photographs, sculptures or
works of artistic craftsmanship. Graphic works include drawings, dia-
grams, maps, charts or plans, and therefore include manufacturing and
engineering drawings and designs.

Rights also exist in some cases for performers in respect of recordings
of their performance.

Moral rights
The CDPA 1988 provides for certain moral rights for authors. These
include the right to be identified as the author of a work and the right to
object to derogatory treatment of a work. The right of the author to
restrain false attribution of authorship of a work also exists. There are
many exclusions to the ability to enforce moral rights. The rights to be
identified as author of a work and to object to derogatory treatment
subsist for the duration of copyright in the relevant work. The right to
prevent false attribution continues for 20 years after a person’s death.
Moral rights cannot be assigned although they can be waived.

1.5.3 Term

Copyright generally subsists for the life of the author plus 70 years (for
artistic, literary, dramatic and musical works) and 70 years for other
works provided that a similar term is given by a foreign national’s
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country of origin. The main exceptions to this are sound recordings and
broadcasts in which copyright subsists for 50 years and typographical
arrangements, in which copyright subsists for 25 years. There are also
specific provisions for certain computer-generated works. The first
owner of copyright is generally the author unless the author is in full-
time employment, in which case the owner is the employer.

1.5.4 Infringement

What constitutes infringement?
Copying a work is the principal form of copyright infringement.
Copying of a literary, dramatic, musical or artistic work means repro-
ducing the work in any material form. As copying is an essential element
of all infringements, copyright protection does not confer an absolute
monopoly right. Infringement can be direct or indirect. Reproducing
includes storing the work electronically, although there are various
exceptions.

The copying need only be of a ‘‘substantial part’’ of the protected
work and not exact. The Scottish courts will take the same approach as
the English courts in assessing whether there has been copying of a
substantial part of the pursuer’s work. For example, quoting with
approval from the decision of the House of Lords in the English case of
Designers Guild v Russell Williams (Textiles) [2000] 1 W.L.R. 2416, the
court in Scottish and Universal Newspapers v Mack (Court of Session,
June 5, 2003, unreported) held that the key issue was whether the
alleged infringing work had copied the copyrighted work, irrespective of
whether copyright would also exist in the infringing work. Infringement
can also occur by dealing in infringing copies, for instance by import-
ation or possession, provided that the defendant knew or had reason to
believe that the goods were infringing. There are also various permitted
acts, such as reporting current events, criticism and review, and in
relation to libraries.

Criminal offences
Criminal offences also exist for importing, selling, hiring, offering to
expose for sale or hire, exhibiting or distributing an infringing article if
the defendant knows or has reason to believe that it is infringing.
Conviction can result in imprisonment and/or a fine.

There are also various criminal offences in relation to the cir-
cumvention of certain technological measures designed to protect
copyright works. Proceeds from criminal infringement may also be
subject to confiscation: see E&W: 1.5.4.
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1.5.5 Remedies

The available remedies may include:

I interim or permanent interdict (a restraining order, the Scottish
equivalent to the English prohibitory ‘‘injunction’’);

I damages or, at the pursuer’s option, an account of the defender’s
profits;

I delivery up or destruction of infringing goods;

I judicial expenses (i.e. an award of costs); and

I publication and dissemination of the judgment at the defender’s
expense.

Either damages or an account of profits can be applied for, but if an
account of profits is chosen there can be no award of additional damages
for flagrant infringement (Redrow Homes Limited v Betts Brothers Plc
[1998] R.P.C. 793). In Sietech Hearing Limited v Borland and Others
[2003] E.C.D.R. 26 where due to a lapse of time it was improbable the
items would still be held by the defender, delivery up was refused.

These issues are discussed in greater detail at SCO: 8.1–8.4 and at
E&W: 8.1–8.4.

Remedies are subject to the Intellectual Property (Enforcements etc.)
Regulations 2006, implementing European harmonising Directive
2004/48/EC including provisions on assessment of damages and orders
for disclosure of information on origin/distribution networks for
infringing goods.

1.5.6 Defences

The available defences may include:

I that the alleged work lacks originality or is not otherwise entitled to
copyright protection;

I no infringement (e.g. no substantial part copied);

I prescription (in Scotland, the relevant period is five years—see
SCO: 1.1.6(5) above);

I exhaustion of rights (see Pt B).

1.5.7 References

Copinger/Skone James, Copyright (15th edn, Sweet & Maxwell, 2007).
Laddie et al., Modern Law of Copyright (3rd ed., Butterworth, 2000).
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1.6 REGISTERED TRADE MARKS

1.6.1 Legislation

UK national trade marks registrations are governed by UK statute, the
Trade Marks Act 1994, enacted pursuant to EC Directive 89/104.
Community Trade Marks can also be enforced in Scotland, as in
England and Wales, pursuant to Council Regulation 40/94 (see Pt B for
more details).

1.6.2 Grant

Trade marks are registered for any sign that is capable of being rep-
resented graphically and is ‘‘capable of distinguishing goods or services
of one undertaking from those of other undertakings’’. UK national
trade mark registrations can be applied for through the UK Intellectual
Property Office. Separately, Community-wide protection can be
obtained through the Community Trade Mark, which is applied for and
registered with effect across the European Union at the Office for
Harmonisation in the Internal Market in OHIM, Alicante, Spain
(CTM—see Pt B).

1.6.3 Term

The term of a UK trade mark registration is effectively perpetual as long
as the renewal fees are paid. The initial term is 10 years and the regis-
tration may be renewed at 10-yearly intervals.

1.6.4 Infringement

What constitutes infringement?
Infringement of a registered trade mark takes place if a person uses in the
course of trade:

(a) an identical sign on goods or services identical to those for which
the mark relied upon is registered;

(b) an identical sign on goods or services similar to those for which the
mark relied upon is registered;

(c) a similar sign on goods or services which are identical or similar to
those for which the mark relied upon is registered.

In the case of (b) and (c) there must be a likelihood of confusion on the
part of the public between the allegedly infringing sign and the regis-
tered mark.
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There will also be infringement if there is use in the course of trade of
an identical or similar sign where the registered trade mark has a
reputation in the United Kingdom and the use of the sign being without
due cause takes unfair disadvantage of, or is detrimental to, the dis-
tinctive character or repute of the trade mark. Although the UK Trade
Mark Act 1994 on its face provides for infringement in such cases only
where the goods or services to which the impugned sign is applied are
not similar to those covered by the trade mark registration in question,
the Scottish courts interpret UK legislation in line with the ruling of the
ECJ in Davidoff v Gofkid (January 2003, [2003] E.T.M.R. 42) to the
effect that EC Directive 89/104 provides for infringement by use of an
identical or similar sign in relation to identical, similar and non-similar
goods (i.e. not just non-similar goods) where the pursuer can prove the
requisite unfair advantage or detriment to the distinctiveness or repute
of his registered mark.

Pursuant to the Paris Convention, if a trade mark is well known in the
United Kingdom, but is not the subject of a UK trade mark registration,
then the owner can obtain an interdict against the use in the United
Kingdom of an identical or similar trade mark in relation to identical or
similar goods or services, where the use is likely to cause confusion. This
may be done even if the owner has not actually established any goodwill
in the United Kingdom in respect of the well known trade mark.

Use of the sign includes using it on goods or packaging, advertising
and importing or exporting goods under the sign.

To amount to infringement under the Trade Marks Act 1994, the use
of the allegedly infringing sign must amount to use of that sign within the
United Kingdom. This can cause particular issues when trade marks are
used in Internet domain names and on websites. The Scottish courts
will take a broadly similar approach to that of the English courts in
determining when online use of a sign is use within the United
Kingdom. In Bonnier Media Limited v Greg Lloyd Smith and Kestrel
Trading Corporation [2002] E.T.M.R. 86, the court noted with approval
the decisions of the English High Court in 800-FLOWERS Trade Mark
[2002] F.S.R. 191 and Euromarket Designs Inc v Peters [2001] F.S.R.
228, concluding that a website should not be considered as having
delictual (i.e. tortious) consequences in any jurisdiction in which it was
‘‘unlikely to be of significant interest’’. Instead, the court looked to the
question of whether the website was likely to have a significant impact in
the jurisdiction in question, considering in particular at which markets it
was ‘‘aimed’’ and where the activities carried out through the website
would have their ‘‘main effect’’.

Certain exemptions from infringement apply—see E&W: 1.6.4 and
below.
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Criminal offences
There are also the following criminal offences in relation to registered
trade marks:

(1) It is an offence either with a view to gain or with intention to cause
loss to another and without the trade mark owner’s consent:

(a) to apply a registered mark or one likely to be mistaken for it to
goods or their packaging;

(b) to sell, hire or distribute such goods;

(c) to possess or have custody of such goods in the course of
business with a view to doing anything falling within (b)
above.

(2) There are also offences in relation to preparing, using or
possessing packaging and other materials bearing infringing
marks and making or possessing articles designed or adapted for
making copies of a registered mark or a mark likely to be mistaken
for it.

These offences can lead to imprisonment or fines. See SCO: 10.5–10.6
for more detail in relation to criminal prosecutions.

1.6.5 Remedies

The available remedies for infringement may include:

I interim or permanent interdict (a restraining order, the Scottish
equivalent to the English prohibitory ‘‘injunction’’);

I damages or, at the pursuer’s option, an account of the defender’s
profits;

I delivery up/destruction of infringing goods;

I judicial expenses (i.e. an award of costs); and

I publication and dissemination of the judgment at the defender’s
expense.

See SCO: 8.1–8.4 and also E&W: 8.1–8.4 for more details. Remedies
are subject to the Intellectual Property (Enforcements etc.) Regulations
2006, implementing European harmonising Directive 2004/48/EC
including provisions on assessment of damages and orders for disclosure
of information on origin/distribution networks for infringing goods.

1.6.6 Defences

There are various defences to a civil action for infringement. For
example, a registered trade mark is not infringed by the use of a sign for
the purposes of indicating the kind, quality, origin or other character-
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istics of goods or services provided that such use is in accordance with
honest practices. Comparative advertising that is in accordance with the
relevant UK legislation is also permitted. Other possible defences to
infringement include:

(a) a challenge to the validity of the trade mark registration relied
upon (for example, a counterclaim for a declaration of invalidity or
revocation for non-use). A pursuer should always make an
assessment of the risks of such a counterclaim before initiating
an action. The validity of the mark is nearly always put in issue in
proceedings;

(b) bona fide use of the defender’s own name;

(c) prescription (in Scotland, the relevant period is five years—see
SCO: 1.1.6(5) above).

There is also the possibility of a counterclaim for unjustified threats—
see SCO: 10.3.2.

In some circumstances acts which would otherwise amount to trade
mark infringement, namely the importation into or sale in the United
Kingdom of parallel distributed goods (i.e. genuine goods source from
outside the United Kingdom), will not in fact be actionable as trade
mark infringement because of the principles of European Community
exhaustion of rights (see B1.7 and C4).

1.6.7 References

Kerly’s Law of Trade Marks (14th edn, Sweet & Maxwell, 2005).
Institute of Trade Mark Agents, The Trade Mark Handbook (Sweet &

Maxwell, 2008).

1.7 UNREGISTERED TRADE MARKS (‘‘PASSING
OFF’’)

1.7.1 Legal basis for protection

There is no statutory right. Protection is under the common law right of
‘‘passing off’’ based on precedent case law. The common law of passing
off in Scotland is essentially the same as that in England.

1.7.2 Subsistence

If goodwill is acquired by a trader in his goods, name or mark and
another trader misrepresents his own goods, name or mark in a way that
leads to confusion which would cause damage to the first trader, the first
trader has the right to stop this misrepresentation.
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1.7.3 Duration of protection

As in England and Wales, a pursuer will be entitled to protection for as
long as his mark or trading style benefits from a protectable degree of
goodwill. There is therefore no time-limit on bringing a claim, subject to
prescription (in Scotland, the relevant period is five years, see 1.1.6(5)
above) and defences of acquiescence, etc.

1.7.4 Infringement

As in England and Wales, the pursuer must establish the following.

(1) He has goodwill in his mark or style of trading.

(2) The defender has made a misrepresentation.

(3) The misrepresentation is calculated to injure his business or
goodwill.

(4) It would lead to actual or probable damage.

This test is derived from the leading English authority on passing off
Reckitt & Colman v Borden [1990] 1 W.L.R. 491. The Scottish courts
will also prevent the use of delictual (i.e. tortious) ‘‘instruments of
fraud’’ in line with the decision of the English Court of Appeal in British
Telecommunications Plc v One In A Million Limited [1998] F.S.R. 265.

In a decision in Scotland concerning use of the name ‘‘Grant’s’’ for
alcoholic beverages, the court found in favour of the pursuers and held
that passing off was established. In the course of the judgment, the court
gave its view on many of the difficult issues which often arise in passing
off cases. This is a landmark judgment in the law in Scotland on passing
off (William Grant & Sons Limited v Glen Catrine Bonded Warehouse
Limited (No.2) 1999 G.W.D. 15–714). The Inner House considered the
case on appeal. While it was not argued on appeal that there should not
be a finding of passing off, the Inner House considered interesting issues
regarding acquiescence (as there was substantial delay between the
pursuer being aware of some of the defender’s conduct and the action
being raised), when an interdict is appropriate, the extent to which an
interdict could impact on activities outside the United Kingdom and the
extent to which this is relevant to the grant of an interdict (William Grant
& Sons Ltd v Glen Catrine Bonded Warehouse Ltd (No.3) 2001 SLT
1419).

1.7.5 Remedies

The successful pursuer may be entitled to remedies including:

I interim or permanent interdict (a restraining order, the Scottish
equivalent to the English prohibitory ‘‘injunction’’);
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I damages or, at the pursuer’s option, an account of the defender’s
profits;

I delivery up or destruction of infringing goods;

I judicial expenses (i.e. an award of costs); and

I publication and dissemination of the judgment at the defender’s
expense.

These remedies are explained in more detail at SCO: 8.1–8.4 and at
E&W: 8.1–8.4. For the Intellectual Property (Enforcement) Regu-
lations 2006 see SCO: 1.6.5 above.

1.7.6 Defences

The available defences may include:

I denial of the pursuer’s case

I prescription (see SCO: 1.7.3 above).

1.7.7 References

C. Wadlow, The Law of Passing Off (3rd edn, Sweet & Maxwell, 2005).
D. Young, Passing Off (3rd edn, Sweet & Maxwell, 1994).
Drysdale and Silverleaf, Passing Off: Law & Practice (2nd edn,

Butterworths, 1995).

1.8 CONFIDENTIAL INFORMATION AND TRADE
SECRETS

1.8.1 Legal basis for protection

The right to prevent disclosure or misuse of confidential information
and trade secrets arises under common law. There is no statutory pro-
tection. The position in Scotland and England is broadly the same.

1.8.2 Subsistence

A pursuer is entitled to protect information and trade secrets provided
that the relevant information has the requisite confidential nature and
has been imparted in circumstances of confidence. Case law has defined
the ambit of the right. Inevitably, each case turns on its facts.
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1.8.3 Duration of protection

The pursuer’s information will be entitled to protection for so long as it
remains confidential, i.e. does not enter the public domain.

1.8.4 Infringement

A party can be protected from breach by use or publication of the
confidential information. Breach of confidence was recently considered
by the Court of Session in the Scottish end of the Douglas v Hello! Ltd
(unreported) litigation involving the rights to the wedding photographs
of Michael Douglas and Catherine Zeta-Jones. An interim interdict was
granted (although subsequently recalled in the light of the decision of
the English Court of Appeal) on the basis that the taking of photos in
circumstances known to be private was in breach of confidence, by
analogy with the decision in Creation Records v News Group Newspapers
[1997] E.M.L.R. 444.

1.8.5 Remedies

The pursuer may have the following remedies:

I interim or permanent interdict (a restraining order, the Scottish
equivalent to the English prohibitory ‘‘injunction’’);

I damages or, at the pursuer’s option, an account of profits;

I delivery up or destruction of infringing materials; and

I judicial expenses (i.e. an award of costs); and

I publication or dissemination of the judgment at the defender’s
expense.

See SCO: 8.1–8.4 for more details.

1.8.6 Defences

A defender may be able to claim:

I the information is not confidential;

I he has committed no breach of any obligation of confidence;

I prescription (in Scotland, the relevant period is five years—see
1.1.6(5) above).

1.8.7 References

L. Clarke (edn), Confidentiality and the Law (Lloyds of London, 1990).
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A. Coleman, The Legal Protection of Trade Secrets (Sweet & Maxwell,
1992).

C. Foster, Disclosure and Confidentiality. A Practitioners Guide (Sweet &
Maxwell, 1996).

F. Gurry, Breach of Confidence (Clarendon Press, 1984, reprinted 1991).
Toulson and Phipps, Confidentiality (2nd edn, Sweet & Maxwell, 2006).

1.9 PLANT VARIETY

1.9.1 Legislation

As in England, this area is governed by the Plant Varieties Act 1997,
which is based on the Convention for the Protection of New Varieties of
Plants. The European Union adopted the Community Plant Variety
Rights Regulation 1994, which caused the UK legislation to be
amended, and to take into account amendments to the Convention.
Rights have also been extended by the Plant Breeders Rights Regu-
lations 1998.

1.9.2 Grant

Registration is necessary. Protection is provided for new plant varieties
which are distinct, uniform and stable. The breeder receives a royalty
from sales. A compulsory licence system is also available.

1.10 INTEGRATED CIRCUIT TOPOGRAPHY

As in England, integrated circuit topography is now protected as a
special form of unregistered design right and is the subject of UK
Regulations, the Design Right (Semiconductor Topographies) Regu-
lations 1989.

1.11 UNFAIR COMPETITON LAW

As in England, there is no unfair competition law as such in Scotland.
See E&W: 1.11.1 for details of the UK alternatives.
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1.12 DATABASES

Under the Copyright, Designs and Patents Act 1988 and Copyright and
Rights in Databases Regulations 1997, there are two levels of protection
for databases in the UK:

(a) full copyright for those who select an arrangement which involves
some creativity which therefore qualifies as a copyright literary
work;

(b) a 15-year ‘‘database right’’ protecting against the unauthorised
extraction or reutilisation of all or a substantial part of the
database contents.

Although there have to date been no Scottish cases in which the pro-
visions for infringement of database rights have been examined in detail,
in Sietech Hearing Limited v Borland and Others [2003] E.C.D.R. 26 the
court accepted that the pursuer’s database rights had been infringed by
unauthorised ‘‘extraction’’ when the contents of certain databases were
copied by the defender onto a floppy disk and the contents of other
databases removed by the defender from the pursuer’s premises.
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2 The Court System

2.1 CIVIL MATTERS: COURTS OF FIRST INSTANCE

In Scotland there are two potential courts of first instance in civil mat-
ters: the Court of Session in Edinburgh and the Sheriff Courts located
throughout the country.

2.1.1 The Court of Session

The Court of Session is the supreme civil court in Scotland. It is located
in Edinburgh in the old Scots Parliament Building and does not go on
circuit. The High Court in London is its nearest English equivalent. The
Court of Session has two courts or houses known as the Outer and Inner
Houses. In the Outer House judges sit alone and are known as Lords
Ordinary. The Inner House generally operates as an appellate court (see
SCO: 2.2 below).

Normally disputes regarding intellectual property are raised in the
Outer House of the Court of Session. The Court of Session has
exclusive jurisdiction within Scotland over certain types of IP dispute;
there are also three specialist judges in the Outer House known as the
‘‘intellectual property judges’’ who have been appointed to hear such
actions at first instance. The intellectual property judges do, however,
share other judicial duties, which include going on circuit as a criminal
High Court judge. Should they be on circuit, or involved in other civil
business, they are not available to deal with intellectual property actions.
On such occasions another judge will hear the action.

The Court of Session is the only Scottish court with jurisdiction to
deal with matters primarily relating to patents. It also has exclusive
jurisdiction in relation to certain questions dealing with registered trade
marks, rectification or correction of the UK Trade Marks Register and
registered designs.

2.1.2 The Sheriff Court

Scotland is split into six sheriffdoms, with each sheriffdom being further
subdivided into sheriff court districts of which there are 49. At first
instance a case will be heard by a sheriff. Each sheriffdom has a senior
sheriff appointed to it and he is known as the Sheriff Principal. Sheriffs
and sheriffs principal are experienced advocates or solicitors. Although
there is no upper financial limit in the Sheriff Court one tends to find
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that actions in the Sheriff Court are of lower value and of less signifi-
cance and complexity than actions raised in the Court of Session.

The jurisdiction of the Sheriff Court in intellectual property cases is
limited.

2.2 CIVIL MATTERS: COURTS OF APPEAL

An appeal can be marked from a sheriff to the sheriff principal, there-
after to the Inner House of the Court of Session and from there to the
House of Lords. An appeal can also be marked direct from the sheriff to
the Inner House of the Court of Session.

From the Outer House of the Court of Session, appeals lie to the
Inner House (effectively the equivalent to the English Court of Appeal).
The Inner House is split into two divisions of equal authority known as
the First and Second Divisions. When necessary, a further ad hoc div-
ision called the Extra Division may also sit. A Division comprises four
judges although the quorum is three. From the Inner House, appeal can
be made to the House of Lords in London sitting as a Scottish Appellate
Court. In practice, this means that two of the five judges sitting in the
House of Lords will usually be Scottish. Unlike England, leave is not
always required to appeal to the House of Lords from a decision of the
Inner House (Court of Session Act 1988 s.40). For example, leave was
not required to appeal to the House of Lords in Buchanan v Alba
Diagnostics [2004] R.P.C. 34 against an interlocutor which had effec-
tively disposed of all of the issues in controversy between the parties,
notwithstanding that a counterclaim for damages remained to be
assessed. A case cannot be appealed directly from the Outer House to
the House of Lords.

2.3 CIVIL MATTERS: OTHER COURTS

Access to the European Court of Justice can be obtained as appropriate
pursuant to the EC Treaty from either House of the Court of Session,
from the Sheriff Court or from the House of Lords sitting as a Scottish
appellate court. See E&W: 2.3.1 for further details of the European
Court of Justice. In the intellectual property context, the making of a
reference to the ECJ is of particular significance where rights have been
the subject of EC harmonising legislation (such as registered trade
marks or registered designs).
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3 Legal Professions

3.1 INTRODUCTION

The position in Scotland is much the same as in England in relation to
representation and privileged communications. In the Sheriff Court
solicitors automatically have rights of audience and it is common for
solicitors to conduct the case. In the Court of Session, however, soli-
citors do not have rights of audience unless they have qualified as sol-
icitor-advocates (see SCO: 3.2 below). Steps are also being taken to
allow patent and trade mark agents to qualify for conduct of Scottish
litigation.

3.2 ROLES OF PROFESSIONALS IN LITIGATION

The roles of solicitors and advocates are the same in Scotland as the
roles of solicitors and barristers in England. As in England advocates are
divided into senior or Queen’s Counsel (QCs) and junior counsel. In
1992 the concept of a solicitor-advocate was introduced in Scotland.
These are solicitors who have applied for, been examined and found
suitable to enjoy the same rights of audience as advocates in the Court of
Session, House of Lords and Privy Council. As in England, a number of
solicitor-advocates are now Scottish QCs.

3.3 QUALIFICATIONS AND REGULATION

The Law Society of Scotland performs the same function as the Law
Society in England. The Faculty of Advocates is the Scottish equivalent
to the English Bar.

In so far as entry to the Faculty of Advocates is concerned, a university
law degree is required. Advocates are also required to have completed at
least one year’s training in a solicitor’s firm before going to the bar. A
training programme which is held in the months of September and
October each year must then be completed followed by a period, usually
nine months, of ‘‘devilling’’ which is the Scottish equivalent to ‘pupil-
lage’ in England. During this period of devilling the prospective advo-
cate shadows an experienced junior advocate. Although for
administrative purposes advocates are divided into groups called
‘‘stables’’, there are no Inns of Court as in England and also no cham-
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bers system. When an advocate has completed the devilling period he is
‘‘called’’ to the Bar and becomes a member of the Faculty of Advocates.

3.4 FEES

Solicitors normally charge an hourly rate although if they are offering an
advocacy service, it is not uncommon for a daily rate to be agreed. If an
advocate is being instructed, it is unusual, in Scotland, for a brief fee to
be paid. Normally a daily rate is agreed, which daily rate will include an
element of preparation. If there is extensive preparation for a case, as
with most patent cases, a daily rate for preparation will also be nego-
tiated.

Unlike their English counterparts, Scottish solicitors have always
been entitled to act on a no win/no fee basis. Until recently the fee that
they were entitled to recover was that which the Auditor of Court would
normally allow. In other words, they did not receive an enhanced fee in
the event of success. Solicitors are now entitled to enter into agreements
with their client whereby the solicitor will take on work on a speculative
basis. If successful, the solicitor will be entitled to increase his fee by a
figure not exceeding 100 per cent of the expenses prescribed in the
Judicial Table. Since most commercial legal firms charge in excess of the
Judicial Table, the enhancement is more illusory than real.
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4 The Procedure in Civil
Courts

Although intellectual property infringements involve substantively the
same law in Scotland as in England, court procedure is not the same.
This chapter gives an outline of Scottish procedure generally, with
special aspects of intellectual property litigation noted at Chapter SCO:
10 below. Since most intellectual property actions are raised in the
Outer House of the Court of Session (see SCO: 2.1.1 above), this
Chapter will deal with Court of Session procedure only. Intellectual
property actions relating to patents, designs, trade marks and copyright
are dealt with under a special set of rules at the Court of Session—see
SCO: 10 below. Other forms of intellectual property action may be
brought under the ordinary rules of the Court of Session or, in appro-
priate cases, as a Court of Session ‘‘Commercial Action’’. This chapter
considers the ordinary procedural rules of the Court of Session.

4.1 PARTIES TO LITIGATION

In Scottish terminology the claimant (typically the rights holder or
exclusive licensee in an intellectual property context) is generally known
as a pursuer and the defendant (the infringer) is referred to as a
defender. If the petition procedure is adopted (see SCO: 4.3.1 below)
the parties are known as the petitioner and respondent. Similar factors
will apply in Scotland as in England in relation to the issue of whether
two or more parties or a company and its directors or other parties to a
‘‘common design’’ should be sued together as co-defenders on the basis
that they have joined together in the commission of the acts complained
of (see E&W: 4.1). For example, a corporate co-defender in Sietech
Hearing Limited v Borland and Others [2003] E.C.D.R. 26 was found
liable for breach of confidence on the basis that the company was con-
trolled by the first two defenders and that their knowledge of the breach
of confidence could therefore also be attributed to it.

4.1.1 Adding parties during an action

A defender can, with the leave of the court, bring in a third party to the
action by ‘‘third party notice’’ if the defender is able to argue that he has
a right of relief, contribution or indemnity from the third party. Third
party procedure is also available if a person whom the pursuer is not
bound to call as a defender should, in the opinion of the defender, be
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made a party to the action along with the defender because such person
is solely liable or jointly or jointly and severally liable with the defender
to the pursuer in respect of the subject-matter of the action or is liable to
the defender in respect of a claim arising from or in connection with the
defender’s liability to the pursuer. These provisions are available to a
third party convened in the action and a ‘‘third party notice’’ can also be
applied for by a pursuer against whom a counterclaim has been made, in
relation to pursuer’s liability under that counterclaim.

4.1.2 Contribution where defenders jointly and severally
liable

Under the Law Reform (Miscellaneous Provisions) (Scotland) Act
1940 s.3, where in any action of damages arising from wrongful or
negligent acts two or more persons are found jointly and severally liable
in damages, they shall be liable to contribute in such proportions as the
court considers just.

4.2 SERVICE OF PROCEEDINGS

4.2.1 Service within the UK

On individuals
Service within the United Kingdom on individuals can be effected in
one of the following ways:

(a) by tendering the documents to the individual;

(b) by leaving the document in the hands of a person, failing which
depositing it, in a dwelling house where the person executing
service, after due inquiry, has reasonable grounds for believing
that the individual resides but is not presently available;

(c) by leaving the document in the hands of a person or depositing it at
a place of business where the person executing service, after due
inquiry, has reasonable grounds for believing that the individual
carries on business; or

(d) by posting the document to the known dwelling house of the
individual by first class recorded delivery post.

In the first three modes of service, the citation is normally effected by
messengers-at-arms who are officers of the court. Postal service may be
effected by messengers-at-arms or by the party’s agent.

4.1 SCOTLAND
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On registered companies
Service on registered companies within the United Kingdom can be
effected by either:

(a) first class recorded delivery post to the registered office, other
official address or place of business of the company; or

(b) messengers-at-arms leaving a copy of the document at the
registered office or place of business in such a way that it is likely
to come to the company’s attention.

Postal service may be effected by the party’s agent.

4.2.2 Service outside the UK

Outside the United Kingdom, methods of service are effectively deter-
mined by reference either to any convention or treaty arrangements in
place with the country in question or by the national laws of that
country. Unlike in England, there is no need to seek the leave of the
court to serve proceedings outside the United Kingdom. Various rules
on translation etc. apply.

4.3 PRE-TRIAL PROCEDURES

4.3.1 Starting the action

The initiating document in the Court of Session is a petition or sum-
mons. Infringement actions usually proceed by way of summons. Pro-
ceedings for revocation or invalidation of a registered right that are
commenced independently of any infringement action would be
brought by petition. A summons will set out the remedies sought by the
pursuer or petitioner (called the ‘‘Conclusions’’ in a summons), the facts
upon which the pursuer or petitioner relies and the legal propositions
(called the ‘‘Pleas-In-Law’’) which when applied to the facts entitle the
pursuer or petitioner to the remedies sought. The procedure set out
hereafter is the procedure which is followed when a summons initiates
the proceedings. The summons is submitted to the court for ‘‘signett-
ing’’ (effectively formal issuing) prior to service. If the defender is
domiciled within the European Union, 21 days must elapse after service
before the pursuer can lodge the summons in court and have the case
‘‘called’’ (that is, formally start the action). If the defender’s domicile is
not in the European Union, the period of notice is 42 days. Upon the
case being called, the defender has three days in which to enter
appearance in the action and seven days in which to lodge defences.
Failure to enter appearance or to lodge defences will entitle the pursuer
to seek decree in absence against the defender.
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4.3.2 Pleadings

Statement of claim
Unlike in England, all relevant matters are pleaded in the petition or
summons. There are no separate ‘‘Statements of Case’’ or ‘‘Particulars
of Infringement’’. The factual averments are set out in numbered
paragraphs (known as Articles of Condescendence in a summons) with
conclusions and pleas in law at the end setting out the orders sought and
legal basis upon which the action is brought.

Defences and counterclaim
Defences must be lodged within seven days of the case being ‘‘called’’
(see SCO: 4.3.1 above). The defences consist of numbered paragraphs
corresponding to the numbered Articles of Condescendence as con-
tained in the summons. The averments in the defences are intended to
answer the factual averments contained in the Articles of Conde-
scendence. As a matter of general practice, the defender’s Answers to
the pursuer’s Articles of Condescendence will take the form of a series of
specific admissions, followed by a general denial of all outstanding
averments in dispute between the parties and an exposition of the
alternative set of facts averred by the defender. At this stage a
counterclaim can be made if it is thought appropriate, for example, for
revocation of a registered intellectual property right. Counterclaims can
also be added at a later stage, although this will require the leave of the
court after the Record has been closed (see immediately below).

Adjustment of pleadings
Following the intimation of the defences, a document known as an
‘‘Open Record’’ is made up. This combines the summons and defences
in order that the parties can see more readily what the issues are between
them. In the Open Record each Article of Condescendence will have
immediately following it the corresponding answer from the defences.
There then follows a period of eight weeks in which the parties are
entitled to ‘‘adjust’’ (i.e. make changes to) their pleadings without
requiring the leave of the court. It is not uncommon for either or both
parties to seek additional time to enable the pleadings to be adjusted.
When the pleadings have been fully developed the adjustment process
ends and a document known as a ‘‘Closed Record’’ is prepared by the
pursuer which reflects both parties’ pleadings as they have been
adjusted. There is no formal document comprising the pursuer’s
‘‘reply’’ to the defences, any relevant counter-arguments being incor-
porated into the pursuer’s Articles of Condescendence by the process of
adjustment, although if a counterclaim is made, the pursuer will lodge
Answers to it, which will then be incorporated in the Record. After the
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Record has been closed, the parties require the leave of the court to
make further changes to their pleadings. That process is called
‘‘amendment’’ and also carries costs consequences for the party
amending.

4.3.3 Disclosure and inspection, etc. of documents

On the bases discussed further at Chapter SCO: 5 below, it is open to
either party to enrol a motion for the recovery of a document or docu-
ments. When such a motion is enrolled, the party seeking to recover the
documents prepares a ‘‘specification’’ detailing the nature of the docu-
ment and the matter in respect of which information is sought. For
example a party might call for production of any note, minute, mem-
orandum or other document recording what was agreed at a particular
meeting. Even from this very brief description it will be seen that the
procedure for recovering documentary evidence in Scotland is con-
siderably different from that in England (see E&W: 5.1 et seq). There is
no equivalent in Scotland to the exercise of automatic ‘‘standard dis-
closure’’, the discovery of documents in Scotland being strictly limited
to documents sought on application to the court and falling within a
specification drawn up by the party seeking disclosure. Notwithstanding
the curtailment of recovery of documentary evidence brought about in
England following the Woolf changes, the procedure in Scotland
accordingly remains much less cumbersome and is very much less
labour-intensive than English ‘‘disclosure’’. Accordingly, there is a sig-
nificant reduction in costs when dealing with this aspect of a case in
Scotland compared to England. There is no obligation on a party to
disclose to another party a document relevant to the proceedings unless
specifically founded upon in the pleadings or a specification of docu-
ments which is sufficiently wide in its terms to be capable of including
the document is prepared, lodged by one of the parties and approved by
the court. See SCO: 5.3.1 below for a fuller discussion of this.

4.3.4 Case Management

There is no Scottish equivalent in ordinary civil procedure to the English
procedures of issuing directions and/or holding case management
conferences. Upon the Record closing, the case can go either to a full or
preliminary proof, a proof before answer or to a procedure roll hearing.
A proof is the Scottish term for a trial and is allowed if the parties do not
dispute the legal basis of each other’s respective positions. A proof
before answer is similar to a proof, in that evidence of fact is led, but
allows the parties to reserve their positions on the legal relevancy of each
other’s claims. A proof before answer is allowed when certain facts
require to be determined before submissions on the law can be deter-
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mined. A procedure roll hearing (commonly referred to as a ‘‘debate’’) is
allowed when it is thought that the factual averments made by either
party do not disclose a legally relevant ground for ordering the remedy
or disposal which the party seeks. If one party considers that fair notice
of the case has not been given it should also move for a procedure roll
hearing in order that the court can determine whether sufficient
specification has been given in the pleadings. A procedure roll debate is
the nearest Scottish equivalent to the English ‘‘strike-out’’ application,
although the debate will be concerned with matters of law only (see
further SCO: 7.2.2 below).

In relation to certain specified intellectual property causes, however,
there is provision for procedural hearings to be held after the Record has
closed. This is a feature of the special rules for intellectual property
cases. At the procedural hearing, the future procedure of the cause will
be discussed and determined. The court has a wide discretion to make
orders relating to the cause at this stage. If necessary, a procedural
hearing may be ‘‘continued’’ (i.e. reconvened at a later date) to allow the
parties to take intermediate steps before final procedure is decided
upon. The provisions for procedural hearings apply to most intellectual
property causes including those under the Patents Acts 1949 and 1977,
the Registered Designs Act 1949, the Copyright, Designs and Patents
Act 1988 and the Trade Marks Act 1994. The provisions do not apply to
those causes which relate solely to passing off or breach of confidence.
See SCO: 10.1.3(7) below for a fuller discussion of procedural hearings.

4.3.5 Pre-trial preparation

Subject to any additional orders made by the court at a procedural
hearing, the only formal prerequisites of pre-trial preparation are that a
list of witness be lodged with the court and intimated to the other parties
28 days before the proof. All documents to which reference is to be made
at the proof must also be lodged and intimated 28 days before the proof.
In contrast to the English system, there is no provision in the Court of
Session rules for written witness statements to be exchanged and used in
place of oral evidence-in-chief although this may be ordered on a case-
by-case basis if sought and agreed. It is common practice for each side to
take legally privileged statements from its witnesses (called ‘‘precogni-
tions’’) for the purpose of preparing its case. Precognitions are not
disclosed to the court or the other side and themselves cannot be relied
upon in court by the party taking the statement even if that party wishes
to adduce them in evidence. Precognitions do not replace the giving of
oral evidence-in-chief by the witnesses.
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4.3.6 Costs

The normal rule is that costs/expenses follow success. An award of costs/
expenses will entitle a party in whose favour it is made to recover the
‘‘judicial expenses’’. These will amount to somewhere between 50–70
per cent of the actual costs incurred. The officer of the court whose
purpose it is to tax judicial accounts is known as the ‘‘Auditor of Court’’.
Unlike in England, there is no provision in Scotland for the ‘‘summary
assessment’’ of costs, even after a short hearing. Given the need to
submit a full account to the Auditor in relation to every award made, as a
matter of general practice the taxation of expenses will usually be held
over until the end of the proceedings even if a party is awarded costs in
relation to a particular intermediate hearing or procedural step.

4.3.7 Offers to settle (‘‘Tenders’’)

In England judicial offers to settle (‘‘Part 36 offers’’) may be made by
either claimants or defendants wishing to protect themselves against an
award of expenses. The Scottish equivalent is known as a Minute of
Tender, which may be lodged in the proceedings by a defender at any
time after proceedings have started. There is currently no provision for
Minutes of Tender to be lodged by pursuers in Scotland. The effect of
such a tender on expenses is broadly the same as a defendant’s Part 36
offer in England. Offers to settle not complying with the requirements
for a formal tender may also be made by any party at any time but a
defender should always consider whether it wishes to make a formal
tender in light of the effect on expenses.

4.3.8 Security for costs (‘‘Caution’’)

In Scottish terminology, security for costs is referred to as ‘‘caution’’.
Caution will typically be sought if one party is in financial difficulties or,
depending on the circumstances, living out of the jurisdiction with no
assets within the jurisdiction. A deposit in the joint names of the parties’
solicitors or a bank guarantee are the two most common means by which
an order for caution is satisfied. Caution may be sought against a pur-
suer or a defender; however, an award of caution is at the discretion of
the court and will only be made where required by the interests of
justice. Impecuniosity on its own may not be sufficient basis for seeking
caution and the court is likely to be slow to order caution if it considers
that to do so might exclude a party with a statable case from vindicating
his position by pursuing the litigation.
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4.3.9 Stopping the action

It is always open to a pursuer to abandon the proceedings albeit by so
doing he will be required to make payment of the other party’s judicial
expenses unless a suitable out-of-court agreement is reached.

4.4 PROCEDURE AT TRIAL

The Scottish term for a trial is a proof. There are no opening speeches.
Generally, the pursuer will lead his evidence first. Unless specific prior
agreement has been reached with the court on the use of witness
statements, each witness for the pursuer will be examined in chief by the
pursuer’s lawyer, cross-examined by the defender’s lawyer and re-
examined by the pursuer’s lawyer. The process will then repeat for the
defender’s witnesses. In both examination in chief and in re-examin-
ation leading questions are objectionable in any area which is in dispute.
Re-examination is only permitted on points which have been touched
upon in cross-examination. At the conclusion of the evidence there are
closing speeches. The norm is for the judge to make avizandum which
means that he will reserve his decision for a later date.

4.5 APPEAL PROCEDURE (‘‘RECLAIMING’’)

In Scotland an appeal in the Court of Session is known as a ‘‘reclaiming
motion’’.

4.5.1 Right to appeal/leave

A reclaiming motion to the Inner House of the Court of Session is open
to the unsuccessful party without leave against an interlocutor which by
itself or in conjunction with a previous interlocutor disposes of the whole
subject-matter or merits of a cause. In addition, in the course of a
litigation a party may wish to appeal a number of interlocutory
decisions. Many (listed in the Court of Session rules) can also be
reclaimed without leave, for example, the refusal or grant of an interim
interdict. Otherwise, reclaiming motions will require leave of the court.
The reclaiming motion may need to be lodged within 14 days or 21 days
depending on the nature of the interlocutor to be appealed.

Similarly (as noted at SCO: 2.2 above), leave is not always required to
appeal from the Inner House to the House of Lords. Essentially, leave is
not required to reclaim against a judgment on the whole merits of a
cause or against an interlocutory judgment where there has been a dif-
ference of opinion between the judges in the Inner House.
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4.5.2 Stays pending appeal

Stays pending appeal are not normally granted.

4.5.3 Procedure on appeal

If it is sought to reclaim the decision of the court reached after evidence
has been heard, transcripts of the evidence from the court below will be
transmitted to the Inner House. Essentially, an appeal is only open to the
Inner House or House of Lords on a point of law.
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5 Fact Finding

5.1 BEFORE COMMENCEMENT OF PROCEEDINGS

5.1.1 Informal inquiries

Informal inquiries can be made in the same way in Scotland as is
possible in England.

5.1.2 Court-sanctioned recovery

Pre-action recovery of documents and property is possible under the
Administration of Justice (Scotland) Act 1972. The Administration of
Justice (Scotland) Act 1972 s.1, provides:

1.(1) Without prejudice to the existing powers of the Court of
Session and of the Sheriff court, those Courts shall have power,
subject to the provisions of subsection (4) of this section, to order
the inspection, photographing, preservation, custody and deten-
tion of documents and other property (including, where
appropriate, land) which appear to the Court to be property as to
which any question may relevantly arise in any existing civil
proceedings before that Court or in civil proceedings which are
likely to be brought, and to order the production and recovery of
any such property, the taking of samples thereof and the carrying
out of any experiment therewith.

Section 1 is a powerful weapon in the hands of a prospective pursuer,
particularly in relation to intellectual property litigation.

A s.1 order is sought by way of a petition against a ‘‘haver’’, (the holder
of the relevant documents or property) who may be the prospective
defender or a third party in possession of the relevant documents or the
property concerned.

An order may also be sought requesting any person (not just a party)
to disclose any information held about any person who might be a
witness or defender in civil proceedings: Administration of Justice Act
(Scotland) 1972 s.1(1A).

5.1.3 Prerequisites of a s.1 order

For a s.1 order to be sought an action must be pending or ‘‘likely to be
brought’’. (This following discussion deals with the latter situation,
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where the order is sought before commencement of proceedings. The
applicability of s.nbsp;1 after commencement of proceedings is con-
sidered at 5.2 and 5.3.)

The likelihood of proceedings being brought must be higher than a
mere suspicion or hope. There must be a prima facie case. Averments
must be made in the petition seeking the order regarding the substance
and basis of the case which will be brought. The documents or property
of which recovery is sought must be necessary to make the pleadings in
the case more specific or pointed.

In pre-action procedures, the information which recovery of the
property would access must be essential to the pursuer’s case. This will
have particular significance in patent infringement litigation where
pleading a relevant case will require specific averments regarding the
particular acts of infringement and claims which have been infringed. If
the order is to be granted ex parte, there must be a risk of destruction or
concealment of the property justifying proceeding without notice
although the threshold in this regard is generally not as high as in
relation to an English search order. The property sought must be cor-
poreal, although this would include a video recording of a process. A s.1
order can be used to recover much more than simply documents.

As well as lodging the petition, a person seeking the order must, very
unusually for Scotland, lodge an affidavit supporting the averments in
the petition and also, again unusually, undertake to the court that they
will comply with any order for compensation arising out of the grant of
the order and will bring any proceedings within a reasonable time of
execution of the s.1 order. The party seeking recovery must also
undertake to use any recoveries only for the purpose of the intended full
proceedings. Further, it is expressly provided that the court may order
advance notice to be given of the application. Finally, there are rules
regarding service and execution of the order, similar to the English
Practice Direction regarding who may be present, the attendance of
females and the hours during which an order may be served.

5.1.4 Features of a s.1 order

It is not only recovery, but also ‘inspection, photographing, . . .’, etc
which may be authorised. This may be useful where the property at issue
could not (e.g., because of its size) or ought not (e.g., because of the
severe financial hardship which might accrue to its owner) be recovered.

By virtue of the Civil Jurisdiction and Judgments Act 1982 s.28, it is
possible to petition the Court of Session in Scotland for an order for the
recovery of property in Scotland which will be used in evidence in
proceedings in other contracting states to the Brussels I Regulation or
Brussels or Lugano Conventions or in England, Wales or Northern
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Ireland. On application, the court may also grant permission for
documents or property recovered under an s.1 order for use in Scottish
proceedings to allow those documents/property also to be used in liti-
gation in other jurisdictions.

In Scotland it is possible to lodge a caveat with the court which affords
the caveator an opportunity to be heard by the court before certain types
of interim order are pronounced (see SCO: 7.1.4). However, this pro-
cedure does not apply to s.1 orders. If an s.1 order is sought ex parte,
there is therefore no opportunity on the part of the party against whom
the order is sought to be heard before it is granted (although they may
later object to inspection of the property recovered), although, as
mentioned above, it is possible that the court may order such notice to
be given. For this reason, interim orders should not be sought in the
same petition process as an application for an interim interdict, for
example, as to do so will trigger the caveat and put the intended target on
notice.

5.1.5 Limitations of the s.1 procedure

Nothing in the s.1 affects the law and practice of privilege and confi-
dentiality. Legally privileged documents are typically excluded from the
specification identifying the documents sought. Although confidential
documents and property may be recovered at the commission stage (see
5.3.1), these objections may bar subsequent inspection. One exception
to this rule in relation to objections is that the objection of self-incri-
mination may not be raised where the anticipated proceedings relate to
infringement of intellectual property rights or passing-off. Objections
are considered further below.

The Court of Session has exclusive jurisdiction over this type of order.

5.1.6 Procedure (1): Obtaining the order

A petition will be framed detailing the grounds upon which the order is
sought. If sought ex parte, it will seek first seizure by a commissioner
(invariably a QC) appointed by the court and will include a warrant to
open lockfast places, service of the order upon the haver, a period within
which the haver or any third party having an interest (which is likely to
include the prospective defenders in a substantive action) may lodge
answers to the petition, and then inspection of the property seized. It will
also seek the expenses of the procedure. It will then be presented to the
court and a hearing will take place before an Outer House judge. As the
procedure is invasive, many judges adopt a stringent approach to the
terms upon which the order is sought. A schedule is annexed to the
petition detailing the classes of property of which inspection is sought in
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the same general form as a specification (SCO: 5.3.2 below). A further
schedule lists those who are to effect inspection. The petition will also
identify the persons upon whom service is to be effected. Aside from the
personnel who are required to be present at the commission (when the
order will be executed), it is possible to seek the court’s approval for the
attendance of an expert in the subject-matter to assist the commissioner
in determining what property falls properly within the scope of the
order. It may also be necessary to have an expert who can, for example,
access information held on computer. Objection can be taken to their
attendance at the commission, given this apparent conflict of interest.
However, the order can be framed in such a way as to allow their
attendance solely to assist the commissioner in the execution of his
duties, when called upon to do so by the commissioner, and this is
usually acceptable.

5.1.7 Procedure (2): Execution of the order

The court order will be served on the haver by messengers-at-arms,
following which the commissioner will administer the process of reco-
vering the relevant items which will be noted by a shorthand writer. The
items recovered are then transmitted to the court. The role of the sol-
icitor is to co-ordinate the various personnel involved. If the recoveries
are confidential, steps will be taken at this stage to preserve confiden-
tiality pending inspection.

The haver and any third party having an interest then have 21 days
within which to lodge answers to the petition. If they fail to do so, it is
open to the petitioner to apply for inspection of all recoveries and, in the
absence of an appearance by the haver, this will be granted.

If answers are lodged in timely fashion, before inspection of the
property is allowed by the petitioners, a hearing on the petition and
answers must take place and any objection to the petition procedure
must be resolved. Objections are likely to rely upon a failure to adhere to
any of the prerequisites outlined above (at 5.1.3). An additional
objection might be based upon the commercial hazards for the haver of
having his property inspected by a competitor, but these ought to be
capable of resolution by way of a confidentiality undertaking or
undertakings limiting the persons to whom recoveries may be shown as
either agreed or imposed by the court. Such undertakings are not
uncommon.

5.1.8 Expenses

The expenses involved in a s.1 petition, from its commencement until
inspection, may be of the order of £10,000–£15,000. If the order is
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successful judicial expenses may be recoverable from the haver. These
are likely to amount to between one-half and two-thirds of the actual
expenses involved.

Opposed applications
If answers are lodged the further expenses incurred will depend upon
the nature of the objection and the length of hearing required to resolve
the matter. They may be considerable. Expenses will probably follow
success.

5.2 AFTER COMMENCEMENT OF PROCEEDINGS

When proceedings have been brought, documents and other property
may be recovered by way of common law ‘‘commission and diligence’’ or
under the 1972 Act. In the current practice, the distinction between a
common law ‘‘commission and diligence’’ and s.1 application is of little
practical relevance in procedural terms.

5.2.1 Section 1 commission and diligence after
commencement of proceedings

A common law ‘‘commission and diligence’’ relates to recovery of
documents. If property other than documents is sought, resort must be
had to s.1 since only documentary evidence may be recovered by way of
a commission and diligence.

The principles to be applied are broadly the same as those that apply
before proceedings are commenced. The prerequisites set out at 5.1.3
apply although, once an action is pending, notice of any application
should be given to all parties and no supporting affidavit or under-
takings are required. The party seeking recovery may only use the
documents/property recovered in the pending proceedings unless leave
to use in another jurisdiction is also sought and granted.

5.2.2 Procedure

A commission and diligence order can be sought at any point during a
court action. The procedure is as follows:

Obtaining the order
A specification is prepared detailing the documents sought to be
recovered. A motion is intimated to the other parties and to the Lord
Advocate (if the property sought is in the hands of the Crown) and
thereafter enrolled at court. The other parties may oppose the motion
and, if so, the matter will be decided at court.
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Optional procedure
If the other party, the haver or the Lord Advocate do not object and the
order is granted without objection or after a hearing, it is normal to
proceed under the ‘‘optional procedure’’. Under this, a copy of the
specification, together with certain forms prescribed by the rules of
court, are served upon the haver. If the haver agrees to follow the
‘‘optional procedure’’, he is then required to transmit all relevant
documents in his possession to the court within seven days of service of
the order together with a signed certificate attesting to the completness
of his disclosure exercise.

Commission and diligence
There is no obligation upon any party or haver to use the ‘‘optional
procedure’’. The alternative is to hold a commission. When the speci-
fication of documents has been approved by the court, the interlocutor
will also allow a commission and diligence and appoint a commissioner
(normally an advocate). If a commission is to be arranged, it is then for
the party seeking recovery to serve a copy of the order upon the haver.
The latter is required to attend the commission and to produce on oath
any documents which he holds that fall within the specification. It is
usual to proceed to a commission where time is of the essence, or where
there is a suspicion that the haver is delaying or choosing not to produce
all the documents within his possession.

Both parties and the haver may be represented at the commission, the
proceedings of which will be noted by a shorthand writer.

5.2.3 Specification of documents

The specification will describe the nature of the documents/property of
which recovery is sought, typically in a series of ‘‘calls’’.

The terms of the specification of documents are subject to certain
constraints, as follows:

(1) Fishing diligence. A ‘‘fishing diligence’’ will not be allowed. Thus,
there must be a basis in the averments in the pleadings for the
documents sought.

(2) Necessity. As with a s.1 order it must be shown that the
documents are necessary for the purpose of enabling a party to
make his pleadings more pointed or specific.

(3) Privilege. The procedure for recovery by way of commission and
diligence in no way alters the rules regarding confidentiality and
privilege. Accordingly, objection may be taken to the inclusion
within the terms of a specification of documents which are
communications between solicitor and client or two or more
solicitors, or which are prepared in connection with the litigation.
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Furthermore, the Crown may object where disclosure would be
contrary to public policy.

If the property sought falls within one of these prohibited categories, it is
not recoverable. Objection ought to be taken by the other party to the
litigation at a hearing on whether the order should be granted. Protec-
tions may be put in place in relation to confidential recoveries—see
SCO: 5.1.7 above.

5.2.4 Expenses

An award of expenses in relation to commission and diligence will
depend upon the procedure adopted.

5.2.5 Enforcement

Failure to obey an order of the court under s.1 or for a commission and
diligence will in either case constitute contempt of court. Before pro-
ceedings can be raised for contempt of court, the concurrence of the
Lord Advocate must be sought as the proceedings are quasi-criminal.
The person in contempt may be warned, fined or imprisoned.
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6 Proving the Case at Trial

6.1 INTRODUCTION

As in England, the Scots courts operate on the basis of an ‘‘adversarial’’
system whereby the judge will decide the case on the basis of the evi-
dence put forward and arguments made by the parties. It will be for the
pursuer to prove, generally on the balance of probabilities, all of the
necessary elements of his claim against the defender.

6.2 FACT WITNESSES

As noted at SCO: 4.3.5 above, it is not typically the practice in Scotland
for there to be an exchange of witness statements prior to trial. Unless
specific provision is made requiring witness statements, witness sum-
monses or altering the standard pre-proof timetable, a simple list of
witnesses must be lodged with the court and intimated to the other
parties 28 days before the proof is to commence. It is open to one party
to precognosce (take statements from) its witnesses and the witnesses of
the other party even though the witnesses cannot be compelled to attend
to provide a precognition. Precognitions are privileged documents and
not open to production to other parties. In both ordinary actions and
actions relating to intellectual property disputes witnesses to fact will
normally be required to give full oral evidence-in-chief at proof. This
includes expert witnesses, even though they may already have prepared
an expert report if ordered.

6.3 HEARSAY EVIDENCE

The Civil Evidence (Scotland) Act 1988 s.2 provides that evidence
should not be excluded solely on the ground that it is hearsay and that a
statement made by a person otherwise than in the course of the proof is
admissible of any matter of which direct oral evidence could have been
given by the maker of the statement. Hearsay evidence is thus competent
albeit that submissions can be made as to the weight a court should
attach to hearsay evidence. There has never been a rule prohibiting the
admission in evidence of a statement the content of which would of
otherwise be hearsay if the purpose of adducing the statement is to prove
it was made, not that it is true.
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The Civil Evidence (Scotland) Act 1988 s.2 also provides that a
written statement, affidavit or report can be received in evidence at a
proof without being spoken to by a witness. The procedure for giving
effect to this section is for a motion in appropriate terms to be enrolled in
advance of the proof and the written statement lodged as a production.
It is not a rule which is used to any material extent and there has been
judicial comment to the effect that it should not be relied upon if the
witness is speaking to critical matters in dispute. On the other hand, it
has also been observed that the admission of a statement by this route
should not cause prejudice as the court will take account of the fact that
the witness has not been cross-examined.

6.4 EXPERT WITNESSES

Expert reports are regularly exchanged although there is no obligation
so to do in ordinary actions. These reports need not take any particular
form. In those intellectual property cases where procedural hearings are
held, the Court may order each party to make expert reports available to
other parties. See paras SCO: 4.3.4 and 10.1.3(7). An expert report
does not take the place of oral evidence-in-chief from the expert witness.

6.5 DOCUMENTARY EVIDENCE

Subject to the rules noted at SCO: 6.3 above, any document upon which
a party wishes to rely must either be proved by a witness speaking to it or
be agreed with one’s opponent. Such documents are referred to as
productions and must be lodged in the court process at the latest at least
28 days before the proof commences, although practice is for docu-
ments to be lodged at court throughout the life of the action. They are
inventoried and each given a distinct number for ease of reference. On
cause being shown, productions can be lodged late but this relaxation is
at the discretion of the judge. The inventory must be intimated to one’s
opponent and usually the productions themselves are copied as a
courtesy.

6.6 AFFIDAVIT EVIDENCE

Like witness statements, affidavits are not made use of, save only for the
procedures referred to at SCO: 6.3 and sometimes to bolster the pos-
ition of a party applying for or resisting interim interdict or in support of
pre-action applications for disclosure.

6.3 SCOTLAND
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7 Preliminary Relief,
Expedited Procedures and Issue

Estoppel

7.1 PRELIMINARY RELIEF

7.1.1 Introduction

As in England, interim orders, in which the holder of the rights in the
intellectual property seeks to restrain an infringement of these rights
pending a final determination of the case, are common. An interim
restraining order is known in Scotland as an interim interdict. The
pursuer who is granted an interim interdict takes it periculo petentis. This
means that if the interim interdict is at any stage recalled as unjustified or
at the conclusion of the case the pursuer is completely or partially
unsuccessful he may be liable for any damages sustained by the defender
as a result of the defender having been wrongly restrained while the
interim order was effective. As such, although a cross-undertaking in
damages is not expressly given as in England, it is implied by law.

There have been recent conflicting indications from the Court of
Session as to the circumstances in which, and whether, the court will
grant an order in respect of conduct outside Scotland in intellectual
property cases—in particular, throughout the rest of the United
Kingdom and the European Union. Indications from UVG Ambulances
Ltd v Auto Conversions Ltd (Outer House, May 12, 2001) and Speech-
works Ltd v Speechworks International Inc [2000] E.T.M.R. 982 are that
in the absence of legislative provisions and detailed submissions on the
issue, interim relief should be restricted to Scotland. In comparison,
however, in Thistle v Thistle Telecom Ltd 2000 S.L.T. 262 the court was
not asked to restrict the interdict to Scotland only and considered that to
do so would be impractical as this could result in different trading
regimes in Scotland and the rest of the United Kingdom. It is suggested
that this is the better view.

Unlike in England, there are no rules in Scotland specifically directing
the courts to consider whether to require the giving of an undertaking to
compensate in damages any third party affected by an interim interdict.
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7.1.2 Basic principles on which interim interdicts are granted

The basic test for assessing whether an interim interdict is granted, and
which is almost invariably applied, is that set out in Toynar Limited v
Whitbread & Co plc 1988 S.L.T. 433. The test is in two stages. First, the
pursuer has to establish a prima facie case. If a prima facie case is made
out the court must then determine where the balance of convenience
lies. As the availability of interim interdicts is a procedural question, the
English approach set out by the House of Lords in American Cynamid Co
v Ethicon Ltd [1975] 1 All E.R. 504, is not binding nor, indeed, appli-
cable in Scotland. As was said by Lord Fraser of Tulliebelton in NWL
Ltd v Woods [1979] 3 All E.R. 614 at 628:

‘‘In Scotland . . . the Court is in use to have regard to the relative
strength of the cases put forward in averment and argument by each
party at the interlocutory stage as one of the many factors that may
go to make up the balance of convenience.’’

Although these two stages are distinct, they are not entirely inde-
pendent of one another—if there is a weak prima facie case, then the
other factors in the balance of convenience will need to strongly favour
an interim interdict for one to be granted, and vice versa.

7.1.3 Prima Facie Case

The pursuer must show that his case as pleaded gives him a reasonable
prospect of success and if no wrong has yet been committed, that he is in
reasonable apprehension of a serious wrong or injury. Normally the
holder of a registered intellectual property right will be able to establish
that he has a valid prima facie case. If, however, the validity of the
registration is seriously brought into doubt a prima facie case may be
more difficult to establish. The Scottish courts generally are willing at a
hearing on a motion for an interim interdict to allow a pursuer to take his
stand on the proposition that the registered right is to be regarded as
valid. For example, it has been said that ‘‘the question of lack of
inventive step is peculiarly ill suited for discussion’’ at an interim
interdict hearing (William E Selkin Ltd v Proven Products Ltd 1992 S.L.T.
983). Where the pursuer is relying on unregistered intellectual property
rights, he will need to take care to ensure that the rights are identified in
the summons with sufficient precision as to give fair notice of the basis of
the claim to the defender: in Roadvert Limited and Others v Pitt
(December 2001, [2002] S.C.L.R. 323) the Outer House quoted with
approval the comment of Laddie J. in the English case of CMI-Centers
For Medical Innovation GmbH v Phythopharm [1999] F.S.R. 235 in
which Laddie J. had noted that the fact that proceedings were at an
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interlocutory stage did not justify permitting a lack of precision in the
pleadings.

7.1.4 Balance of Convenience

When assessing the balance of convenience the Scottish courts will
compare the respective positions of the parties and assess which might
suffer the greater loss and have the greater difficulty in recovering
damages in the event of the interim interdict being granted or refused.
The court will also consider the financial standing of the parties and
their relative ability to make payment should either be faced with a claim
for damages; see, for example, Speechworks Limited v Speechworks In-
ternational Incorporated (July 2000, [2000] E.T.M.R. 982). The balance
of convenience may also be affected if the defender offers to keep an
account of allegedly infringing sales and the court is likely to be reluctant
to interfere with or cause potential damage to an established business:
see, for example, Speechworks Limited v Speechworks International
Incorporated, Roadvert Limited and Others v Pitt (December 2001, [2002]
S.C.L.R. 323) and Gleneagles Hotels v Quillco 100 (2003 S.L.T. 812).

As noted above, one further factor that may be referred to in the
assessment of the balance of convenience is the strength of the parties’
respective cases on the merits as they appear at the interim interdict
hearing. It has been suggested by the Inner House that the defender in a
trade mark infringement claim would need to be ‘‘very likely’’ to succeed
in its defence at the end of the day for the balance of convenience to
thereby lie in the defender’s favour (see Boehringer Ingelheim v Munro
Wholesale Medical Supplies Limited (Inner House, January 15, 2004,
unreported)). In contrast, in the earlier case of Speechworks Limited v
Speechworks International Incorporated (July 2000, [2000] E.T.M.R.
982), the Lord Ordinary in the Outer House considered it premature to
express any view on prospects of success where the likelihood of success
was not so clear on either side that it could materially influence the
determination of the balance of convenience (see also Thistle v Thistle
Telecom Limited 2000 S.L.T. 262). Application for interim interdict
involving issues around freedom of expression may also be subject to a
higher standard: Human Rights Act 1998 s.12(3) requires that no relief
is to grant restraining publication of material produced in exercise of the
ECHR right to freedom of expression unless the court is satisfied that
the applicant is ‘‘likely to establish’’ that publication should not be
allowed.

It has also been judicially recognised that the holder of intellectual
property is entitled to the market rights of the holder of a monopoly and
if interdict is not granted the pursuer may find it very difficult to re-
establish an appropriate level of price should his rights be vindicated.
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The foregoing argument is usually deployed to counter the submission
that an interim interdict should be refused, on the defender giving an
undertaking to keep proper records of his sales of the infringing prod-
ucts so that the court will know the level of damages to award should the
pursuer succeed at the end of the case. However, no two cases will be the
same and each to a considerable extent will turn on its own facts and
circumstances.

7.1.5 Mode of application/caveats

The party seeking an interim interdict can proceed to enrol a motion for
interim interdict at any time after the summons is signetted (i.e.
issued—SCO: 4.3.1 above). The motion may take place ex parte (i.e.
without notice to the defender) and is often heard in judge’s chambers
rather than in open court. If an interim interdict is granted the court’s
interlocutor along with the summons should be served personally.
Where the pursuer has obtained an interim interdict on an ex parte
basis, service will be the first intimation the defender will have had and
by this time he has been restrained. The restraint order is not effective
until intimation, albeit informal, has been given to the defender. If the
defender wishes to dispute the grant of the interdict, the onus then falls
on the defender to move for recall of the interim interdict or to appeal if
it has been granted on the basis of an error of law. Recall may take a little
time to organise but can usually be before the court within two or three
days or a shorter period should the circumstances warrant. An appeal
will take longer. In the meantime the restraining order remains in force.

A person can protect himself from an interim interdict being granted
in his absence by lodging with the appropriate court what is known in
Scotland as a caveat. A caveat is a document lodged with the clerk of
court which requires the clerk to give notice to the party lodging the
caveat if application is made for certain types of interim order against
that party, for example, an interim interdict or the appointment of an
interim liquidator. If a caveat is lodged no motion for interim interdict
can be made without the clerk of court first giving notice, usually by
telephone, to the defender’s solicitor that such a motion has been made.
The defender can then be represented at the hearing of the motion.
There is no equivalent to the caveat system in England. Caveats last for
one year once lodged and are widely maintained on a rolling basis as a
matter of course.

7.1.6 Conduct of the motion for interim interdict

At the hearing on the motion for an interim interdict the court will rely
on ex parte statements and submissions made by the legal representa-
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tives of the parties and any documentary evidence which is produced.
There is no requirement for supporting evidence to be presented in the
form of an affidavit or similar, although parties may wish to adduce such
evidence in support of their position. As a result it is possible for interim
interdict applications to be prepared for and made very quickly and with
relatively less work in smple cases.

7.1.7 Future procedure

After disposing of the motion for an interim interdict the action pro-
ceeds as for an ordinary action or petition subject always to the rules set
out in the Rules of Court, Ch.55, relating to actions involving intel-
lectual property (see SCO: 10.1.3).

7.1.8 Costs

The cost of applying for an interim interdict can vary considerably from
case to case. In a simple undefended case the relative simplicity of
Scottish procedure means that the cost might well be under £3,000. If a
case is contested or involves more difficult issues, the costs will increase
in proportion to the complexity of the case and the length of the hearing.

7.1.9 Arrestment and inhibition on the dependence (interim
‘‘freezing orders’’)

Until relatively recently, a pursuer in Scotland pursuing a monetary
claim was entitled as of right pending determination of the action to
‘‘freeze’’ money and other moveable property belonging to the defender
but held by third parties. In Scotland, such a freezing order is called an
‘‘arrestment on the dependence’’ and prevents the third party ‘‘arrestee’’
(for example, a bank) making payment of any debt or satisfying any
obligation due to the defender (for example, by paying funds out of a
bank account). A pursuer was similarly entitled to prevent the defender
from selling or otherwise alienating any interest in real property, i.e. land
or an interest in land (this is called an ‘‘inhibition on the dependence’’).

While a pursuer may still seek an arrestment and/or inhibition on the
dependence, such preventative measures are now no longer available in
Scotland simply as a matter of course. The rules on obtaining arrest-
ment and inhibition have been amended to comply with the require-
ments of the European Convention on Human Rights. A judge must
now consider on each occasion whether to grant warrant for arrestment
and/or inhibition on the dependence.
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7.2 EXPEDITED PROCEDURES

7.2.1 Summary decree

The Rules of Court make provision for a pursuer to apply for a summary
decree against the defender at any time after defences are lodged if the
defences disclose no real defence. Although the Scottish and English
tests for disposal of a case by summary decree are different, this is
broadly similar to an application by a claimant in England for a Part 24
Order (Summary Judgment). Affidavits are not, however, utilised at a
motion for summary decree in Scotland.

7.2.2 Procedure roll hearing (‘‘debate’’)

Should either party consider that the averments, even if proved, in either
the summons or the defences will not entitle the party to the remedy or
outcome that the party seeks, the relevance of (i.e. legal basis for) the
case or defences can be attacked at a procedure roll hearing (commonly
called a ‘‘debate’’). If the attack is successful the action can be dismissed
or the defences repelled. If amendment of the pleadings will cure the
defect the court, on the motion of either party, may, on cause being
shown, allow such amendment. A procedure roll hearing is also the
vehicle used when one party considers that the other has given insuffi-
cient specification of the case. The judge is then asked to rule on
whether fair notice has been given. A procedure roll hearing will prob-
ably not take place until several months after the action has been raised.
The Scottish procedure roll debate is the nearest equivalent in Scottish
procedure to the English ‘‘strike out’’ application, although a procedure
roll debate will be restricted to issues of law only.

7.3 ISSUE ESTOPPEL

Estoppel is not a concept known to Scots law. However, it is thought
likely that a Scottish court would apply the same thought process as the
English courts when considering whether the issue before the court has
been determined by a foreign court and whether such determination
should be recognised in Scotland (see E&W: 7.3).

7.2 SCOTLAND
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8 Final Remedies

Whilst the Rules of the Court of Session in relation to intellectual
property actions provide that certain issues of fact can be determined
separately from other issues, this procedure is not always adopted. It is
possible for liability and damages to be dealt with at the one hearing.
Therefore it does not follow that there will always be a separate ‘‘inquiry
into damages’’ as is often the case in England. If the parties wish to go to
proof on liability only, this should always be specified.

8.1 FINANCIAL COMPENSATION

A successful pursuer is entitled to elect between an award of damages
and an order requiring the defender to account for his profits from the
infringement.

8.1.1 Principles for assessing damages

The same principles are applied in intellectual property cases in
Scotland as in England (see E&W: 8.1.1).

8.1.2 Assessing damages in practice

The same principles are applied in intellectual properly cases in
Scotland as in England (see E&W: 8.1.1). Damages awards must now
also be consistent with the requirements of the Intellectual Property
(Enforcement, etc.) Regulations 2006, implementing European har-
monising Directive 2004/48/EC.

8.1.3 Additional damages in relation to copyright

The concept of additional damages in relation to copyright is the same in
Scotland as in England: see Muir Dorrans v The Shand Partnership and
Others (December 2003, [2004] E.C.D.R. 21), in which the Outer
House quoted with approval from the judgment of Laddie J. in Cala
Homes (South) Limited v Alfred McAlpine Homes East Limited [1996]
F.S.R. 36 in deciding whether additional damages should be awarded.
The House of Lords has held in a Scottish action that a claim for
additional damages cannot be made where a pursuer seeks an account of
profits (Redrow Homes Limited v Betts Brothers Plc [1998] R.P.C. 793). In
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Muir Dorrans v The Shand Partnership, the Outer House struck out a
claim for additional damages on the ground that the basis for that claim
had not been pleaded with a sufficient degree of specification to give the
defender fair notice of what was alleged to amount to the ‘‘flagrancy’’ of
their infringement. The court noted that, in the face of what were
‘‘serious allegations’’, the defenders were entitled to ‘‘clear and specific
notice’’ of the basis upon which the allegation of flagrancy was made: it
was not sufficient simply to aver that the infringement was ‘‘flagrant’’
with no further detail being given.

8.1.4 Account of profits

The position is the same as in England—see E&W: 8.1.1.

8.1.5 Interim payments of damages

As determination of liability and quantum are not separated as a matter
of course in Scotland as in England, there is no provision for interim
payments of damages in intellectual property matters in the Rules of the
Court of Session.

8.1.6 Joint and several liability and rights of contribution

The concept of the English Pt 20 claim notice is not known in Scotland.
If there are joint wrongdoers then the position is regulated by the Law
Reform (Miscellaneous Provisions) (Scotland) Act 1940 s.3 (see SCO:
4.1.2 above).

8.2 RESTRAINING ORDERS

In Scotland restraining orders are called interdicts. It is common for a
pursuer in an intellectual property action to seek a permanent interdict
in terms that prevent any infringing activity by the defender. The typical
duration is until the expiry of the relevant right although post-expiry
interdicts may be granted for a specific further period of time in cases
where the defender is found to have benefited from an unlawful
‘‘springboard’’ in getting to market by reason of this infringement.

8.3 DELIVERY-UP OF INFRINGING MATERIAL

The court has power in Scotland to order the delivery of infringing
goods to a pursuer or alternatively to order their destruction. However,
the court may not grant such an order if it is sought in circumstances in
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which the defender is no longer likely to be in possession of the
impugned items. In Sietech Hearing Limited v Borland and Others [2003]
E.C.D.R. 26, the Outer House declined to grant an order for the
delivery up of materials that inter alia contained confidential infor-
mation and data forming the subject of infringed database rights, on the
basis that it was improbable that the defenders still held the mis-
appropriated items in the form in which they had been misappropriated
and that it would therefore be impossible for the court to discern
whether any non-compliance was wilful or arose simply because the
defenders were no longer in a position to comply with the order.

8.4 OTHER REMEDIES

8.4.1 Costs

The position in relation to costs or judicial expenses as they are called is
broadly the same in Scotland as in England (see E&W: 8.4.1), although
see SCO: 4.3.6 for some minor differences.

8.4.2 Certificate of contested validity

The position is the same in Scotland as it is in England (see E&W:
8.4.2).

8.4.3 Other relief

The position is the same in Scotland as it is in England (see E&W:
8.4.3). Other remedies provided for by the Intellectual Property
(Enforcement, etc.) Regulations 2006, implementing European har-
monising Directive 2004/48/EC include an order for publication and
dissemination of the judgment at the defendant’s expense and for dis-
closure of information on the origin and distribution networks for
infringing goods.

8.4.4 Stays of relief pending appeal

The position is the same in Scotland as it is in England (see E&W:
8.4.4).

8.4FINAL REMEDIES
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9 Jurisdiction and
Enforcement

This chapter deals with jurisdiction and enforcement in civil matters
only.

9.1 JURISDICTION OVER UK/SCOTTISH RIGHTS

Between Scotland and Member States of the EU/EFTA, jurisdiction
over breach of UK registered intellectual property rights is determined
by one of three parallel regimes: the Brussels Regulation (Council
Regulation 44/01) in relation to all EU Member States except Denmark;
the Brussels Convention in relation to Denmark; and the Lugano
Convention in relation to the EFTA Member States. See Pt B for more
details.

Between Scotland and jurisdictions outwith the EU/EFTA, jurisdic-
tion over breach of UK registered intellectual property rights will be
determined by the application of Sch.8 to the Civil Jurisdiction and
Judgments Acts 1982, which are based on the provisions of the Brussels
Convention.

Within the UK, the allocation of jurisdiction between Scotland,
England and Wales and Northern Ireland is governed by Sch.4 to the
Civil Jurisdiction and Judgments Acts 1982. In many cases, a pursuer
may have a choice between suing in any of these courts, since UK-wide
activities may give all UK courts jurisdiction over the dispute.

9.2 JURISDICTION OVER FOREIGN RIGHTS

9.2.1 Jurisdiction

Where the foreign right in question exists under the laws of any of the
Member States of the EU/EFTA, jurisdiction will be determined
according to the Brussels Regulation, the Brussels Convention or the
Lugano Convention as appropriate. See further E&W: 9.2.

Where the patent forming the basis of an infringement action is also
the subject of concurrent EPO opposition proceedings, the Scottish
courts are likely to consider the same factors as the English courts in
deciding whether to grant a stay of the infringement proceedings: see,
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for example, ITP SA v Coflexip Stena Offshore Limited 2003 S.L.T. 1197
in which the court followed the English decisions in Amersham Inter-
national v Corning [1987] R.P.C. 53, Pall Corporation v Commercial
Hydraulics [1989] R.P.C. 703 and Buehler AG v Chronos Richardson
Limited [1998] R.P.C. 609 and refused to stay the Scottish infringement
proceedings pending the outcome of an EPO appeal. This was on the
basis that, while successful opposition proceedings would put an end to
the patent, an unsuccessful opposition would not, leaving the issues of
infringement and validity to remain to be considered by the Scottish
court.

In ITP SA v Coflexip Stena Offshore Ltd 2004 S.L.T. 1285, the Inner
House rejected an attempt by the patent owner to stay an appeal by the
defender against a finding of infringement while the patent owner
brought proceedings before the European Court of Human Rights
against a decision by the EPO Board of Appeal allegedly in breach of the
patent owner’s ECHR rights to revoke the patent in suit. The Inner
House held that s.77(4A) of the Patents Act 1977 (requiring the revo-
cation of a European Patent (UK) made in accordance with the
European Patent Convention to be treated as revocation in UK law)
could not be ‘‘read down’’ or ‘‘trumped’’ by the Human Rights Act
1998.

9.3 ENFORCEMENT OF SCOTTISH JUDGMENTS

This section outlines the procedure for enforcement of domestic judg-
ments (this commonly referred to in Scotland as ‘‘diligence’’).

9.3.1 Securing payment

Methods for enforcing judgments and seeking satisfaction of a judgment
debt against the defender’s assets are undergoing a period of review and
legal reform in Scotland. On obtaining a decree for payment of money
(for example, an award of damages) which is not complied with, the
party holding the decree can secure payment by various means,
including:

(a) service of a charge for payment followed by attachment;

(b) arrestment or inhibition (i.e. freezing of property);

(c) the appointment of a trustee or liquidator.

9.2 SCOTLAND
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Charge followed by attachment
This involves sending the decree to messengers at arms who perform a
role similar to bailiffs in England. The messenger at arms will serve a
charge for payment on the debtor requiring him to make payment.
Should the debtor fail to make payment within the prescribed period, it
is then open to the creditor in the decree (i.e. the party in whose benefit
the decree has been granted) to instruct sheriff officers to carry out an
attachment of the debtor’s corporeal moveable goods. If the debtor still
does not make payment, the attached goods may be sold by public
auction. As in England, the cost involved in effecting an attachment and
subsequent sale can outweigh the benefit of going through the process.

Arrestment and inhibition (freezing orders)
Obtaining an arrestment of money or other moveable property
belonging to the defender (such as the freezing of a bank account) or an
inhibition preventing the transfer of real property pending the deter-
mination of the parties’ dispute at proof is discussed at SCO: 7.1.9
above. After proof, if such an interim arrestment (called an ‘‘arrestment
on the dependence’’) or inhibition (called an ‘‘inhibition on the
dependence’’) has not been effected the holder of a decree is still in a
position to arrest or obtain an inhibition in execution (i.e. to enforce the
decree obtained by him). The arrestment or inhibition is again effected
by a messenger at arms. If goods have been arrested on the dependence
it is unnecessary to effect further arrestment in execution. Certain
amounts may be protected in the hands of the debtor.

Once a creditor has obtained his decree and there has been an
effective arrestment of property in the hands of a third party the debtor
will usually authorise the third party to pay or make over the money or
goods to the arresting creditor. Arrested property may be automatically
released to the enforcing party after a period of 14 weeks if the debtor
does not object. If however the third party is not so authorised or the
debtor objects the creditor may have to return to court and raise an
action of furthcoming to give effect to the arrestment. An action of
furthcoming is a new and separate civil action, in which the court is
asked to instruct the party holding the arrested goods (for example, the
bank at which an arrested account is held) to pay or make over the
money or goods to the successful arresting party. The third party should
not make payment unless authorised to do so by the debtor or the court
although the third party is under a duty to disclose to the enforcing party
the nature and value of any property arrested.

Appointment of trustee or liquidator
As an alternative to the above, in the event of non-payment in breach of a
court decree, if the debtor is an individual, a creditor can petition the
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court for the appointment of a trustee in sequestration. The trustee’s
task is to gather in and realise the debtor’s assets, and then to make such
payments as he can to the creditor. The trustee’s fees are in the first
instance met from public funds and so the sequestration of an individual
is reasonably economical.

If the debtor is a company, a creditor can petition the court for the
winding-up of the company. A liquidator, who is usually a chartered
accountant, is appointed to realise the company’s assets and pay a pro-
rata dividend to creditors. The liquidator’s fee, however, is not paid out
of public funds. Instead, the liquidator takes his fee from the assets of the
company. He will normally require the creditor who petitions for the
winding-up to underwrite his fee lest there be insufficient funds in the
liquidation to cover him. Liquidation, therefore, is not recommended
for debtor companies without substantial realisable assets.

9.3.2 Enforcement of order for the delivery of goods

The messenger at arms will give effect to such an order in much the same
way as in England.

9.3.3 Enforcement of an interdict

Breach of an interdict is a contempt of court which renders the party in
breach liable to imprisonment or a fine. Imprisonment, as in England, is
rare. For breach of an interim interdict, the procedure is for the party
holding the interdict to lodge a minute in the court process in which the
order was made. The minute will set out the facts relied upon to con-
stitute the alleged breach. If permanent interdict has been granted and
the case has closed, the procedure is to start fresh proceedings by
petition for breach of interdict. If the breach is denied then answers will
be lodged and there will be a hearing with evidence led to determine
whether there has been a breach. A minute or petition for breach of
interdict must have the consent of the Lord Advocate because of its
quasi-criminal nature.

9.4 ENFORCEMENT OF FOREIGN JUDGMENTS

Foreign judgments can be enforced in Scotland using either the com-
mon law or statute.

9.4.1 Common law

As in England it would be open to a party holding a foreign judgment to
raise proceedings in the domestic court on the basis that the judgment
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was equivalent to a contract to pay. In practice this is not likely to be the
advised route as the defence available would not be restricted.

Recognition of foreign judgments
Whether a foreign decree is entitled to recognition in Scotland at
common law depends on the same considerations as are given to the
granting of a decree in an action of decree conform.

Action of decree conform
The common law method of enforcing a foreign judgment is to raise an
action for decree conform. This is done in the Court of Session. The
pursuer must first prove the validity of the foreign judgment which he
seeks to enforce. The standard way to do this is to produce an officially
certified copy or extract of the foreign judgment. This must be duly
authenticated according to the legal system of the foreign country in
which the decree was granted. There should also, where appropriate, be
a notarised translation of the judgment into English. Once the pursuer
has proved the validity of the judgment, the onus is then upon the
defender to object. Such objection may be made on any of the following
grounds:

(a) that the foreign court or authority which pronounced the
judgment did not have jurisdiction as determined by the rules of
private international law;

(b) that there was some irregularity in the foreign proceedings that
occasioned substantial injustice to the defender (e.g. no notice
given to the defender);

(c) that the foreign judgment infringes public policy, that is, would in
Scots law be illegal or immoral;

(d) that the foreign judgment was merely an interim or interlocutory
judgment and not a final judgment;

(e) that the judgment has now been satisfied;

(f) that the foreign judgment falls within the scope of the Protection
of Trading Interests Act 1980 s.5; such judgments would largely
be made under United States anti-trust laws and are unenforce-
able in Scotland;

(g) that the judgment is one which is rendered unenforceable by the
Civil Jurisdiction and Judgements Act 1982 s.32; for example,
where one party to an agreement proceeded with litigation despite
the presence of an arbitration clause prohibiting such litigation.

It is not possible to enforce a judgment by an action for decree conform
where either of the Foreign Judgments (Reciprocal Enforcement) Act
1933 or Civil Jurisdiction and Judgments Act 1982 is applicable (see
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below). There is no such bar in cases falling under the Administration of
Justice Act 1920, although a party who uses the common law procedure
rather than the registration procedure laid down by the 1920 Act may be
penalised by being denied his expenses in the common law procedure.

9.4.2 Enforcement by statute or international convention

The various procedures outlined below effectively provide for enforce-
ment of foreign judgments as if they were Scottish national judgments
by reason of their registration in the books of the Court of Session
(called the ‘‘Books of Council and Session’’).

Brussels Regulation, Brussels Convention and Lugano Convention
Between EU Member States, the recognition and enforcement of
judgments is determined by the Brussels Regulation (in relation to all
Member States except Denmark), the Brussels Convention (in relation
to Denmark) and the Lugano Convention for EFTA Member States.
See Pt B and E&W: 9.4.2 for more details.

Administration of Justice Act 1920
Part II of the 1920 Act provides for reciprocal enforcement of judge-
ments of the UK superior courts and a large number of Commonwealth
states and British protectorates that have in place reciprocal arrange-
ments for the recognition and enforcement of UK judgments. The
judgment sought to be enforced must be for payment of a sum of money.

The procedure whereby an application for registration of a judgment
under the 1920 Act in Scotland is made by petition to the Outer House
of the Court of Session. Application must normally be made within 12
months of the date of the judgment, although the court does have a
discretion to allow a late application.

There will be a period of time in which the judgment debtor may
apply to have registration of the judgment set aside. A petition for
registration of a foreign judgment under the 1920 Act can be refused or
set aside in two ways. First, the Lord Ordinary has a discretion whereby
he is entitled to refuse warrant for registration of the judgment if it is not
‘‘just and convenient’’ that the judgment should be enforced in the
United Kingdom. Second, s.9 of the 1920 Act sets out supplementary
grounds for refusal or setting aside. These are broadly similar to the
common law defences to an action for decree conform (see SCO: 9.4.1
above).

The Foreign Judgments (Reciprocal Enforcement) Act 1933
The 1933 Act provides a further scheme for the recognition and
enforcement within the United Kingdom of certain types of judgments
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of courts or tribunals in other states that provide for reciprocal
enforcement of UK judgments. These are specified in the Order in
Council which extends the 1933 Act to the relevant foreign country.
Such foreign judgment must require payment of a sum of money (other
than a tax, fine or penalty) and be either a final judgment or an interim
order requiring payment. Unlike under the Administration of Justice
Act 1920, a judgment can be enforced under the Foreign Judgments
(Reciprocal Enforcement) Act 1933 while an appeal is pending. Various
other requirements also apply. If the relevant country is also party to the
Brussels/Lugano regimes, the provisions of those regimes will take
precedence over 1993 Act.

The procedure whereby a foreign judgment is recognised is that, as
under the Administration of Justice Act 1920, the creditor petitions the
Outer House of the Court of Session for registration of the foreign
judgment. This must be done within six years of the date of the judg-
ment. The 1933 Act also contains requirements for establishing the
validity of the foreign judgment and grounds for objection to it, both of
which are broadly similar to those described at 9.4.1 in relation to the
common law action for decree conform.

The Civil Jurisdiction and Judgments Act 1982
The 1982 Act provides for the enforcement in Scotland of foreign
judgments under the following heads:

(a) foreign judgments falling within the provisions of the Brussels/
Lugano regimes (see above);

(b) judgments of all civil courts and tribunals of England and Wales
and Northern Ireland as provided for in the 1982 Act, s.18.

9.4.3 Recognition and enforcement of Scottish judgments
outside Scotland

See the relevant country section elsewhere in Part E for information on
the recognition and enforcement of Scottish judgments in that country.
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10 Special Aspects of
Intellectual Property Litigation

This chapter highlights particular features of intellectual property liti-
gation in Scotland. Where this chapter is silent, the practice or proce-
dure will be as set out elsewhere in other chapters of this Scottish
section.

10.1 PATENTS

10.1.1 Parties

There is no significant difference between Scotland and England (see
SCO: 4.1 above and E&W: 10.1.1).

10.1.2 Practice in pre-action stages

Essentially the same concerns arise in Scotland as in England in relation
to the making of ‘‘unjustified threats’’ of proceedings for patent
infringement. Although the English court rules in favour of early set-
tlement are not applicable in Scotland and there is accordingly no
conflict in Scotland as in England between the threats provisions of the
UK Patents Act 1977 and the court rules, it is nonetheless generally
regarded as good and usual practice for a pursuer to issue a cease and
desist letter in relation to proposed Scottish litigation before proceed-
ings are commenced, unless it is proposed to proceed ex parte, i.e.
without notice to the defender. If the pursuer wishes to follow this
general practice, he will need to take care in phrasing any cease and
desist letter: see E&W: 10.1.2 for more details. Although the issuing of a
claim form is regarded in England as sufficient to defeat a claim for
unjustified threats, having a summons signetted will not have the same
effect in Scotland. This is because Scottish proceedings are not formally
commenced until after signetting when the defender is served. It is
therefore not open to a pursuer to protect himself against a threats
action in Scotland without notice to the defender as in England.

The options open to a potential defender faced with the prospect of
litigation will also be broadly similar in Scotland as in England: see
E&W: 10.1.2. In strict terms, a defender in Scotland would not have the
benefit of a specific cross undertaking in damages in the event of interim
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relief being granted. However, interim interdict would be granted
periculo petentis, i.e. at risk of damages against the pursuer if wrongly
granted. The tactical factors to be taken into account by a potential
defender are therefore likely to be broadly the same in Scotland and
England.

10.1.3 Procedure

There is no dedicated Patents Court in Scotland nor is there an
equivalent of the English Patents County Court. The Scottish civil
jurisdictions are set out at SCO: 2.1–2.3. The Court of Session has
exclusive jurisdiction within Scotland in relation to patent disputes.

The following aspects of procedure should be noted.

(1) The Particulars of Infringement will not form a separate document
as in England but will be incorporated into the articles of
condescendence in the summons. As in England, good evidence of
infringement will be needed, not least since the Court of Session
Rules of Court set out specifically a number of points of detail that
should be pleaded in relation to each alleged act of infringement.
Where evidence of infringement is difficult to obtain, the pursuer
should consider applying for an order for inspection, testing or
other recovery of evidence under s.1 of the Administration of
Justice (Scotland) Act 1972, a step which may be taken in
appropriate circumstances before proceedings being commenced:
see SCO: 5.1.2–5.1.8 above.

(2) Defences will be due seven days after the action has been called (see
SCO: 4.3.1). The pursuer cannot call the action until 21 days have
elapsed following service if the defender is within the European
Union and 42 days if outside the European Union. The defender
is required to set out his full position in the defences which he
lodges in the court process and which contain answers to the
numbered paragraphs in the summons. Counterclaims (for
example, for revocation) can be made in the usual way. As for
infringement, the Court of Session Rules of Court state
specifically a number of points of detail that should be pleaded
in relation to each ground upon which the validity of the patent is
challenged.

(3) It is open to a party after the lodging of defences to intimate to any
other party a notice calling upon the other party to admit for the
purpose of the action such facts relating to an issue averred in the
pleadings. This is known as a Notice to Admit. Such a notice can
also be used to require a party to make its position clear as to
whether it accepts that a document is an original, a true copy or
correct in certain particular respects. If the party upon whom such
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notice is served does not admit the matter specified in the notice
he must intimate a Notice of Non-Admission. There are potential
cost consequences for the party intimating a Notice of Non-
Admission if the relevant facts are subsequently proved at trial. If
he does not do so he will be deemed to have admitted that which is
contained in the Notice to Admit. There is no procedure in
Scotland for serving a request for admissions or serving requests
for further information as in England.

(4) The normal rules for a court approving a Specification of Documents
and granting a commission for recovery of the documents are the
same in patent actions as in an ordinary action. The Intellectual
Property (Enforcement, etc.) Regulations 2006 also contain
specific provision allowing the pursuer to seek orders for
disclosure against the alleged infringer or certain other parties
for information regarding the origin/distribution networks for
infringing goods or services.

(5) Whilst, as in England, experiments are commonly conducted to
establish infringement or non-infringement there is no procedure
in Scotland whereby one party serves a notice of experiments on
the other. Experiments are typically regulated by orders granted
by the court on a case-by-case basis.

(6) There is no rule which requires an exchange of expert reports or
witness statements although an order for such exchange is very likely
to be made at the ‘‘procedural hearing’’: see SCO: 10.1.3(7)
immediately below.

(7) Pre-trial preparation. Not later than five weeks after the pleadings
have been finalised and the Record closed, the pursuer must enrol
a motion to have the court fix a procedural hearing. Fourteeen
days’ notice of such a hearing will be given by the court unless the
parties otherwise agree. The date of the procedural hearing may be
changed for convenience following discussions between the court
and all parties to the cause. Not less than seven days before the
procedural hearing each party is required to prepare a note of any
preliminary legal issue which it considers should be dealt with
before the facts are explored or of any specific order to be sought at
the procedural hearing. At the hearing the court can determine
that issues of law or certain issues of fact should be determined
separately from any other issue. If a preliminary legal matter is to
be resolved separately, the court can order Notes of Argument to be
lodged by the parties in preparation for a procedure roll debate on
the legal issues at issue (see SCO: 7.2.2 for more detail on
procedure roll hearings).
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The court at this stage also has power to refer to the Patent
Office for a report; order the production of any document; appoint
an assessor; decide there should be a meeting of experts to advise
on the general state of the art; order the parties to make available
to each other copies of statements or reports of skilled witnesses;
order the advisers to meet for the purpose of preparing a bundle of
productions; make an order regulating the making of any
experiment, inspection, test or report; fix a final date or the
lodging of the Notices to Admit and Notices of Non-Admission
and regulate the time-scale for the lodging of productions. The
court may also make other orders.

(8) Interim matters:

(a) Whilst it is not uncommon for a defender in an action in which
an interim interdict is sought to offer to keep an account of the
sales which might be infringing the pursuer’s intellectual
property right this may not be a complete answer to a motion
for an interim interdict. The court will have regard to a
number of matters which are more fully set out at SCO: 7.1
and in particular at SCO: 7.1.2 and 7.1.3.

(b) If a defender ascertains new prior art during the course of the
action he will either make the necessary adjustment to his
pleadings or, if the Record has closed (i.e. pleadings here
closed), lodge a Minute of Amendment seeking leave to
amend the Record accordingly. Whether a Minute of
Amendment will be allowed is at the discretion of the court
but should the defender come across relevant prior art it is
improbable that a court would deny him the right to amend
his pleadings to set out his position. The concept of the
English ‘‘Earth Closet’’ order does not apply in Scotland.

10.1.4 Compulsory licences

The position in Scotland is no different from that in England (see E&W:
10.1.4).

10.1.5 Revocation Proceedings

As in England, a revocation action may be commenced by any person
even if no infringement has been alleged. Where revocation proceedings
are initiated in Scotland on their own, rather than in response to an
infringement claim, the action will be commenced by petition rather
than summons: see SCO: 4.3.1 for more details. Alternatively, if an
action is raised for patent infringement, a counterclaim may be made in
the usual way for revocation of the patent.
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10.2 TRADE MARKS (REGISTERED AND
UNREGISTERED)

10.2.1 Parties

There is no difference between Scotland and England (see E&W:
10.2.1).

10.2.2 Practice in pre-action stages

Threats
Again, the threats provisions in Scotland and England are essentially the
same, subject to the procedural and tactical differences noted at SCO:
10.1.2 above.

Passing off
The position in Scotland is the same as that described in England (see
E&W: 10.2.2) in that a pursuer will generally plead a passing off case as
well as a trade mark infringement case where possible.

Survey evidence
The position in Scotland on the admissibility and gathering of survey
evidence is the same as that in England (see E&W: 10.2.2).

Revocation of registered trade marks
Revocation proceedings may be commenced by petition at the Court of
Session or made by way of counterclaim in the usual way.

10.2.3 Procedure

The procedure for trade mark infringement proceedings or proceedings
involving both a registered trade mark infringement and a passing off
claim is in accordance with the procedure set out at SCO: 4.2–4.4
amended in the manner described at SCO:10.1.3 in relation to patents.
The provisions relating to procedural hearings described in
SCO:10.1.3(7) also apply to cases under the Trade Marks Act 1994 or
cases involving both a registered trade mark infringement and a passing
off claim. In contrast, where a claim is based solely on the law of passing
off, the special IP provisions of the Court of Session Rules of Court will
not apply. Pure passing off actions will therefore proceed in the normal
way as discussed at SCO: 4.2-4.4 above. Pure passing-off actions may be
brought in the Sheriff Court or Court of Session; cases involving
registered trade mark infringement should be brought at the Court of
Session.
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10.2.4 Compulsory licences

There are no provisions for the compulsory licensing of trade marks in
the United Kingdom.

10.2.5 Criminal proceedings

These are discussed at SCO: 1.6.4 and SCO: 10.5–10.6.

10.3 COPYRIGHT/DESIGNS

10.3.1 Parties

The position is the same in Scotland as in England (see E&W: 10.3.1).
Although Scots law does not recognise the concept of equitable own-
ership as known in English law, a person with a clear and unqualified
personal right to demand an assignation of copyright will have sufficient
title to start copyright infringement proceedings in the Scottish courts
even if acquisition of full title remains to be completed at some time
before decree is pronounced: see Tayplan Ltd v D&A Contracts 2005
S.L.T. 195.

10.3.2 Practice in pre-action stages

Practice is essentially the same as in England (see E&W: 10.3.2) save
that private criminal prosecutions are not often brought and subject to
the procedural differences in relation to ‘‘unjustified threats’’ noted at
SCO: 10.1.2 above.

10.3.3 Procedure

The procedure is as set out at SCO: 4.2–4.4 as amended for designs
cases in the manner described at SCO: 10.1.3 in relation to patents. The
provisions relating to procedural hearings described in SCO: 10.1.3(7)
also apply to causes under the Copyright, Designs and Patents Act 1988
and Registered Designs Act 1949. Copyright cases may be brought at
the Sheriff Court or Court of Session.

10.3.4 Compulsory licences

The position is as in England (see E&W: 10.3.4).
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10.4 OTHER RIGHTS

There are no special procedures involved for other rights.

10.5 ANTI-COUNTERFEITING

The position in Scotland is the same as in England (see E&W: 10.5) save
that in Scotland private prosecutions are for all practical purposes not
available.

10.6 PROSECUTING AUTHORITIES

The position is the same as it is in England (see E&W: 10.6) save that in
Scotland the prosecution will run in the name of either the procurator
fiscal for summary prosecutions in the Sheriff Court or the Lord
Advocate if the trial is to be before a jury in either the Sheriff or High
Court (see SCO: 12.1).

10.7 DOMAIN NAMES

10.7.1 ccTLD Registrar

Nominet UK Limited — www.nominet.org.uk. Attempts to introduce a
.sco.uk domain failed.

10.7.2 Registration Procedure

Domain Names are registered on a first come first served basis. There is
no requirement for a local presence.

10.7.3 Legal Enforcement of Trade Mark Rights

A domain name registration is not an item of property. In order to
prevent the use of a domain name that incorporates his trade mark, as in
England a pursuer will need to base any claim on either registered trade
mark rights or the law of passing off. See SCO: 1.6 and 1.7 above, in
particular SCO:1.6.4 for a discussion of jurisdictional issues in relation
to on-line infringements.
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10.7.4 Domain Name Dispute Procedure

Nominet operate an arbitration procedure known as the Dispute Res-
olution Procedure or DRS. This may provide an alternative to litigation
for an aggrieved trade mark owner.
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11 Power to Assist Courts in
Other Jurisdictions

11.1 LEGISLATION

By the Civil Jurisdiction and Judgments Act 1982 s.28, it is possible to
petition the Court of Session in Scotland for the recovery of property to
be used in evidence in Brussels I Regulation, Brussels Convention and
Lugano Convention contracting states, England, Wales and Northern
Ireland. See SCO: 5.1 et seq for more details.

Otherwise, as in England, the relevant statutory provision for the
obtaining of orders requiring the giving of oral evidence or recovery of
documents for use in overseas litigation is the Evidence (Proceedings in
Other Jurisdictions) Act 1975 (the 1975 Act) and the Rules of the Court
of Session.

11.2 PROCEDURE AND EXECUTION

11.2.1 The application

An application under the 1975 Act s.1, must be made to the court by
way of petition. Accompanying the petition must be a certificate certi-
fying that the application is made by virtue of a request issued by a court
situated furth of (outside) Scotland or certifying that the evidence to be
obtained is for the purposes of civil proceedings commenced or con-
templated before that court. The certificate must be signed by an officer
of the court if the request comes from England, Wales or Northern
Ireland. In the case of requests from courts furth of the United Kingdom
the certificate should be signed by a duly authorised diplomatic or
consular representative of that country. Where the letter of request from
the foreign court is in a language other than English there must be
produced with the petition a translation into English certified as a cor-
rect translation by the translator.

The hearing before the court is ex parte and will be dealt with in the
Outer House of the Court of Session. If an order is duly made it will then
have to be intimated to any witness or haver (holder) of the documents
named in the interlocutor and cite such witness or haver to give evidence
before a commissioner who will be appointed by the court.
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11.2.2 The order and penal memorandum

If the court makes an order under the 1975 Act s.2(1), the petitioner is
required to intimate a certified copy of the court’s interlocutor to the
witness or haver named in the interlocutor and to cite such a witness or
haver to give evidence. The citation would normally be made at the
same time as intimation of the court order. The form of citation should
contain a warning that if the witness or haver fails to attend, a warrant
may be granted for his or her arrest.

In practice, if a witness fails or refuses to attend the commission it is
normal to enrol a motion for warrant to messengers-at-arms to appre-
hend the witness. (A messenger-at-arms is an officer of court.)

11.2.3 Examination

Normally the court will appoint a commissioner (usually a QC) rather
than a judge, to adjudicate on the occasion when the witness or haver is
being questioned. The procedure to be adopted is set out in Rule of
Court 35.4(3) and (4) (for dealing with documentary evidence) and
Rule of Court 35.11(5) and (6) (when dealing with commissions for
examination of witnesses).

At the commission there will be the commissioner and if the matter is
sufficiently complicated he might seek to appoint a clerk. The pro-
ceedings are recorded in shorthand and therefore a shorthand writer’s
presence is required. The witness or the haver of the document is
examined in chief, cross-examined and re-examined in the normal
manner.

11.3 PRINCIPLES APPLIED BY THE COURT

There is no material difference between England and Scotland (see
E&W: 11.3).

11.4 DISCHARGE OF ORDER

Upon intimation being made to him a witness or haver may claim that he
is not a compellable witness or haver in terms of the 1975 Act. In such
circumstances the court or any commissioner appointed by the court
shall take the evidence and record it in a document separate from the
record of any other evidence and that document shall then be kept by the
Deputy Principal Clerk. If evidence is taken in such a manner the court
or the commissioner shall certify the grounds of the claim made under
the 1975 Act s.3(1)(b), and on such certification being made the cer-
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13 Arbitration and Alternative
Dispute Resolution

13.1 INTRODUCTION

By their nature arbitration and alternative dispute resolution (ADR)
proceedings are private processes. There are no provisions in the
Scottish court rules requiring parties to try ADR or penalising them for
not attempting to resolve matters by ADR.

13.2 ARBITRATION

The Arbitration Act 1996 does not apply in Scotland. The common law
regulates arbitrations in Scotland to a far greater extent than is the case
in England, and the arbiter has always had large discretionary powers to
decide upon the form of procedure which is to be followed in an arbi-
tration. Furthermore if an arbitration proceeds the conduct of the proof
is very much at the discretion of the Arbiter. There are, however, duties
imposed by the common law such as hearing all the evidence necessary
to decide on the issue in dispute.

In terms of the Administration of Justice (Scotland) Act 1972 an
arbiter can apply to the Inner House of the Court of Session for an
opinion on a question of law. This right to apply to the court can be
excluded by agreement of the parties and the right can only be exercised
if a request is made by one of the parties before the arbiter has delivered
his final judgment. For this reason it is common to ask arbiters to issue
draft findings in advance of their final decision.

13.3 ALTERNATIVE DISPUTE RESOLUTION (ADR)

There have been no decisions in Scotland as to whether the court has an
obligation to stay a litigation should the action have been commenced
notwithstanding the existence of an agreement between the parties to
resolve disputes by way of ADR. It is thought probable that a Scottish
Court would be sympathetic to a sist for a short period to enable parties
to explore the possibility of settling the issue by way of ADR. It has to be
said however that if one party does not wish to enter into the ADR
process it seems improbable that resolution is likely to be achieved.
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The Law Society of Scotland keeps a list of trained mediators should
parties wish to avail themselves of ADR, but there are no court spon-
sored pilot schemes such as in the Patents County Court in England.

The Law Society of Scotland also has a list of experts for use in expert
determination of disputes. However, the Law Society of Scotland will
not recommend or nominate an expert to deal with a dispute. UK
bodies who may assist in this regard include CEDR, the British Com-
puter Society and the Institute of Chartered Accountants.
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14 Litigation Survey

14.1 Is there a specialist court in your country for hearing
intellectual property disputes? If so, what areas of IP law
have to be referred to this court (e.g. patents, trade
marks, copyright, etc.)?

Although not a dedicated intellectual property court, the Court
of Session is in effect the ‘‘specialist’’ intellectual property court
in Scotland. See SCO: 2.1.1 above for more details.

14.2 Who can sue (rights holder, exclusive licensee, non-
exclusive licensee)?

Typically rights holders and exclusive licensees.

14.3 Does a licensee need to be registered to sue?

No, but the ability to recover legal expenses against the defender
may be limited if this is not done.

14.4 Can a party be sued for contributory infringement?

Yes. Under statute in appropriate circumstances and by common
law where a party has joined a ‘‘common plan’’ to infringe.

14.5 If criminal proceedings are available, what are the
sanctions?

Fines, and in persistent cases seizure of infringing goods and
imprisonment.

14.6 Before and/or during proceedings will the court grant an
order for preservation and/or obtaining evidence?

Yes.
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14.7 Will a public prosecutor take any action for
infringement?

This is possible in appropriate circumstances in relation in par-
ticular to registered trade marks and copyright.

14.8 What is the average time from writ to trial?

A year to eighteen months.

14.9 What is the cost range from writ to trial?

£50,000 to £1 million for complex cases.

14.10 Are costs recoverable from the losing party?

Yes, approximately 50–70% of costs should be recoverable,
subject to taxation.

14.11 Will an extra-territorial injunction be granted?

Possibly, depending on the nature of the intellectual property
right in suit and the circumstances.
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(e) adoption of measures necessary to prevent continued
infringement, and particularly transformation of the objects or
means seized or their destruction when such is necessary to
prevent infringement of the patent, such measures will be borne by
the infringer unless founded reasons were alleged as to why not;

(f) publication of the judgment at the infringer’s expense.

The cessation of the damaging acts and the adoption of the necessary
measures to prevent the continuation of the violation may also be
requested against intermediaries whose services used to infringe the
patent right (regardless of whether the acts carried out by the inter-
mediaries, by themselves, should be considered an infringement).

Civil actions for breach of patent are subject to a five-year limitation
period from the date it was first possible to bring the action, which is
interpreted as the time at which the patent holder knew of the
infringement or should have known of it. This limitation period operates
by ‘‘prescription’’, i.e. it can be interrupted by certain acts on the part of
the claimant such as a notice to the defendant issued by way of a public
notary, and is not applied by the court unless pleaded by the defendant.
Compensation for damages can be claimed however only in respect of
facts which occurred in the five years preceding the date the claim was
brought.

1.1.6 Defences

The defendant in civil proceedings may argue one of the following
defences:

(a) deny the facts allegedly constituting the infringement;

(b) challenge the validity of the patent by arguing that the patent, on
the date it was applied for, lacked any of the patentability
requirements: either novelty (the novelty required for the valid
granting of a patent being absolute, i.e. worldwide) or inventive
step, or insufficiency, or added subject matter or the patent holder
lacks is not entitled to it.

The argument referred to in (b) above can be raised by the defendant in
civil proceedings either as part of the defence to the initial claim or as a
counterclaim for the cancellation of the patent. In the latter case any
judgment given in favour of the defendant would have effect against
third parties.

The following among others are specifically stated by the Patents Act
not to constitute breach of patent:

(a) acts carried out privately and without commercial purposes;

(b) acts carried out for experimental purposes relating to the subject
matter of the patented invention, in particular to the researches
and tests made in order to obtain the authorisation of generic
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drugs in Spain or abroad and the consequent practical
requirements, including the preparing, obtaining and using the
active ingredient for these purposes.

(c) preparation of medicines carried out in pharmacies, singly and
extemporaneously.

The Patents Act 1986 art.52.2, states that the rights conferred by the
patent shall be exhausted or not extend to acts carried out in Spain in
relation to a product protected by the patent, after the said product has
been put into commercial circulation in any Member State of the
European Union by the patent owner or with his or her consent.

The patent holder also has no right to prevent those who, in good faith
and prior to the date of priority of the patent, have been exploiting or
using in Spain the subject matter which later on may result in the
patented invention or making serious and effective preparations to do
so, from continuing or starting to use that subject matter to meet the
reasonable needs of their undertaking. This protection also extends to
products put into circulation by the persons benefiting from the pro-
tection.

1.2 SECOND TIER PROTECTION (UTILITY
MODELS)

1.2.1 Legislation

Utility models are governed by the same Patents Act 1986.

1.2.2 Grant

New inventions, with novelty over the Spanish State of the Art and some
inventive step (not very obvious), consisting of giving to an object a
configuration, structure or constitution which results in some appreci-
able practical advantage for its use or manufacture can be protected by
way of a utility model.

1.2.3 Term

Utility models give protection for a non-extendable period of 10 years
from the time of presentation of the application.

1.1 SPAIN
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1.5 COPYRIGHT

1.5.1 Legislation

Copyright is governed by Royal Legislative Decree 1/1996, effective
April 12, which contains the amended text of the Intellectual Property
Act 1996, as modified by Law 5/1998, effective March 6, on the legal
protection of databases. The last significant amendments have resulted
from Law 19/2006, dated June 5, published in the Official State Gazette,
‘‘by virtue of which the means of protection of industrial property rights
are extended, and procedural rules are established to facilitate the
application of several European Union regulations’’, and Law 23/2006,
dated July 7, amending the consolidated version of the Intellectual
Property Act; Law 10/2007, of June 22, on Reading, Books and
Libraries, and Law 3/2008 of December 23, concerning the right of
participation in profits of the author of an original work of art.

1.5.2 Grant

Copyright in an original literary, artistic or scientific work, expressed in
any tangible or intangible medium known of at present or to be invented
in the future, belongs to the author of the work by the mere fact of
creation. Copyright is made up of both exploitation and ‘‘moral’’ rights
which give the author full powers of disposal over the work without any
limitations other than those laid down by law. ‘‘Moral’’ rights include
the right to decide whether the work is to be divulged and if so in what
form, the right to demand respect for the integrity of the work and to
prevent any modification of it. The copyright holder also has exclusive
rights over the exploitation of the work, which includes its reproduction,
distribution, public communication and transformation, none of which
can be carried out by third parties without the copyright holder’s con-
sent. Other financial rights are acknowledged as well:

(a) The authors of graphic and plastic works of art shall have the right
to collect from the seller a share of the price of any re-sale when
this is made through public auction, commercial establishment or
with the participation of an agent. Law 3/2008 of December 23,
which implements Directive 2001/84/EC, has set different rates,
depending on the work’s price:

(i) 4% for the portion of the sale price up to 50,000e;

(ii) 3% for the portion of the sale price from 50,000 to 200,000e;

(iii) 1% for the portion of the sale price from 200,000 to
350,000e;

(iv) 0.5% for the portion of the sale price from 350,000 to
500,000e;
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(v) 0.25 per cent for the portion of the resale price exceeding
500,000e. However, the total amount of the royalty may not
exceed 12,500e.

(b) the copyright holder has a right to a compensation for the
reproduction of the work made exclusively for private use through
non-typographic devices.

Also, a ‘‘sui generis’’ right is granted to manufacturers of databases, as to
impede the total or partial extraction and/or reuse of such databases,
provided that the obtention, verification or display of the extracted
content represents a substantial investment from a quantitative or
qualitative point of view.

There are a variety of collecting societies in Spain which are respon-
sible for the organisation of the remuneration of copyright holders:

I Centro Español de Derechos Reprográficos;

I Visual Entidad de Gestión de Artistas Plásticos;

I Sociedad General de Autores de España (SGAE);

I Asociación de Actores Intérpretes, Sociedad de Gestión de
España;

I Entidad de Gestión de los Derechos de los Productores
Audiovisuales Artistas, Intérpretes, Ejecutantes;

I Asociación de Gestión de Derechos Intelectuales;

I Artistas e Intérpretes, Entidad de Gestión (AIE);

I Derechos de Autor de Medios Audiovisuales (DAMA).

1.5.3 Term

Moral intellectual property rights last throughout the lifetime of the
author and in certain cases can be exercised by the heirs to the author’s
estate or the public authorities. Rights over the exploitation of a work
last for the lifetime of the author plus 70 years.

1.5.4 Infringement

Any unauthorised breach of the copyright holder’s exclusive rights
constitutes an infringement.

1.5.5 Remedies

In the event of infringement the copyright holder can seek the cessation
of the infringement and damages for financial and non-financial loss
before the commercial courts. The cessation of the breach can be made
to include:
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(a) the suspension of the activity itself and the prohibition of its being
restarted;

(b) the withdrawal from circulation and destruction of illegal copies;

(c) the decommissioning or destruction of moulds, presses, master
copies and other tools for the reproduction of illegal copies
exclusively, as well as any devices created to facilitate the
suppression or neutralisation of mechanisms designed for the
protection of computer programs;

(d) the sealing off of any apparatus used in illegal communication;

(e) confiscation, seizure and destruction if necessary of the
instruments, whose only purpose is to avoid any security measures
installed to protect computer programs;

(f) withdrawal or sealing instruments, whose only purpose is helping
to neutralise any measures installed to protect works even if this
neutralisation is not their only purpose;

(g) suspending the services provided by intermediaries when used by
third parties to infringe copyrights.

Breach of copyright is also dealt with by the Criminal Code 1995 arts
270–2, which provide that reproducing, plagiarising, distributing or
communicating publicly a literary, artistic or scientific work, with a view
to profit and without the permission of the copyright holder or assignee,
is an offence punishable with from six months to two years imprison-
ment and a fine of a regular stipulated sum for from 12 to 24 months.

The same penalty applies to those who intentionally import, export or
store such works without authorisation. However, the importation of the
said works from a Member State of the European Community is not
punished as long as the works have been directly acquired from the
rightholder in that Member State or with his consent.

The same penalty also applies to those who manufacture, import,
hold or place in commerce any devices created to facilitate the sup-
pression or neutralisation of mechanisms for the protection of computer
programs.

If the profits obtained from the commission of the offence are par-
ticularly significant, the damage caused is especially serious, the
offender belongs to an organisation with the purpose of infringing
copyrights, or minors are used for committing the offence, then the
available penalties are increased to from one to four years, fines for a
period from 12 to 24 months and suspension from any profession
related to the offence for from two to five years.
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1.5.6 Defences

Certain limits to the copyright holder’s rights are contemplated in the
Intellectual Property Act 1996, including:

(a) unauthorised copying of works which have already been divulged
as a consequence of judicial or administrative proceedings, public
security purposes for private use—provided the copy is not used
collectively or for profit—and for the private use of the blind when
the Braille system or analogous is used for the reproduction;

(b) quotation for critical or learning purposes of works which have
already been divulged;

(c) reproduction of works on current affairs which have been
published in the media;

(d) use of databases by the lawful user;

(e) use of works in the course of reporting on current affairs;

(f) use of works situated in public places;

(g) cable, satellite and technical recordings for technical purposes;

(h) reproduction and lending without a view to profit by certain
museums, libraries and other cultural institutions;

(i) performance of musical works in official acts and religious
ceremonies;

(j) parodies of works.

1.6 REGISTERED TRADE MARKS

1.6.1 Legislation

Registered trade marks are governed by the Trade Marks Act 17/2001,
December 7, which also applies to trade names, as modified by Law 19/
2006, dated June 5, published in the Official State Gazette, ‘‘by virtue of
which the means of protection of industrial property rights are
extended, and procedural rules are established to facilitate the appli-
cation of several European Union regulations’’.

1.6.2 Grant

Trade marks are signs or media which are capable of distinguishing
goods or services of one undertaking from those of other undertakings.
Trade mark rights are obtained by valid registration.
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1.6.3 Term

Registration of a trade mark lasts for 10 years from the date of lodging an
application and can be renewed for an indefinite number of 10-year
periods provided certain requirements are met (Trade Marks Act s.31).

1.6.4 Infringement

Infringement of trade mark rights in civil law occurs where a third party
uses an identical or similar trade mark to distinguish identical or similar
products or services and the similarity creates a likelihood of confusion
on the part of the public.

The reproduction, imitation, modification or use in any other way of a
distinctive sign which is identical to or which may be confused with a
registered trade mark to distinguish products or services which are
identical or similar to those distinguished by the registered trade mark,
provided this is done for commercial or industrial purposes without the
holder’s consent and with knowledge of the registration, constitutes a
criminal offence.

1.6.5 Remedies

The owner of the registered trade mark which has been infringed may
seek the following remedies from the civil courts:

(a) cessation of the acts which constitute the infringement;

(b) compensation for damages and losses;

(c) adoption of the necessary measures to ensure that the
infringement does not continue, in particular the withdrawal of
products, packaging, wrapping, advertising, labels and other
materials used in the course of the infringement, as well as the
seizure or destruction of the means primarily destined to carrying
out the infringement of the trademark, measures that will be borne
by the infringer cost, and the attribution, in property when
possible, of those products, materials and means matter of the
seizure, in which case the value of the affected commodities will be
deducted from the sum of the indemnity for damages.

(d) that the goods unlawfully identified with the trade mark in the
infringer’s possession be destroyed or allocated for humanitarian
purposes, if possible, as the claimant shall see fit, the guilty party to
bear the cost at all times, unless the nature of the goods allows the
distinctive sign to be eliminated without impairing the goods or
destruction of the goods may cause the infringer or the proprietor
a disproportionate loss, in accordance with the specific
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circumstances of each case as the court shall see fit. The conferring
of such items can also be requested, at their cost price, to be
deducted from the sum of the indemnity for damages;

(e) publication of the judgment against the person infringing the trade
mark at that person’s expense.

The cessation of the damaging acts and the adoption of the necessary
measures to prevent the continuation of the violation may also be
requested against intermediaries whose services are used to infringe the
design right (regardless of whether the acts carried out by the inter-
mediaries, by themselves, should be considered an infringement).

Civil proceedings for infringement of trade marks are subject to a five-
year limitation period. This limitation period is by ‘‘prescription’’ (see
1.1.5).

1.6.6 Defences

The potential infringer has the following defences:

(a) defence based on differences between the signs and/or the
products or services identified with them (i.e. lack of sufficient
relationship between the products or services for which the marks
are used);

(b) filing a counterclaim for the invalidity of the claimants trade mark,
or on the basis that the claimants application deprived third parties
of their rights or was in breach of a legal or contractual obligation
(although a counterclaim is not in the strict legal sense a defence);

(c) to argue that the trade mark which serves as basis for the
infringement claim should be cancelled because it is vulnerable.

The Trade Marks Act 2001 art.36 s.1, provides that registration of a
trade mark does not allow its holder to prevent third parties from using
the mark for products marketed in the European Economic Area, with
that mark by the holder or with his express consent. Article 36 s.2
provides that this rule is not applicable where the holder has a legitimate
reason for opposing further marketing of the products, particularly
where the characteristics of the products have been changed.

The trade mark holder cannot prevent third parties from using the
trade mark where this is necessary to indicate the use of a product or
service, particularly in the case of accessories or spare parts, provided
the use is in accordance with fair commercial or industrial practices.

1.6 SPAIN
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1.7 UNREGISTERED TRADE MARKS

1.7.1 Legislation

Unregistered trade marks are governed by the Trade Marks Act 2001
and the Paris Convention for the Protection of Industrial Property
1883.

1.7.2 Grant

Under the 2001 Trade Marks Act rights over a trade mark are acquired
on registration. However the user in Spain of a well-known unregistered
trade mark can oppose the registration of a sign which is identical or
similar to his unregistered trade mark, even if it is to identify different
products or services, when use of the latter without due cause would
take unfair advantage of, or be detrimental to, the distinctive character
or the repute of the earlier trade mark. The user in Spain of a well-
known unregistered trade mark can also seek the cancellation of a
subsequently registered trade mark within five years of registration or at
any time if the application for registration was made in bad faith.

If the registration of the trade mark took place in breach of a legal or
contractual obligation the injured party may bring proceedings claiming
the trade mark at any time up to five years after the publication of the
grant.

It is also possible to apply for the protection given to well-known trade
marks and trade names used in Spain under Arts 6b and 8 of the Paris
Convention.

Finally the Paris Convention, s.6 gives protection in Spain to a holder
of a trade mark in another country party to the Convention where
his agent or distributor in Spain registers it for himself without the
owner’s consent. The owner can apply either to invalidate the regis-
tration or to have it transferred to his own name.

1.7.3 Term

See 1.7.2.

1.7.4 Infringement

See 1.7.2.

1.7.5 Remedies

See 1.7.2.
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1.7.6 Defences

See 1.7.2.

1.8 CONFIDENTIAL INFORMATION AND TRADE
SECRETS

See 1.11.

1.9 PLANT VARIETY

1.9.1 Legislation

Plant varieties are governed by the Plant Varieties Act 3/2000, of
January 7.

1.9.2 Grant

A plant variety can be the protected under this act as long as it is new,
distinct, uniform and stable at the time of the filing of the application for
protection.

1.9.3 Term

The term of the plant variety right shall run until the end of the 25th
calendar year or, in the case of varieties of vine and tree species, until the
end of the 30th calendar year, following the year of grant.

1.9.4 Infringement

The holder of a plant variety has the exclusive right to conduct the
following acts regarding the variety constituents, or harvested material
of the protected variety:

(a) production or reproduction (multiplication);

(b) conditioning for the purpose of propagation;

(c) offering for sale;

(d) selling or other marketing;

(e) importing or exporting;

(f) stocking for any of the purposes mentioned in the previous
paragraphs.
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1.9.5 Remedies

In case of infringement, the following remedies are available for the
plant variety holder:

(a) cessation of the infringing acts;

(b) compensation for damages;

(c) collection and destruction of all illegally obtained plant material, if
possible;

(d) awarding of ownership of the infringing plant material, the value of
which will be deducted from the compensation awarded;

(e) publication of the court decision at defendant’s expense;

(f) any other necessary measure for the cessation of the infringement.

1.9.6 Defences

The following defences are available in case of infringement of a plant
variety right:

(a) acts carried out privately and for non-commercial purposes.

(b) acts carried out for experimental purposes;

(c) acts carried out for the purpose of breeding, or discovering and
developing other varieties;

(d) use by a farmer for propagating purposes in the filed, on his own
holding, of the product of the harvest he/she has obtained by
planting on their own holding, propagating material of a legally
purchased plant variety other than a hybrid or synthetic, under
certain circumstances and solely in connection with certain
varieties.

1.10 INTEGRATED CIRCUIT TOPOGRAPHY

1.10.1 Legislation

Integrated circuit topography is governed by the Legal Protection of
Semiconductor Topographies Act 11/1988, May 3.

1.10.2 Grant

Semiconductor topographies are granted protection by way of exclusive
rights to the extent that they are the result of the intellectual effort of
their creator and not products commonly found in the industry. Where
the topography is made up of elements which are very commonly found
it is protected only to the extent that the combination of those elements
(as a combination) meets the requirements for protection to be granted.

1.9 SPAIN
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2 The Court System

2.1 COURTS OF FIRST INSTANCE

2.1.1 Civil Commercial Courts

Commercial Courts (created by Law amending the Constitutional Law
of the Judiciary in 2004) have exclusive jurisdiction amongst other civil
matters (including bankruptcy, corporate, maritime and transport law)
over intellectual property disputes: unfair competition, industrial
property, copyrights and publicity.

These Commercial Courts are really specialised Courts of First
Instance which have been specially created to release the burden of cases
before the Courts of First Instance existing in each of the municipalities
of Spain. There are Commercial Courts (at least one) in each of the 50
Spanish Provinces seated in their Capitals and having jurisdiction over
the whole of the Province. Although efforts have been made on their
specialised legal education, the Judges and Panels of Magistrates in
charge of the Commercial Courts and Tribunals do not have any
technical background on scientific matters.

In addition, the Commercial Courts of the city of Alicante shall have
exclusive jurisdiction, for the whole of Spain, over disputes regarding
Community Trade Marks and Designs (Community Trade Mark
Courts).

Civil jurisdiction over Industrial Property matters at first instance is
exercised only by the Commercial Courts of the city in which is located
the Superior Court of Justice for the Autonomous Community (17),
having exclusive jurisdiction over the Provinces of such Autonomous
Community, (see 2.2.2) where the defendant is domiciled, or, in case of
actions for infringement, the plaintiff may sue either where the
infringement took place or caused its effects.

For other Intellectual Property matters, such as copyright and unfair
competition cases, the Commercial Courts seated in each of the capitals
of the Provinces are competent, with jurisdiction over the territory of the
Province.

The procedure for intellectual property actions in the courts of first
instance is that of ordinary civil proceedings. Decisions of the com-
mercial courts can be appealed against to the Provincial Court of
Appeals.
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The courts normally involved in intellectual property litigation, and
the matters for which they are responsible are summarised in Appendix
2A.

2.1.2 Courts of Inquiries and Criminal courts

Both of these courts have jurisdiction in criminal matters. The Court of
Inquiries is responsible for investigating the case and adopting the
appropriate interim measures; the criminal court is that in which the
trial takes place and judgment is given.

The Court of Inquiries is responsible for carrying out the measures
that are necessary to ascertain whether there has been a breach of the
criminal law relating to intellectual property. The investigation is pre-
sided over by the instructing judge who also decides, pushed either by
the Private and/or the Public Prosecution on the adoption of any interim
measures. If the instructing judge decides that there is insufficient evi-
dence to begin proceedings he or she can order the discontinuance of
the case. If the instructing judge decides that there is sufficient evidence
the proceedings move to the criminal court.

2.1.3 Central Courts of Inquiries

Central Courts of Inquiries exist only in Madrid and consist of a single
judge. The work of these courts includes investigating problems relating
to intellectual property which affect the whole country. The judge can,
in accordance with the relevant legal provisions, adopt any necessary
interim or preventive measures. However the judge only carries out
investigations and does not actually try the case. Trial and judgment
take place in the National Court of Audience. As regards intellectual
property matters the Central Courts of Inquiries would have jurisdiction
if a breach of intellectual property law affected the whole country, for
example a case of counterfeiting which affected all of Spain or which
occurred in various different parts of Spain, although in practice it is
difficult to envisage such a case occurring.

2.1.4 National Court of Audience

The National Court of Audience located in Madrid has three chambers:
a Criminal Chamber, a Contentious Administrative Chamber and an
Employment Chamber. The National Court of Audience has jurisdic-
tion throughout Spanish territory, although all its proceedings take
place in Madrid.

2.1 SPAIN
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4 The Procedure in Civil
Courts

This chapter sets out the general rules of procedure followed in intel-
lectual property lawsuits before the courts of first instance. Appendix 4A
sets out the timetable for intellectual property litigation.

4.1 PARTIES TO LITIGATION

Infringement proceedings may be brought by the injured party. The
plaintiff or claimant may be the rightholder, either the original holder or
the assignor. Holders of exclusive licences may also bring proceedings if
they have not been expressly excluded from doing so. If the right in
question belongs to more than one holder there are two possible courses
of action: (a) only one of them brings the proceedings, in which case he
or she is entitled to request a compensation from the rest of holders for
any expenses incurred in defending the right in question; or (b) they all
bring proceedings jointly.

If the breach of intellectual property rights has been committed by a
corporation or other legal entity, the corporation or the entity in question
must be represented in court by the person legally empowered to do so.

There are two possible ways in which third parties may intervene in
the proceedings:

(a) intervention by ‘‘consortium’’ based on a claim to be a co-holder
of the intellectual property right in question;

(b) ‘‘simple’’ third party intervention. This type of intervention is not
based on being co-holder of the intellectual property right which
has been infringed but on the third party being the holder of some
other intellectual property right which might be affected by the
outcome of the proceedings.

4.2 SERVICE OF PROCEEDINGS

Intellectual property related proceedings are handled by the means of
the so-called ‘‘ordinary civil proceedings’’.
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The lawsuit is started by the filing of the Statement of Claim and the
Exhibits establishing the facts, the merits of law and the claims for relief
contained therein.

As to the forum, lawsuits are to be brought before the Commercial
Court having jurisdiction in the venue where the defendant has its
domicile, residence or premises. In infringement proceedings, alter-
natively, the claimant may also file suit at the Commercial Court where
the acts of infringement have produced their effects.

Process is served on a defendant who resides in Spain by a process
server who is empowered by the Judge to serve a copy of the claim, the
exhibits therein and a court decision ordering services and summons on
the defendant. Service is effected by delivering these documents to the
defendant’s address either directly to the intended defendant or to an
employee and, on some occasions, the delivery to a neighbour shall also
display legal effects. As a rule, service is effected in a one to four-week
deadline as of the date on which the claim is formally admitted. If the
defendant’s address is not known, at the claimant’s request, the Judge
may order the Police or other individuals, entities, Professional As-
sociations and even Public Bodies to give information to the court as to
the defendant’s whereabouts.

If the defendant is an EU-national or has its residence, domicile or
premises in another EU-member state, service and summons shall be
effected by the means and under the requirements set forth in Council
Regulation 1348/2000, of May 29, 2000 recently amended by EU
Regulation 1393/2007.

If the defendant is a citizen of a State Signatory to the Hague Con-
vention on the Service Abroad of Judicial and Extra-judicial Documents
in Civil or Commercial Matters, concluded in November 15, 1965,
service shall benefit from the provisions of this treaty.

In the event that the defendant is neither and EU-resident nor a
resident of a State Signatory to the Hague Convention, service and
summons shall be effected in accordance with the terms of any other
international treaty that may be applicable or, in the absence of treaty,
by the Spanish Foreign Ministry using diplomatic channels. If the
defendant is a Spanish national service can also be served by the local
Spanish consulate or diplomatic mission provided this is not contrary to
the law of the country in question.

4.3 PRE-TRIAL PROCEDURES

4.3.1 Statement of claim

The proceedings are ‘‘triggered’’ by the filing at court of a Statement of
claim, to which the claimant must attach all of the documentary evi-
dence and expert opinions on which the plaintiff grounds its claim. The
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measures will deal with the case, which implies reduction in time and
expense. Interim relief can be applied for at the same time as the
application for measures for the verification of facts.

Measures for the verification of facts are provided for specifically only
as regards patents. They can, however, also be applied for in the context
of trade marks and registered designs infringement, since the Trade
Marks Act 2001 and the Industrial Designs Act 2003 refer to the
applicability of the procedural provisions in Title XIII of the Patents Act
1986 (which includes measures for the verification of facts) provided
they are not incompatible with the nature of trade marks and/or
industrial designs.

5.1.3 Anticipation of evidence

The Civil Procedural Act 2000 includes a reference to anticipation and
preservation of evidence, which may be applicable to all intellectual
property rights, and not only to patents and trade marks.

Before starting proceedings, the claimant (or any of the parties, if
proceedings have already been commenced), may file an application for
the court to conduct anticipated practice of a piece of evidence, if there
are reasons to believe that this practice will be impossible at the time of
the trial.

If the Court agrees to conduct this anticipated evidence, it will issue a
decision stating so, and the practice of the particular piece of evidence
shall be conducted before the trial. The documents and other evidence
produced shall be kept under custody of the court until the statement of
claim of the main action is filed.

Anticipated evidence shall remain with no effects if the statement of
claim of the main action is not filed within two months.

Upon request of any of the parties, and if it is possible, the practice of
evidence shall be conducted again during the trial.

5.1.4 Preservation of evidence

Before starting proceedings, the claimant (or any of the parties, if pro-
ceedings have already been commenced) may file an application for the
court to adopt any necessary measures to avoid the destruction or
alteration of elements (either by human behaviour or by natural ele-
ments) of pieces of evidence, which make their practice at the trial, and
even its proposal, impossible.

The court shall adopt the measures deemed necessary to preserve
elements or situations, or to state their features. They may also include
obligations imposed to individuals. Such measures can be agreed
inaudita altera pars—if so requested—when it is likely that the delay

5.1FACT FINDING
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derived from the pre-trial conference will cause an irreparable damage
to the rights of the person requesting the execution of such measures, or
when there exists the risk that evidence may be destroyed or the col-
lection of such evidence will be impossible in any other way.

In order for the court to decide the preservation of evidence, the
following requirements must be met: (a) the piece of evidence the
preservation of which is sought is possible, relevant and useful at the
time it is proposed (b) there are reasons to believe that the practice in the
future will be impossible unless it is preserved and (c) the measures
proposed or adopted by the court shall be useful, conducted in a short
period of time, and shall not cause serious and disproportionate damage
to those involved or to third parties.

The applicant may offer and/or the court may order a caution for the
damages that may be caused.

5.1.5. Pre-trial inquiries

The Act 19/2006 has implemented the Enforcement Directive 2004/48/
EC by introducing a powerful procedural tool to enable the right holder,
before instituting infringement proceedings, to make effective the ‘‘right
of information’’ set forth under art.8 of the Directive.

This can be achieved by requesting a court order seeking to obtain the
following information:

(a) the names and addresses of the producers, manufacturers,
distributors, suppliers and other previous holders of the goods
or services, as well as the intended wholesalers and retailers;

(b) information on the quantities produced, manufactured, delivered,
received or ordered, as well as the price obtained for the goods or
services in question.

5.2 AFTER COMMENCEMENT OF PROCEEDINGS

5.2.1 Judicial inspection of evidence

There is provision for judicial on-site inspection of evidence. Either of
the parties may apply for such inspection during the evidential stage of
the proceedings. Both parties and their legal advisers have the right to go
along with the judge in the course of the inspection and to make
observations, and their observations are recorded together with the
results of the inspection.
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(2) They must adduce all of the data at their disposal in arriving at
their conclusions.

(3) They must indicate any reservations they have concerning their
findings.

6.4 DOCUMENTARY EVIDENCE

As a general rule the principal documents which affect the basis of the
case must be attached to the statement of claim or the defence.
Exceptionally, however, documentary evidence may be presented after
this time:

(a) if the document in question is subsequent to the date of the
presentation of the statement of claim or defence;

(b) if the documents in question existed prior to that date and the
party presenting them swears on oath that he or she had no
knowledge of them;

(c) if the documents in question were not available at that date, for
reasons not attributable to the party presenting them, provided he
had made a declaration to this effect and designated where the
documents were to be found.

Any private document which is not recognised by the opposing party
must be proved to be genuine by other means (the evidence of a
handwriting expert, etc.), although the court is free to take it into
account if it reasonably believes it to be genuine. Public documents will
be accepted as full evidence unless it is proved that they are fake.

6.5 AFFIDAVIT EVIDENCE

The nearest equivalent in Spanish procedural law to an affidavit is a
declaration made before a notary public and subsequently attached to
one of the pleadings. Such a document will be classified as a public
document and admitted as evidence in the proceedings.

However, in order to be fully valid as means of evidence, affidavits
need to be ratified in Court by affiants.

6.6 OBTAINING EVIDENCE FROM ABROAD

The procedures for obtaining evidence from abroad are governed by the
EC Regulation 1206/2001 on cooperation between the courts of the
Member States in the taking of evidence in civil or commercial matters,

6.6PROVING THE CASE AT TRIAL
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the Hague Convention on the Taking of Evidence Abroad in Civil and
Commercial Matters 1970, to which Spain is a party, certain bilateral
treaties (for example the Treaty on Mutual Assistance in Civil and
Commercial Matters between Spain and Great Britain 1929) and the
Law of the foreign country in question.

6.7 PRESENTATION AT TRIAL

See 6.1 to 6.4 above.
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10.7 DOMAIN NAMES

10.7.1 ccTLD Registrar

The assignment of ccTLD under Spanish law is undertaken by Red.es—
a public company whose statute was approved on February 8, 2002
(Royal Decree 164/2002, as of February 8). Once the Royal Decree
came into force, Red.es became the only organisation in charge of the
assignment of .es ccTLDs under Spanish law, through its organisation
Esnic.

The rules that govern the authority Red.es and Nic.es are as the
following:

(1) Act 32/2003, of November 3, of Telecommunications.

(2) The rules of the institution.

(3) Act 6/1997, of April 14, of Organisation of the State
Administration of the State.

(4) Other rules applicable.

10.7.2 Registration procedure

The rules for the assignment of domain names under .es, (as well as
.com.es, .nom.es, .gov.es, .org.es and .edu.es) are set forth in Order
No.1542/2005, of May 19, 2005.

10.7.3 Legal enforcement of trade mark rights

In December 2001, a new Trade Mark Act was enacted in Spain (Act
17/2001, as of December 7, on trade marks). The purpose of this Act
was implementing European trade mark directives to Spanish law.
Simultaneously, the new Trade Mark Act has established new provisions
regarding the protection of trade mark owners from the illegitimate use
of trade marks as domain names.

Specific protection to preclude the use of trade marks by unauthor-
ised third parties is contained in arts 34 and subsequently of the Act.

The owner of a registered trade mark is entitled to prevent the use by
third parties of the following:

(1) Any sign identical to the trade mark for identical products or
services;

(2) Any sign identical or similar to the trade mark for similar products
or services, where there is likelihood of confusion (the risk of
confusion includes the risk of association between the sign and the
trade mark);
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(3) Any identical or similar sign for products or services which are not
similar, when the trade mark is well-known or famous in Spain,
where the use without due cause of the trade mark or would take
unfair advantage of, or be detrimental to, its distinctive character
or repute.

Accordingly, if any of these conditions are met, the trade mark owner
can prevent inter alia, the use of the sign in telecommunications net-
works and as a domain name. It must be stressed that the new Trade
Mark Act forbids not only the use of the trade mark in telecommuni-
cations and computer networks (e.g. as advertising or including the
trade mark into the content of the web site), but also the use of the trade
mark as a domain name. Thus, the Spanish act covers all types of
possible use of trade marks on the Internet or similar networks.

The reference to well-known or famous trade marks does not
necessarily mean that the trade marks that do not meet those conditions
are not protected when used on the Internet or as domain names. Article
34 paras 1 and 3 of the Trade Marks Act grant a wider-scope of pro-
tection, allowing the trade mark owner to prohibit the use of the regis-
tered trade mark by unauthorised third parties (art.34.1 states that ‘‘the
registration of the trade mark grants the exclusive right to use it in the
economic traffic’’, which means that any non-authorised use is to be
considered as illegal).

10.7.4 Domain name dispute procedure

Under Spanish law, domain names disputes are resolved either through
court proceedings or through arbitration organised by Red.es. The
parties are free to choose the forum in which their controversies will be
decided.

This procedure is similar with the UDRP. This procedure, however,
does not prevent the parties to filing actions before regular courts of
justice.

Red.es does not subscribe to the UDRP. Any dispute regarding the
use of a local domain name is left to the interested party who may go
before courts or Red.es arbitration.

There are no specific court proceedings for cases involving trade-
marks and domain names. Any dispute will be decided applying the
Trade Marks Act or general principles of law such as unfair use of a right
or use of a right in bad faith (see art.7 of the Spanish Civil Code).

In 2005, an arbitration procedure was commenced for .es domain
names. This procedure has certain similarities with the UDRP. This
procedure, however, does not prevent the parties to filing actions before
regular courts of justice.
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(1) The arbitration agreement was itself void or subsequently waived
in favour of submission to the ordinary courts.

(2) The award was given out of time.

(3) The award was contrary to public policy.

(4) The arbitrators have resolved a question which was not originally
submitted to their consideration.

13.2.2 International arbitration in Spain

The validity of the arbitration clause or agreement in international
arbitration is decided according to the law elected by the parties; if there
is no such election validity will fall to be decided under the law appli-
cable to the dispute, the law of the country in which the arbitral award is
to be issued or the law applicable to the execution of the arbitration
clause or agreement.

Spain is a party to both the 1958 New York Convention and the 1961
Geneva Convention; hence arbitration clauses or agreements which
comply with the requirements of these Conventions will be valid in
Spain.

The capacity of the parties to an arbitration clause or agreement is
determined by the elected law of each of the parties.

The decision of the arbitrator in legal arbitration proceedings is
subject to the law specifically elected by the parties, provided this has a
connection with the underlying contract or the act in dispute; failing
that it is subject to the law applicable to the relationship from which the
dispute has arisen; and failing that it is subject to the most appropriate
law.

Enforcement of foreign arbitral awards is subject:

(a) to the 1958 New York Convention; or, if this Convention is not
applicable;

(b) either to any existing bilateral convention; (at the moment there
are conventions with Switzerland, France, Italy, the former state of
Czechoslovakia, Brazil and Mexico); or

(c) according to most recent court decisions, to the general rules
applicable to the recognition and enforcement of foreign
judgments (see 9.4).

According to the Spanish Arbitration Act 2003 art.46, enforcement of
foreign arbitral awards will be refused only if the award is contrary to
public policy or if the arbitrators have decided questions which,
according to Spanish law, cannot be submitted to arbitration.
Enforcement may also be refused on an application by one of the parties
or by the Office of the Public Prosecutor if:
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(a) the award is void according to the applicable law;

(b) essential formalities and principles laid down in the applicable law
were not observed in the appointment of the arbitrators or the
carrying out of the arbitration;

(c) the arbitrators resolved points which had not been submitted to
them.

13.3 ALTERNATIVE DISPUTE RESOLUTION
(‘‘ADR’’)

Other forms of alternative dispute resolution are not frequently used in
Spain.

Footnote: The authors of this edition are Gonzalo de Ulloa (Co-ord.),
Jose Miguel Lissen, Laura Montoya and Ibán Dı́ez, Gomez-Acebo &
Pombo Abogados S.L.P. Co-authors of previous editions also were: A.
Velaquet, E. Peret and L. Cantero.
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